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PART I 


ADVERTISING BEFORE THE BAR OF JUSTICE IN 1951 


* * * 


CurRENT TRENDS AND CURRENT RESPONSIBILITIES* 


By Isaac Wat.tncton Dicces** 


One of my esteemed friends recently described a successful executive as one 
who had the capacity to plow furrows in the brows of his associates. That commer- 
cial aphorism sets the tone of what you are about to hear. I am going to talk 
about advertising practices on trial before our Courts and before administrative 
agencies of the federal government. I shall emphasize recent trends, attempt to 
assay relative responsibilities for the trends, and indicate the danger of not recog- 
nizing those responsibilities. I shall try to be objective in what I say, not only as 
it affects this audience of professional advertising people but also as it applies to 
our Courts and to the administrative agencies at Washington. 


We now stand at the threshold of stage three in the evolution of the law of 
advertising and marketing. With your indulgence, I should like to take two 
minutes to summarize the two preceding stages so that we may better visualize the 
third stage. 

The first stage in this evolution was what might be called the laissez-faire era 
in American jurisprudence, a free-booting era epitomized by the slogan: “Let the 
buyer beware.” If you were selling a horse, it made no difference how you described 
him, provided the purchaser had the opportunity of inspection. The horse might 
be depicted as sound of limb and lung, patient, lovable and a paragon of health 
and disposition. Actually, the animal might be spavined, addicted to the heaves, 
jumpy, irritable and generally susceptible to all the ailments from which an equine 
can suffer. Nevertheless, if the buyer had an opportunity to see the animal, examine 
his legs, his teeth, his ribs, his buttocks, his eyes, and his breathing, he had to accept 
the responsibility of his purchase and be bound to his bargain, although the horse 
should drop dead before the halter was put to him. Those were the good old days, 
that is to say, they were good for the Jay Goulds, the Jim Fiskes and the Commodore 
Vanderbilts of yesteryear when the public could be damned. That was stage one. 


Stage two was a stage of legislation. Coincident with the emergence of an 
organized business of national advertising, reformers appeared on the scene who 
held to the concept that the seller should beware, and that the public should be 
protected from the facile pen of the professionals or over-enthusiastic branding by 
the creators of labels. These reformers were a diverse group, Bull Moosers and 
liberals, Wilsonians, socialists, and magazine editors. Their common plea, however, 
was the duty of government to protect the consumer, because a packaging industry 
had been born and along with it, its handmaiden, national advertising. Packaging 
often deprived the consumer of the chance to inspect; he had to rely on the label: 

Legislative grist was poured into the Congressional hopper. There emerged 


*Address before The Association of National Advertisers, Inc., at Hot Springs, Va., on 
March 28, 1951. 
**Member of the New York Bar. 
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such laws as a Food and Drug Act, a Federal Trade Commission Act, the Printers’ 
Ink statutes, and finally, a Securities and Exchange Commission. The Food and 
Drug Act was enacted under the whip-lash of Dr. Harvey Wiley, our first pure food 
evangelist; the Federal Trade Commission was a Wilsonian creation; the Securities 
and Exchange Act was sired by a recent candidate for the mayoralty of New York, 
Ferdinand Pecora; the Printers’ Ink statutes were fathered by an able and far-sighted 
publisher from the advertising business, the late John Irving Romer. These statutes 
delimited the channel of fair competition in the business and financial communities. 
In this era, a young New York lawyer, Harry Nims, wrote the first standard work 
on unfair competition. These new laws were the twentieth century command- 
ments, framed in Mosaic negatives. Thou shalt not misbrand or adulterate; thou 
shalt not falsely advertise or mislead the public. The public to be protected, as 
defined by the courts, was an inclusive assemblage, the stupid, the sub-average and 
the less favored as well as the ordinary prudent man—that convenient figment of 
the imagination of whom we learned in law school. Telescoped and over-simplified, 
that was stage two in the evolutionary process. 

Stage three is a judicial stage. It is in its infancy. Its birth was not accom- 
panied by legislative enactments but the child is being nourished by judicial deci- 
sions. The outstanding characteristic of this emergent phase is suspicion of the 
advertising claim. The advertiser is being required, more and more, to prove that 
he is right, in regard to those facts, opinions and processes which lie peculiarly within 
his own knowledge rather than for the government to prove him wrong. Advertis- 
ing, in a psychological sense, stands before the bar of justice presumptively guilty, 
until it can prove itself innocent by solid, believable testimony. 

Let me give you some illustrations: A document, embodying a nationwide 
survey of consumer habits, was recently before an appellate court. The survey had 
been conducted by questionnaires among one-seventh of a particular population 
group. Answers had been received from about 20% of those to whom questionnaires 
were sent. The document was put in evidence by the prosecutor. No evidence was 
introduced by either side to show whether or not the survey was scientifically con- 
ducted. On the basis of the survey, the advertiser had claimed that, according to 
the survey, certain types of people preferred his product above that of his competi- 
tors. Let’s see how the Court looked at it: 

“We are of the opinion,” said the Court, “that these sweeping statements were 

not justified by the answers to the questionnaire. * * * It may well be that an 

accurate estimate of public opinion or practice can be a sampling process or survey, 

but the record is devoid of information on this subject and in the absence of proof 
of the scientific principles, if any, which underlie the practice, we must rely upon 


the impression which the advertisements would be likely to make upon the mind of 
a man of ordinary intelligence.” 


Does the significance of that language strike you? The prosecutor was not 
required to prove that the survey was unscientific; in the absence of contrary proof 
by the defendant, a survey which to those in research enterprises would be con- 
sidered highly scientific, was struck down by the Court because a man of ordinary 
(not expert) intelligence might be misled. Thus, the burden of proof had shifted 
from the prosecutor to the defendant. 
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In the same case, where the question of what constituted expert opinion was 
before the Court, government witnesses testified that scientifically controlled experi- 
ments were necessary for the acquisition of positive knowledge of the subject at 
issue and that opinions without such knowledge were “as often wrong as right,” 
“mere conjecture” or a “guess.” This so-called expert opinion, a minority view, 
was held to be substantial enough to justify a Federal Trade Commission order, 
thereby throwing the burden to the defendant to rebut it. 

In an even more recent case, an appellate court showed its feeling about a 
current advertising practice in these words: 

“The fault with this advertising was not that it did not print all that the 

Reader’s Digest said, but that it printed a small part thereof in such a way as to create 

an entirely false and misleading impression. * * * An examination of the advertise- 

ments * * * shows a perversion of the meaning of the Reader’s Digest article which 

does little credit to the company’s advertising department—a perversion which results 

in the use of the truth in such a way as to cause the reader to believe the exact 

opposite of what was intended by the writer of the article.” 


No puffery was allowed here if it was misleading. The truth, the whole truth 
and nothing but the truth became the judicial standard for the advertising message. 

These decisions might not be so bothersome unless we also knew something of 
the surrounding circumstances. In the case involving the survey, the government’s 
attorney had argued: 

“In asserting that it had a survey which showed the things claimed, the [adver- 
tiser] represented that it had peculiar knowledge. Under these circumstances, the 
[government] could have alleged that the statement that the [advertiser] had such 
knowledge was not true. Then without introducing any evidence, the [government] 
could have thrown on [the advertiser] the burden of disproving the negative, even 
though the burden of proving its case rests upon the [government].” 


Now, this language sounded like exalted gobbledygook on a flying trapeze to 
the attorneys for the advertiser. They thought it a compendium of legal spoonerisms. 
However, they were wrong. The government’s position was adopted by the Court. 

In both of the cases cited, counsel for the unsuccessful parties report that the 
Court was visibly antagonistic towards certain current advertising practices. They 
came away with the impression that had the life of a hardened criminal been at 
stake the Court would have surrounded him with all the safeguards in the Consti- 
tution, but that because the life of an advertising campaign was on trial, the knife 
of the guillotine could not descend too quickly. How far removed in temper from 
the days of Jefferson when he wrote that the only things he could believe in the 
newspapers were the advertisements! 

What are the factors that have brought about this point of view? What con- 
siderations are rousing the ire of intelligent jurists? 

One of the lawyers present at the argument involving the appeal in the survey 
case writes: 

“We were limited to one hour—and we considered it a precious one—to argue our 
appeal. * * * But a good part of that hour was not devoted to discussing the merits 


of our client’s appeal. It was spent talking about advertising. Not our client’s 
advertising—but advertising in general, about radio and television commercials and 
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other advertising practices which the judges obviously considered commercial excesses. 
This happened in what we had considered one of the most conservative Courts in 
the land. * * ®” 


He added: 


“Judges in U. S. Courts are openminded men. They also, for the most part, 
are highly educated and conservative. Even so their opinions are inevitably influenced 
by how they feel about advertising. Advertising copy is simply not written for them.” 


Another observer reports what he calls an “adverse stomach reaction” on the 
part of some judges due to the looseness of language found in some advertising, pop- 
ularity claims by beautifying products, extravagances in tobacco advertising, pseudo- 
scientific claims, television commercials which by their very power of penetration often 
offend, and the inflation of unimportant claims in highly competitive industries. 

An intelligent friend of advertising, C. B. Larrabee, publisher of Printers’ Ink, 
in two recent editorials, expressed himself as having a “slight feeling of nausea” 
at some current advertising methods. Speaking of a type of television commercial, 
he asks: “When will they come out of this Cloud Cuckoo-Land of business as 
usual and who cares anyway so long as we make a dollar or two? When will they 
realize that advertising written for half-wits and dim-brains may get by in normal 
times, but in times like these can only lead to nausea and disgust on the part of 
people who really count? When will they realize that quietness, dignity, decency and 
good sense are still commodities that have precious values beyond anything that 
Starch or Hooper or Nielsen or Gallup can uncover?” 

Widening his range in a subsequent editorial, Mr. Larrabee said he had no 
patience with the argument that although the cultured few might resent the tawdry 
ideas of the minority among advertisers, the group of dissenters was small. “What 
is more important,” he says “is the fact that whether or not they are small in 
number, the people who resent the blatancy and vulgarity of advertising are people 
who have an influence far beyond their numbers.” 

This is tough language. While I cannot speak from as broad a perspective as 
Mr. Larrabee, I can and do say that property rights in good-will involving millions 
of dollars are in jeopardy in our Courts because of a growing critical and cynical 
estimate by judges of advertising stratagems which are often accepted without 
question in the advertising business. 

Some of the views which have been cited show that the critics often commingle 
advertising and advertisers. When such a commingling takes place there is apt to 
be a befogging of the real question. No fair mind, for example, would compare 
a campaign of the Metropolitan Life Insurance Company with its enormous contri- 
bution to public health and safety, with the blatant claims of a fake patent medicine 
nostrum, merely because both use advertising to reach and influence members of 
the public on the same subject. 

What is advertising? 

Advertising is an economic force in the United States of America, upon which 
some five billion dollars is expended annually. It is a sizeable industry. The peca- 
dillos committed in that industry, judging from published reports of competent 
authorities, certainly number no more than are to be found in any industry of 
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comparable size; it is my guess that they are considerably less. The 1950 report 
of the Federal Trade Commission showed that of 1,142,396 advertisements exam- 
ined by their radio and periodical division only 29,380 required second scrutiny. 
This was roughly .0025%. Of the group that needed a second study, many claims 
were explained to the government’s satisfaction and no proceeding resulted. 

Of course, professionals in the advertising business might be pardoned for 
their enthusiasm for the values in advertising. Most people believe in what they are 
doing. In preparation for this talk, however, I have ignored the opinions of all 
who might be biased and have sought the views of those more or less removed from 
the commercial scene. 

Dean Collins of the Graduate School of Business Administration of New York 
University, an impartial student of the subject, paraphrases with approval a 
Harvard estimate of advertising in these words: “Advertising’s outstanding contri- 
bution over the years has been the part that it has played in promoting a dynamic, 
expanding competitive economy. It is a growth tool that offers the possibility of 
developing relatively quick demand. It rapidly stimulates new products and new 
product differentiations. It is probably the greatest and fastest existing force for the 
intensification of mass desire. It is so rapid an accelerator for purposes of mass dis- 
tribution that it would sorely tax the imagination to think of any possible substitute 
for it.” 

The Royal Bank of Canada, in a recent monthly letter on the advertising busi- 
ness, says: “The Western world is learning to produce goods at an even faster rate 
and in always widening variety. Advertising brings this production into everyday 
life, spreads it around among people, and thus contributes to our standard of living. 
Instead of taking a generation or a century to become known, new aids to com- 
fortable living are made known in a day. By doing this, advertising brings forward 
the demand that encourages manufacture, provides jobs, and spreads purchasing 
power.” 

Let us now take a jump to Columbia University for an appraisal. Paul 
Nystrom, Professor of Marketing at that University, says that 

“advertising tends to raise the standard of living by acquainting the population with 

the advantages of socially desirable products or services, making them available at 

lower prices, and stimulating greater effort to attain the standard of living that 

goes with the use of such products or services.” 


Other disinterested authorities might be cited as to the general function of 
advertising, but to cite them would be merely to encumber the record. 

A dramatic specific example of the worth of advertising in the movement of 
merchandise occurred last autumn in Pittsburgh, Pennsylvania. The three daily 
newspapers in Pittsburgh were strike bound from October 2nd to November 17, 1950. 
In that period when the city was without newspapers clothing retailers lost 25% 
of their volume; automobile dealers lost 42% of their volume; sales of a grocery 
chain were, for three days, 60% below expectations; department store sales fell off 
an average of 8.6% from a comparable period in 1948. (The comparison was 
made with 1948 because steel and coal strikes in late 1949 made that an abnormal 
period for comparison. ) 
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Without doubt, the values in advertising are abused by some advertisers, as 
shown by the Federal Trade Commission figures I have quoted. To the extent that 
they allow the false, the misleading and the shabby to create an atmosphere of 
unbelievability in advertising as a whole, or a revulsion towards advertising messages, 
they are rendering a great disservice to an important national tool, even though 
they may gain temporary reward for their efforts. Be that as it may, our courts 
should not condemn advertising as such because of the extravagances of a compara- 
tively few advertisers. 

A scholarly judge has described Lord Edward Coke as an “unlovely, over- 
bearing, cruel, avaricious man and an inordinately ambitious lawyer.” Yet, by 
insisting before James I that the King of England could not interfere with the 
administration of justice, he made himself a key figure in the evolution of an inde- 
pendent judiciary. It is the stout-hearted and courageous judge that we remember; 
his petty vices lie forgotten in the musty archives of history. 

I bespeak for advertising the same sort of tolerance and understanding on the 
part of the judges of today. Let us all understand that advertising is a precious tool 
in the kit of American commerce, even though sometimes abused by the unlovely, 
the over-bearing, the cruel, the avaricious and the ambitious. Let us also realize 
that, in addition to its wide benefits to business, advertising brings us periodical 
literature and newspapers at a fraction of printing costs and brings us drama, opera, 
and entertainment at no cost at all. Let us differentiate between the real and the 
apparent, between emotional irritations and broad social advantages. 

Quick appraisals are often deceptive. For example, it is often said that the 
hundred large companies grew fat in the last war. The fact is quite different. 
According to the official figures of the Federal Reserve Board and of the Depart- 
ment of Commerce, so much subcontracting was done by the industrial giants that 
small and medium-sized companies had a vastly greater increase in sales, profits 
and assets than the 100 large corporations. 

Another illustration: Some years ago, a foreign visitor described the vista from 
the Pennsylvania right-of-way between New York and Wilmington as the junk 
heap of America. (His actual phrase was more colorful but I shall not use it before 
a mixed audience.) I have seen the same unlovely sight a thousand times while 
beating a path to the seat of government at Washington, but it never struck me 
that this enormous industrial potential, representing the American genius of pro- 
duction, was just a pile of junk. By a similar token, I cannot believe that advertising, 
although much of it is unlovely, is just a pile of junk. 

Before closing, I should like to say a word about advertising in relation to 
administrative agencies, particularly the Federal Trade Commission, because, 
although advertising practices are often before the courts, they are much more 
often before the Commission. The Federal Trade Commission has made such 
splendid progress in re-organizing itself that it might seem presumptuous and petty 
to ask for more. Nevertheless, it has occurred to me that some of the things that 
constitute handicaps in the proper defense of Commission cases may be completely 
unknown to the Commission and that candor requires that they be mentioned. 
Before doing so, however, high tribute should be paid to the present commis- 
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sioners, and their able associates in the office of general counsel, for their efforts 
in breaking the log jam of ancient litigation, and for making quick disposition of 
cases involving advertising claims by the conference method. We all know that 
Commissioner Lowell Mason has been fighting for these reforms for years. At times 
it has almost seemed that he was as lonely as Don Quixote in his jousting at wind- 
mills and that he would be no more successful than Cervantes’ picturesque char- 
acter. But his persistence has won out. The conference method has many advan- 
tages and might even be expanded. It can be of value in speedily removing false 
and misleading advertising from the market place. The very speed with which 
the method operates may well discourage those who would misuse the advertising 
process and thus assist materially in curbing the unfair competitor while preserving 
the inherent values in advertising itself. 


Now, let us look at a few handicaps that plague defense counsel and their 
clients. 

A general feeling persists, particularly in academic circles, that stigma attaches 
to one who gives expert testimony for private parties in Commission cases. It is 
often felt that the professional integrity of the witness will be attacked merely 
because he has agreed to testify for the defendant. The existence of this feeling 
often deprives the private litigant of his full day in court. A strong and vigorous 
statement by the Commission, welcoming the testimony of any qualified person 
who can throw light on either side of a pending question would be salutary in 
the extreme. 


Similarly, I believe that, in contrast to present practice, employees of the federal 
government should be as freely available as witnesses in Commission cases involving 
advertisements as they are to the prosecuting attorney. No actual or implied rule 
of comity, as between the several agencies and departments of the government, 
should be permitted to forestall a full airing of the pertinent facts. Federal law 
does not excuse judges from testifying to facts within their knowledge unless they 
are presiding over the case at bar. The knowledge, experience and ability of 
employees of the executive branch of the government should be as fully available 
as evidence to private litigants as to the Commission itself, unless over-riding con- 
siderations of public policy are involved in a disclosure; in the latter event, such 
evidence should not be available to either party. It is inequitable for public servants, 
supported by public money, to cooperate with other public servants and not with 
members of the public whose taxes maintain them. This inequity can be and should 
be cured. 

The publicity procedures of the Commission can stand improvement. As I 
understand the present practice, releases covering Commission complaints are sent 
to the press for publication three days later. The theory appears to be that the 
press associations or the newspapers will then communicate with the company com- 
plained of and get its side of the story. Sometimes they may do so; more often 
they do not. A few metropolitan newspapers might go to that trouble; the others 
publish the version of the facts which comes from the Commission. In any case, 
Commission publicity procedures should not depend upon the initiative of news- 
papers and press associations. A fairer procedure would be to release the substance 
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of the Commission’s charges and of the answer by the accused company at the 
same time. . 


Now that trial examiners are given increased authority under Commission rules 
—and in fact make decisions subject to Commission review—it is apparent that trial 
examiners, so far as possible, should be recruited from among men who have not 
been prosecuting attorneys in Commission cases. 


CoNCLUSIONS 


The facts pointed up in tracing current trends in Court decisions and at the 
Federal Trade Commission spell out their own conclusions and the related respon- 
sibilities. 

First, there must be a clearer understanding, on the part of the business leaders 
of America and their advertising agencies that many current advertising practices 
are striking at the basic values of advertising itself. There must be more restraint 
and good citizenship, particularly in respect of the newer mediums of radio and 
television. In writing on this subject in 1948, a lawyer, knowledgeable in the 
advertising business, wrote: “Advertising has become more and more the subject 
of legislative formulas. Whether that trend will continue will depend to a large 
degree upon those charged with the responsibility for managing the advertising 
dollar. It will depend in a measure upon the success of self-government among 
the several organizations in advertising, for it may properly be said that where 
self-government, or self-restraint, if you will, breaks down, government begins to 
assert itself.” The self-restraint has not been too apparent in many places. The 
judicial branch is asserting itself. Our judges are not waiting for new legislation. 


Second, there should be a better understanding of the function of advertising 
by the judges who are called upon to appraise it in specific cases. They should 
not condemn all advertising out of hand because of those who abuse it. Property 
rights and property values in good-will should be as scrupulously protected by our 
Courts as in the case of tangible assets. Often they are much more valuable than 
their physical counterparts. 


Third, there should be restraint on the part of the Federal Trade Commission 
in scrutinizing advertising messages. Sometimes (the cases are rare) it seems that 
microscopically-minded representatives of the Commission magnify the picayune, 
and by over-zealous censorship, rob commercial announcements of the color and 
appeal that are necessary to sell the goods of America’s factories. The Commission 
has been given unexampled rein by the Courts in the domain of unfair competitive 
practices. The resulting responsibility resting upon the Commission is a very grave 
one. It should be constantly alert to that responsibility, as the present Commis- 
sioners appear to be. Woodrow Wilson did not create the Federal Trade Com- 
mission to shackle commerce, but to free it. 


With the combined efforts of an enlightened business community, the courts 
and the agencies administering federal law, proper advertising can be protected 
and improper advertising made progressively to disappear. Unless advertisers, 
advertising agencies, the Courts and administrative agencies all recognize their 
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several responsibilities, immeasurable harm may be done to a vital arm of American 


commerce and seriously affect our national economy. Therefore, let each group 
realize its responsibilities and act accordingly! 


a 
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UNFAIR COMPETITION AND THE OVEREXTENSION OF THE 
ERIE DOCTRINE 


By E. Manning Giles* 





It has been assumed quite generally since the decision of the Supreme Court 
in Erie R. R. Co. v. Tompkins’ that the federal decisional law of unfair competition 
was part of the “Federal general common law” which Justice Brandeis, speaking for 
the Court majority, declared to be non-existent. This assumption is believed to result 
from failure to distinguish between federal general common law and federal com- 
mon law. 

Many judges and lawyers appear to have regarded the two as synonymous 
and to have concluded that since the former was abolished by the Erie decision, 
the latter shared the same fate. 

Such could not possibly have been the case! On the same day that it decided 
the Erie case, and speaking through the same learned Justice, the Supreme Court 
decided a phase of the next subsequent case by applying “federal common law.”? 

What then is the difference between federal common law and federal general 
common Jaw? 


RS NR CT ORT SS Se a 


In order to distinguish between the two, it is necessary to bear in mind the 
peculiar nature of our federal system. The several states, through the Constitution, 
delegated certain broad powers to the federal government—but it required legisla- 
tive action by Congress to exercise the powers so delegated. 


Je eater =~ 


In many areas of interstate commerce which the federal government has power 
to regulate, Congress has enacted laws which have brought the general subject 
matter under federal control. In that connection, the Supreme Court has recognized 
that there are certain areas within which 


se 


. .. the policy of the law is so dominated by the sweep of federal statutes that 
the legal relations which they affect must be deemed governed by federal law having 
its source in those statutes rather than by local law.’ 


In an area so dominated by federal statutes, there is an inevitable growth of 
interstitial federal decisional law which construes and supplements the statutory 
law, and the decisional law so evolved is part of the “federal common law.” 

Federal general common law had an entirely different source and was primarily 
local in character. It was the outgrowth of the federal judiciary’s concurrent juris- 
diction in diversity of citizenship cases. In view of Swift v. Tyson,+ the federal 
courts were at liberty to make and follow their own precedents in diversity cases 
where there was no applicable state statutory law. The federal courts, not being 
bound to follow the decisional law of the states, created their own separate body 
of decisional law which was applied generally by the federal courts in diversity 
cases, and this body of decisional law is the federal general common law. 





*Member of the Illinois Bar. 
1. 304 U. S. 64. 
2. Hinderlider v. LaPlata River & Cherry Creek Ditch Co., 304 U. S. 92, 110. 
3. Sola Electric Co. v. Jefferson Electric Co., 317 U. S. 173, 176. 
4. 16 Pet. (U. S.) 1. 
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In diversity cases, a litigant had a choice of two “common laws.” If he brought 
his action in a state court, the applicable common law would be that of the state. 
If he brought his action in a federal court, the law to be applied would be the federal 
general common law. 

In the famed taxicab case,® the controversy arose out of a dispute between 
two Louisville taxi companies, both of which were Kentucky corporations. The 
pertinent Kentucky decisions being less favorable to the plaintiff than the pertinent 
federal decisions, he reincorporated in another state, brought his action in the 
federal court, and thus availed himself of the law of his choice. Justice Holmes 
dissented and contended that the federal court should have followed the pertinent 
Kentucky decisions. 

When the federal common law, which survived the Erie decision, and the 
federal general common law, which did not, are clearly distinguished, it is less 
difficult to determine which category the federal unfair competition decisions 
belong in. 

Undoubtedly, some of the federal decisions have involved purely local situa- 
tions, and such decisions would be in the realm of federal general common law. 
But a great many of the federal decisions relating to unfair competition have been 
so “interstate” in character that the right of federal courts to evolve a “federal 
common law” of unfair competition would depend on whether this was an area 
so dominated by the sweep of federal statutes as to be governed by federal law. 

The federal government has unquestioned authority to regulate interstate and 
foreign commerce, and it has exercised that authority quite extensively with respect 
to various aspects of unfair competition. It has done so by enacting the various 
trade-mark statutes, by entering into treaties with foreign nations relating to trade- 
marks and unfair competition, and by outlawing unfair competition. 

Section 5 of the Federal Trade Commission Act provides: 


“Unfair methods of competition in commerce, and unfair or deceptive acts or 
practices in commerce are hereby declared unlawful.” 


The term “unfair methods of competition” as used in the quoted section has 
been construed by the Supreme Court, pursuant to Congressional intent, as includ- 
ing the common law conception of unfair competition. It was said in Federal Trade 


Commission v. R. F. Keppell & Brother, Inc., that: 


“As proposed by the Senate Committee on Interstate Commerce and as intro- 
duced in the Senate, the bill which ultimately became the Federal Trade Commission 
Act declared ‘unfair competition’ to be unlawful. But it was because the meaning 
which the common law had given to those words was deemed too narrow that the 
broader and more flexible phrase ‘unfair methods of competition’ was substituted.”7 


Congress thus embraced the prior federal decisional law of unfair competition 
in the phrase “unfair methods of competition,” and by its sweeping enactment 
declaring all unfair competition to be unlawful, it invoked to the fullest extent its 
constitutional authority to control and regulate that phase of interstate commerce. 


5. Black @ White T. & T. Co. v. Brown @ Yellow T. & T. Co., 276 U. S. 518. 
6. 16 U.S.C. A. 45. 
7. 291 U. S. 304, 310-312. 
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Prior to the Federal Trade Commission Act, it may have been unsound, under 
the reasoning of the subsequent Erie decision, for federal courts to make their own 
decisional precedents in cases relating to unfair competition. But since Congress 
apparently intended to embrace those federal decisional concepts of unfair com- 
petition within the statutory phrase “unfair methods of competition,” it must be 
concluded that such concepts ceased merely to be a part of the federal general 
common law and became a part of the federal common law. Thus, by virtue of a 
statutory immunity, these decisional concepts and definitions of unfair competition 
must be regarded as surviving the Erie decision. 

Subsequent federal decisions relating to unfair competition were within an area 
so dominated by the sweep of federal statutes that they would be deemed governed 
by federal law—hence a part of the federal common law. Thus it would seem to be 
obligatory in cases involving unfair competition in interstate commerce to rely on 
the applicable federal decisions, that is, the federal common law of unfair com- 
petition. 

The immediate aftermath of the Erie decision was a frantic rush on the part of 
federal courts to apply the “local law” in cases of unfair competition. The state 
courts showed no such affinity for their own local law. Many continued to rely upon 
federal precedents in unfair competition cases.® 

Once the federal courts had resolved to apply the “local law,” they were con- 
fronted with the question of which “local law” to apply. There are forty-eight 
states, each presumably having its own “local law” of unfair competition. Most of 
the unfair competition cases reaching the federal courts involved acts committed 
in more than one state—often throughout the entire country. 

If the applicable “local law” were the lex loci delicti, in accordance with the 
usual tort rule, it would be necessary to ascertain and apply the “local law” of each 
state in which any of the alleged acts of unfair competition had been committed, 
and determine whether the acts in each of the respective states were actionable 
under the “local law” of that state. 

Despairing of so cumbersome a procedure many courts decided to apply the 
lex fori, thus giving the local law of the state in which the action was brought 
extraterritorial effect in the other forty-seven states. 

Judge Delehant commented on this situation in Skinner Mfg. Co. v. General 
Foods Sales Co.: 


“The application of the lex loci delicti . . . becomes complex if not impossible 
when, as here, there are a multitude of states where the alleged tort is committed 
with conceivably conflicting laws. And one need hardly point out the probable 
injustice and confusion which would arise from the determination according to the 
domestic law of a single state, adroitly selected as the locus fori, of issues resulting 
from tortious acts, no one of which occurred in that state, in an action whose object 
is injunctive relief ultimately on a nationwide pattern, and with immediate impact 
only in states far remote from the one whose internal law is urged as controlling.”’9 


8. Thomson-Porcelite Paint Co. v. Harad, Pa. Ct. of Comm. Pleas, No. 1, Phila. Co., 36 
T. M. R. 42; Smiling Irishman v. Juliano, N. Y. Sup. Ct., N. Y. Co., 45 N. Y. S. 2d 361; 
Baltimore Bedding Co. v. Moses, Md. Ct. of App., 182 Md. 229; Coca Cola Co. v. Nehi Corp., 
Sup. Ct., Del., 36 A. 2d 156; Neva-Wet Corp. v. Never Wet Processing Corp., 277 N. Y. 
163, 13 N. E. 2d 755; Broeg v. Duchaine, Sup. Ct. of Jud., Mass., 67 N. E. 2d 466. 

9. 52 F. Supp. 432. 
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The courts found themselves up against one of the most anomalous situations 
in American legal history. They had scrapped the federal decisional law of unfair 
competition on the theory that it was part of the federal general common law out- 
lawed by the Erie decision. The purpose was to rid American law of the transcen- 
dental law which Mr. Justice Holmes had condemned as a “brooding omnipresence 
in the sky.” In its place they were confronted with forty-eight “brooding omni- 
presences.” The litigant who had been deprived—trightly—of a choice between two 
laws, i.e., state common law or federal general common law, as in the taxicab case, 
was now given a choice of up to forty-eight laws. He could invoke the law of his 
choice by bringing his action in a federal court situated in the state where such 
preferred law was applicable. 

In many states there was so little local decisional law relating to unfair com- 
petition that the federal courts were obliged to assume what that law might be. 
Like many of the state courts themselves, they began turning increasingly to federal 
decisions and they have devised various theories to justify doing so. 

The first notable example of this practice is found in a footnote to the de- 
cision of the Supreme Court written by Mr. Justice Brandeis in Kellogg Co. v. 
National Biscuit Co.: 


“But no claim has been made that the local law is any different from the 
general law on the subject, and both parties have relied almost entirely on federal 
precedents.”’10 


It is difficult to know what to make of this footnote. If it represented a serious and 


carefully reasoned application of the Erie decision, it would seem to have merited less 
off-hand treatment. 
Another court justified resort to federal precedents on the basis of policy: 


“On more careful consideration, I feel that there is a strong policy in favor of 
interstate uniformity in the field of unfair competition. This court has jurisdiction 
because of the interrelationship of the issues of unfair competition with those raised 
under the Trade-Mark Act. Federal law should govern both aspects of the com- 
plaint. . .”11 
The confusion which followed in the wake of the Erie decision is believed to 

have been the result of an unwarranted overextension of that decision in the field 
of unfair competition. It is true that the Supreme Court itself has apparently 
accepted that theory!” but it has never squarely considered the question of whether 
the federal decisional law of unfair competition is part of the federal general com- 
mon law, or the federal common law. 

Bearing in mind that unfair competition is by statute a federal offense and 
giving full weight to the decisions of the Supreme Court in Federal Trade Com- 
mission v. R. F. Keppell & Brother, Inc., supra, and Sola Electric Co. v. Jefferson 
Electric Co., supra, the conclusion would seem to be inescapable that the federal 
decisional law relating to unfair competition is part of the federal common law— 
and thus survived Erie v. Tompkins, supra. 

10. 305 U.S. 111, 113. 


11. Bulova Watch Co. v. Stolzberg, 69 F. Supp. 543, 546. 
12. Pecheur Lozenge Co. v. National Candy Co., 315 U. S. 666. 
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CONTEMPLATED CHANGES IN THE CANADIAN TRADE-MARK LAW* 
By Henri Gérin-Lajoie, K.C.** 







Let me, first of all, convey to you the hearty greetings of the Canadian Group 
of the International Association. 

It gives me real pleasure, indeed, to attend this Annual Luncheon of the 
American Group, as I also enjoyed greatly to participate in your proceedings on 
Sunday last. 

This is the first occasion, I believe, on which our two Groups have been in 
contact. I hope it will bring about closer relations between them and will establish 
a tradition, whereby our two Groups will meet from time to time, through their 
officers and representatives, on either side of our imaginary border. 

The laws of our two Countries, relating to industrial property rights are largely 
similar, and the problems to which they give rise, when viewed from the international 














standpoint, are very much alike. 

Discussions in common of such problems and exchange of viewpoints should 
enable us both to secure a better comprehension of them. Might we not also, at 
times, join efforts and thus strengthen our position at the general assemblies of the 
International Association? 

When your President wrote me some time ago, (I was then enjoying the cool 
sea breeze of the Maine coast) inviting me to this function, I was notified that he 
would call on me for a talk. I had to obey and have since prepared a short paper 
on our proposed new Trade Mark Act. 

I have just learned, however, that my good friend John Osborne has also had 
the same bright idea and I gather that some of you have already heard him on the 
subject. 

He has carefully warned me not to contradict any of his statements, but this I 
could not promise, fearing otherwise to be guilty of copyright infringement. 

I will endeavor to very shortly summarize some of the main features of the pro- 
posed Act. It is now in the form of a printed Draft bill which will probably come 
up before the Parliament of Canada in the course of 1952. 



















Foundation of New Act. 








In the first place, the Committee has retained, as a foundation for the new Act, 
the existing statute, The Unfair Competition Act, 1932. There was a temptation to 
rebuild a completely new structure and to ignore the present Act, on the basis of the 
new concepts and new theories relating to trade-marks that have been growing up 
for some time, of which much has been heard at the A. I. P. P. I. Conventions in 
Paris, The Hague and elsewhere. 













* Address delivered at Annual Meeting of the International Association for the Protection 
of — Property (American Group), Hotel Biltmore, New York City, on September 
18, 1951. 

** Member of the Montreal Bar, Vice-Chairman of the Trade-Mark Law Revision Com- 
mittee, President of the International Association for the Protection of Industrial Property 
(Canadian Group), and former President of the Patent Institute of Canada. 
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The problem had to be faced at one of the very first meetings of the Committee 
in connection with the definition of a trade-mark. Modern concepts, as is well known, 
tend to connect a trade-mark with the quality of the wares, rather than with their 
manufacturer or vendor in accordance with its historical function. To the nature 
of a trade-mark is closely related the problem of the free assignment of trade-marks, 
without any transfer of the goodwill of the business, (la Cession libre de la Marque), 
also a frequent subject of discussion, with a view to amending Art. 6 quater of the 
International Convention. The Committee felt that it should retain the existing law, 
wherever reasonably possible, and consistent with present conditions and thus pre- 
serve the existing jurisprudence. Therefore, on the basic question of the nature of 
a trade-mark, the old concept, as embodied in the present Act, has been retained. 
Important amendments, however, have been made without departing from funda- 
mental principles. 


“Word Marks” and “Design Marks” Abolished. 


Most of you probably have, at some time or other, complained of the arbitrary 
division of trade-marks in our Act, into “Word marks” and “Design marks.” This 
feature of our law has been much criticised at home. You will be glad to learn that 
the distinction will completely disappear, thus bringing our statute, on this point, 
in line with your own. 


Trade-Marks to Cover Services. 


Furthermore, trade-marks will not be restricted to wares, but will also cover 
“services.” These are defined in the Draft bill as: “Work performed or offered to 
be performed for hire from time to time.” This change, we believe, meets present 
day developments in service organizations of many types. 


Definition of Trade-Mark. 


An entirely new definition of a trade-mark has been prepared forming the 
cornerstone of the Draft bill and reading as follows: 


“Sec. 2(p) “Trade-mark’ means (i) a mark that is used in association with the 
wares or services of the owner or any registered user of the mark and that distinguishes 
those wares or services from others in the same general class.” 


All that the trade-mark is now expected to do is to “distinguish” the wares or 
services of the owner or registered user. That is, in fact, all that a trade-mark does. 
The simplicity of this definition commends itself and compares favorably with the 
corresponding section 2(m) of the Unfair Competition Act 1932. 


Registered User. 


The reference to a registered user in the above definition, is an entirely new 
feature of the proposed Act. Under its provisions, a person, other than the owner 
of the registered trade-mark, may be registered as a registered user, for all or any of 
the wares or services for which the mark is already registered. Such use is referred 
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to as a “permitted use” of the trade-mark and has the same effect for all legal pur- 
poses as the use by the registered owner himself. 

Under the proposed scheme, an application is made to the Registrar of Trade- 
Marks by both the registered owner and the proposed registered user. They must 
furnish particulars of the agreement between them, including a statement of the 
wares or services for which registration is proposed, the duration of the permitted 
use and particulars of any conditions or restrictions with respect to the characteristics 
of the wares or services and to the mode or place of permitted use. 

Thereupon, the Registrar must exercise a discretionary power. He will register 
the “permitted use” of the trade-mark for any of the proposed wares or services, 
subject to any conditions or restrictions he considers proper, if he is satisfied that in 
all the circumstances such use of the mark would not be contrary to the public 
interest. 

The right of the registered user to institute infringement proceedings in his own 
name is primarily governed by the terms of the agreement subsisting between the 
owner and the registered user. Subject to any such agreement, however, a registered 
user may call upon the owner to take proceedings for infringement of the mark and 
if the owner refuses or neglects to do so within two months after being called upon, 
the registered user may institute proceedings in his own name as if he were the 
owner, making the latter a defendant in the suit. In such case, the owner is not 
liable for any costs, unless he takes part in the proceedings. 

The Registrar of Trade-Marks is given wide power, on application of the 
registered owner, to vary the registration of a person as a registered user as regards 
the wares or services, or any conditions or restrictions to which it is subject, if he is 
satisfied “that in all the circumstances such variation would not be contrary to the 
public interest.” 

The Registrar may even cancel the registration in a number of specified cases, 
on the application of the owner, or user, such as where the registered user has used 
the mark otherwise than as permitted or in such a way as likely to cause deception 
or confusion, where misrepresentations or omissions have been made upon the 
application for registration of the permitted use, where the registration should not 
have been allowed having regard to rights vested by virtue of a contract, or where 
circumstances have changed since the date of registration. The Exchequer Court 
may cancel the registration in similar circumstances, at the request of any interested 
person. 

Under the present Act, the use of a registered trade-mark by a third party with 
the owner’s consent, constitutes a ground of invalidity of the trade-mark registration. 
A saving clause in the Draft bill removes any hardship resulting from license agree- 
ments entered into prior to the coming into force of the new Act. 


Assignment and Goodwill 


Another feature of the proposed statute relates to the assignment of trade-marks. 
You will recall that our present Act (Section 44) provides that a registered 
trade-mark shall not be assigned or transmitted “except in connection and concur- 
rently with an assignment or transmission of the goodwill of the business carried on 
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in Canada in association with the wares for which such mark has been registered.”’ 
This provision is subject to a saving clause based on Article 6 quater of the Inter- 
national Convention permitting, under certain conditions, the transfer of the mark 
in any country outside of Canada, concurrently with the assignment of the goodwill 
of the business carried on in such other country. 

The Committee carefully considered the necessity of the transfer of the goodwill. 
The provisions of the British Act, as well as those of the Lanham Act, were borne 
in mind. 

Broadly speaking, the old principle of the concurrent transmission of the good- 
will was accepted as a foundation, but subject to important qualifications. Under 
the proposed Act, a trade-mark, whether registered or unregistered, is transferable 
and deemed always to have been transferable, in any of the following cases (Sect. 
48(2)):— 

a) If the transfer includes that part of the good will of the business carried on in 


Canada in connection with the particular wares or services in association with which 
it has been used, in which event the transferor shall not thereafter use a confusing 
trade-mark; or 

b) if the transferor and the transferee are or were related companies at the date 
of the transfer, whether or not the transfer includes the goodwill; or 


c) if before or after the transfer the Exchequer Court of Canada declares that 
the transfer of the trade-mark from the transferor to the transferee and its use by the 
transferee is not calculated to deceive or otherwise contrary to the public interest. 


On the whole, these provisions go a long way toward the free assignment of 
trade-marks. While subparagraph (a) applies the basic principle of the concurrent 
transfer of the goodwill, it is now required only in connection with the wares or 
services in association with which the mark has been used and not, as formerly, in 
connection with the wares for which the mark has been registered. The distinction 
is of practical importance. 

Subparagraph (b) deals with “related companies,” in which case the transfer 
need not include the goodwill. This is quite a new feature. 

“Related companies” are defined as meaning: — 

(i) a group of two or more companies one of which owns more than fifty per 
cent of the share capital (having full voting rights in all circumstances) of the other 

or others; or 

(ii) a series of three or more companies in which each preceding company in the 
series owns more than fifty per cent of the share capital (having full voting rights in 

all circumstances) of the next succeeding company in the series; 


In view of modern conditions and great industrial and commercial developments 
in corporate form, the soundness of these provisions applying to “related companies” 
will probably appeal to all. 

Subparagraph (c) enables one to apply to the Exchequer Court of Canada 
either before or after the transfer of the trade-mark to have it declared that the 
transfer, or proposed transfer, and its use by the transferee “is not calculated to 
deceive or otherwise contrary to the public interest.”” This provision is intended to 
take care of all instances where an assignment has been or is about to be made with- 
out any transfer of goodwill and confers a broad discretionary power to the Court. 
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We are thus far away from the restrictive rules of the Unfair Competition Act 
1932, which require in all cases, as a condition to the validity of the assignment of 
the mark, the transmission of the goodwill of the business carried on in Canada in 
association with the wares, for which the mark has been registered. 

Note the opening words of the new provisions above quoted: “a trade-mark, 
whether registered or unregistered, is transferable and deemed always to have been 
transferable, * * *.” Thus give full retroactive effect to these provisions. 


Applications and Prior User 


Applications for registration of trade-marks are also affected by the proposed 


Act. 

The applicant need no longer have used the mark before applying for regis- 
tration. His application may contain a statement that he intends to use the mark 
in Canada. The present requirement as to prior user has caused serious hardship to 
commerce and industry. Considerable expense under modern conditions resulting 
from the adoption and use of a new trade-mark, will thus be avoided until such time 
as the applicant is assured of the registration of his mark. 

The new statute provides for the giving of public advertisements by the Regis- 
trar when he considers an application allowable and for the filing with him of 
written notices of opposition to the application by any interested person. 

In the case of a proposed trade-mark, if the application for registration has 
been allowed, the applicant must, within six months after being notified by the 
Registrar that his application is otherwise allowable, commence the real com- 
mercial use in Canada of the proposed trade-mark and file with the Registrar a 
declaration accordingly. Thereupon, the trade-mark is registered in his name, but 
not otherwise. “Real commercial use” is defined in the proposed Act as meaning 
“the making of wares or services available under a trade-mark in the normal course 
of trade”. 


Incontestability After Three Years 


There is also a provision that after the expiration of three years from the date 
of registration of a trade-mark, or of the coming into force of the Act, whichever 
date is the later, such registration shall not be open to objection on the ground 
that the registrant was not entitled to register his trade-mark, unless he had not 
adopted it in good faith. It was thought proper to fix a delay after which a trade- 
mark registration should become incontestable, save in cases of fraud or bad faith. 


Infringement and Registrability 


The difficulties to which the definitions of the word “similar” in relation to 
trade-marks and to wares, have given rise under the present Act, have been met by 
the omission altogether of the use of such word as a basis for infringement. The 
proposed Act merely provides that no person shall adopt in Canada any trade- 
mark that is confusing with a trade-mark already registered, or that he knew or 
had reasonable cause to know was already in use or made known in Canada by any 
other person. 
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A trade-mark is deemed to be confusing with another “if the use of both trade- 
marks is likely to lead to the inference that the wares bearing or the services per- 
formed, under such trade-marks, are manufactured, sold, leased, hired or per- 
formed by the same person, whether or not such wares or services are similar”. 
(Sect. 5) 

In determining whether trade-marks are confusing (and the same applies to 
trade names), the Court or the Registrar, as the case may be, must have regard 
to all the surrounding circumstances including :— 

(a) the inherent distinctiveness of the trade-marks and the extent to which 
they have become well known; 

(b) the nature of the wares, services or businesses; 

(c) the nature of the trade, and 

(d) the degree of resemblance between the trade-marks in appearance or 
sound or in the ideas suggested thereby. 

These guiding principles as to “confusion” or “possibility of confusion” confer 
upon the Court a wide discretionary power and constitute, in our view, a such 
more realistic approach to the problem of infringement, than is to be found in 
our present Act. 


Well-Known Trade-Marks 


Moreover, under these amendments, a trade-mark may be deemed to be con- 
fusing whether or not the wares or services are similar, thus taking care of the much 


discussed problem of well-known trade-marks enjoying a wide reputation and liable 
to be affected through their use by others in a non-competing field of business. 

What has been said with regard to infringement applies of course equally well 
to the subject of registrability of trade-marks. An application for registration will 
not be allowable if “confusion” would be likely to result, in accordance with the 
provisions just referred to. 

Such are perhaps the main changes contemplated in our Canadian law of 
trade-marks. 


Trade-Marks Act 


I might add that the much criticised name of “The Unfair Competition Act 
1932” will be replaced by that of: “The Trade-Marks Act”. 

I believe many of you have already received a copy of the Draft bill which has 
been circulated not only in Canada, but also in the United States, and Great 
Britain as well. Additional copies will be supplied as may be required. 

Suggestions and comments are invited from all interested sources and will be 
gratefully received. The Committee’s work is by no means finished and no doubt 
there is yet ample room for improvement. 

Before resuming my seat, Mr. Chairman, I wish to express my deep apprecia- 
tion, in the name of the Canadian Group, and in my own, for your thoughtful and 
very kind invitation as well as for your delightful hospitality. 
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PART II 


BROWN & BIGELOW v. B* B PEN COMPANY 
No. 14323—C. A. 8—November 2, 1951 


TrapDe-MarkKs—AcQUuISITION OF RIGHTS—GENERAL 
Mere registration of a trade-mark does not confer any greater rights than existed 
at common law without registration; registration of trade-mark confers only procedural 
advantages and does not enlarge registrant’s substantive rights. 


TraDE-MarK INFRINGEMENT AND UNFAIR CoMPETITION—Basis OF RELIEF—GENERAL 
Law of trade-marks and trade-mark infringement is but a part of the law of unfair 
competition. 
Unfair competition is a question of fact. 
Most common form of unfair competition is simulation of name, symbol or device 
wil employed by business rival so as to induce purchase of goods under false impression as 
to their origin or ownership. 
Use of common initials to indicate name and address of maker would only be 
entitled to very narrow protection. 
Lack of direct competition between the parties is not decisive in trade-mark 
infringement and unfair competition suit. 


ig 


FEDERAL APPELLATE PROCEDURE—EFFECT OF TRIAL Court Finpincs—RuLe 52 (a) 

Trial court’s finding that there is little likelihood of purchasers who exercise ordinary 
care being confused to extent of purchasing plaintiff’s pen believing it to be defendant’s 
is binding on Court of Appeals unless shown to be clearly erroneous; and on facts 
of record, finding of trial court as to lack of actual or likely confusion, held amply 
supported by the evidence. 


TraveE-Marks—LIKELIHOOD OF CONFUSION—GENERAL 
When considering question of likelihood of confusion as to origin, existence or 
absence of competition does not rule out consideration of fact that the parties are 
engaged in business with different classes of trade. 


TrapE-Marks—Marks Not ConFusinGcLy SIMILAR—PARTICULAR INSTANCES 
On facts of record, “B* B” used on plaintiff's ball point pens sold principally 
to retailers who in turn sell to the public, held not confusingly similar to “B & B” 
as used by defendant. 


Appeal from District of Minnesota. 

Declaratory judgment suit by B* B Pen Company against Brown & Bigelow. 
Defendant counterclaims for declaratory judgment and alleged unfair competition. 
Complaint and counterclaim dismissed. Defendant appeals from dismissal of 
counterclaim. Affirmed. 

Edmund C. Rogers and Lawrence C. Kingsland, of St. Louis, Mo. (Harold Olsen, 
of Chicago, Ill., Jack W. Wicks, of St. Paul, Minn., and Estill E. Ezell and 
Kingsland, Rogers & Ezell, of St. Louis, Mo., on the brief) for defendant- 
appellant, Brown & Bigelow. 

Lewis E. Lyon, of Los Angeles, Cal., for appellee. 

Before GarRDNER, Chief Judge, and Wooproucu and Co.tet, Circuit Judges. 

Wooprovse3, C. J.: 

The B* B Pen Company, a California corporation, brought this action in the 
federal District Court in Minnesota against Brown & Bigelow, a Minnesota 
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corporation, praying for a declaratory judgment to the effect that the defendant 
was without right to assert, as it was doing and threatening to do, any claim against 
plaintiff with respect to plaintiff’s use of the trade-mark “B * B” on ball point pens, 
manufactured by plaintiff, and that defendant had no right to or interest in the 
plaintiff's trade-mark “BB,” as applied to ball point pens. 

Plaintiff also asked that it be declared that it had not engaged in unfair 
competition with defendant. Defendant answered by denial of all the material 
allegations of the complaint, and filed a counterclaim against plaintiff alleging 
that plaintiff had been using the letters “B* B” on its ball point pens in violation 
and infringement of defendant’s rights in defendant’s trade-mark “B & B,” and 
that plaintiff in so doing competed unfairly with defendant. Defendant sought 
dismissal of plaintiff’s complaint, and on its counterclaim, injunctive relief and 
an accounting of damages suffered by defendant and of profits realized by plaintiff 
arising from plaintiff’s infringement of defendant’s trade-mark. There was federal 
jurisdiction by reason of diversity of citizenship and amount involved. 

The case was tried to the court without a jury, and the court, after hearing 
the evidence, entered a judgment dismissing both plaintiff’s complaint and defend- 
ant’s counterclaim without costs to either party. The court’s opinion accompanying 
its findings and conclusions is reported at 92 F.Supp. 272 [40 T. M. R. 1003]. The 
defendant, after its motion for a new trial on its counterclaim was denied, appealed 
from so much of the judgment as dismissed it counterclaim. No appeal was taken 
by plaintiff. 

On the trial, the evidence showed that defendant Brown and Bigelow had been 
in the business of “Remembrance Advertising” since its incorporation in 1905, 
and as an incident it developed the idea of producing novelties to be given away 
by its customers as a means of advertising the customer’s business. Defendant 
would manufacture the novelties, usually ascribe a trade name to them, imprint 
them with the trade name and the customer’s name and advertising message, and 
deliver them to the customer. The customer would then distribute the novelties 
to its trade, as gifts for the purpose of advertising. Through the years defendant 
was always alert to find and use new ideas for novelties suitable for manufacture 
and distribution in its business. Among such items were mechanical pencils, pens, 
pen and pencil sets, cigarette lighters, desk calendars, and many other such novelties. 

In 1945, in common with many other manufacturers, defendant began to 
experiment with the type of pen known commonly as the “ball point” pen. Such 
pens do not have a nib as do ordinary fountain pens, but instead they use a tiny 
ball for the writing surface. In May of 1946, defendant began distribution of these 
ball point pens in its ordinary channels of business, that is, such pens imprinted 
conspicuously with the various customers’ names and advertising were sold to 
defendant’s customers. 

In addition to the customer’s advertising imprint, the novelties also bore 
a trade name or trade-mark thought to be appropriate to each one. For example, 
in the case of mechanical pencils the registered trade-mark “Redipoint” was 
prominently displayed. In connection with the lighters, the registered trade-mark 
“Redilite” was used; and on the ball point pens made by the defendant, the name 
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“Redipen” was registered and imprinted conspicuously on the pen. In connection 
with all of the registered names, Brown & Bigelow also applied its initial letters 
“B. & B.,” and “B. & B. St. Paul,” “B. & B. St. Paul, Minn.,” and “B. & B. St. Paul, 
U. S. A.,” to the articles. But the letters and address were not registered as trade- 
marks nor made conspicuous on the articles. As an example of how the letters 
“B. & B.” were used, it was shown that on one small key-chain ball pen “B. & B. 
St. Paul U. S. A.” was put on the small round top of the pen, in juxtaposition to 
patent data, in letters so small they could only be easily read with a magnifying 
glass. In other cases they appeared on the metal of the inner part of the pen 
concealed by the cover when the pen was in normal operating or carrying position, 
and in still other cases the letters appeared in other inconspicuous ways. 


Defendant has caused its descriptive trade-mark, “Remembrance Advertising” 
to be registered and uses it in the regular course of its business. In rare instances, 
outside of the regular course of its business, defendant has sold some few articles 
direct to retailers for re-sale to consumers. 


The business origin of the B* B Pen Company dates from January of 1945 
when a partnership under the name of the Ball Pen Company was formed and 
began the manufacture and sale of ball point pens. Thereafter the partnership was 
incorporated as the Ball Pen Company, and the corporation adopted the letters 
“B * B” as the name and trade mark of its ball point pen. The symbol “B* B” was 
chosen by plaintiff because the writing surface was a small ball. The standard 
description of a certain size or grade of shot is “BB” and the widely familiar use 
of BB guns and BB’s by boys everywhere in the country helps to link “B* B” with 
ball pens. Plaintiff's assumption was that “B* B” would signify a small ball to 
the public, and the plaintiff’s ball point pen would thus be clearly differentiated in 
the public mind from the older type of nib-point pen. The first sale of plaintiff's 
pen under the name “B»* B” was made on January 10, 1947. On January 16, 1947, 
the B* B Pen Company was incorporated and acquired all the rights of the Ball 
Pen Company in and to the name “B* B.” The plaintiff operates principally as a 
wholesaler, selling its products to retailers, who in turn sell the pens to the pur- 
chasing public. In rare instances it had so!d some of its pens for use for advertising 
the customer’s business. 


The B* B Pen Company knew of the appellant Brown and Bigelow, but when 
it adopted its trade name “B* B” it had no knowledge that Brown & Bigelow ever 
manufactured or sold a ball point pen, and plaintiff had no knowledge that 
Brown & Bigelow marked any of its products “B. & B. St. Paul.” Plaintiff did not 
dispute the fact that Brown & Bigelow had been in business for many years prior 
to plaintiff’s entering into its present business. 


Neither plaintiff nor defendant has a registered trade-mark, either State or 
Federal in the letters “B* B” or “B. & B.” That fact is not of great importance 
however, because as stated in Griesedieck Western Brewery Co. v. Peoples Brewing 
Co., 8 Cir., 149 F. 2d 1019, 1022 [35 T. M. R. 211], “* * * the mere registration 
of a trade-mark does not in itself confer any greater rights than existed at common 
law without registration.” Or as stated in Best & Co. v. Miller, 2 Cir., 167 F. 2d 
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374, 376 [38 T. M. R. 543], “* * * registration of a trade-mark confers only pro- 
cedural advantages and does not enlarge the registrant’s substantive rights.” 

It is universally held that the law of trade-marks and trade-mark infringement 
is but a part of the law of unfair competition. Seven-Up Co. v. Cheer Up Sales Co., 
8 Cir., 148 F. 2d 909 [35 T. M. R. 174]; Hanover Star Milling Co. v. Metcalf, 240 
U. S. 403. 

On this appeal, the case must be viewed in the light of the common law 
principles of unfair competition and the question before us is whether the plaintiff, 
by adopting and using the symbol “B* B” in good faith for use as the trade name 
of its ball point pens manufactured for sale at wholesale to be re-sold to the public, 
competed unfairly with the defendant in respect to that part of the defendant’s 
“Remembrance Advertising” business which consists in manufacturing and selling 
fancifully named ball point pens as advertising novelties to its customers and marking 
them in the manner above described. Was there an infringement of any trade-mark 
of defendant that would be held to be unfair competition? 

In the view we take of the case it is unnecessary to decide whether defendant 
has actually made a trade-mark use of “B. & B. St. Paul U. S. A.,” or “B. & B. 
St. Paul, Minn.,” or “B. & B. St. Paul,” or “B. & B.”! Assuming, without deciding, 
that defendant has a trade-mark “B. & B.,” it is further necessary that defendant 
show that plaintiff's use of its trade-mark “B* B” on its goods has caused or will 
cause actual or likely confusion as to the source of origin of the goods in question 
here—ball point pens. Plaintiff would be in unfair competition with the defendant 
if its use of the symbol “B* B” would give a false impression that plaintiff’s goods 
emanate from the defendant. As stated in 52 Am. Jur. Trade Marks, Sec. 86: “A 
universally recognized, and the most common, form or mode of unfair competition 
is the simulation by one person of the name, symbols, or devices employed by a 
business rival, so as to induce the purchase of his goods under a false impression 
as to their origin or ownership and thus secure for himself benefits properly belong- 
ing to his competitor.” 

The trial court found as a matter of fact that “* * * there is little likelihood 
of purchasers who exercise ordinary care being confused to such an extent as to 
purchase the plaintiff's ball point pen, believing it to be an article of the defendant.” 
Unfair competition is a question of fact, General Finance Loan Co. v. General 
Loan Co., 8 Cir., 163 F. 2d 709, 712 [37 T. M. R. 755]; Best @ Co. v. Miller, 
2 Cir., 167 F. 2d 374, 377 [38 T. M. R. 543]. The trial court’s finding of fact 
in this regard is binding on us unless it can be shown to be clearly erroneous. Fed. 
Rules Civ. Proc. rule 52(a), 28 U.S. C. A.; F. W. Fitch Co. v. Camille, Inc., 8 Cir., 
106 F. 2d 635 [29 T. M. R. 368]. 

We think the finding of the trial court as to the lack of actual or likely con- 
fusion is amply supported by the evidence. Bearing in mind that the confusion to be 





1. The pen company offered evidence that the use by Brown & Bigelow of the letters 
“B. & B.” is the same use made of the same letters as is found in the telephone directory of 
any city of the United States. It showed 263 individual concerns listed in the telephone 
books in that way. It contended that Brown & Bigelow’s use is not a trade-mark use at 
all but simply a way of indicating on its novelties the name and address of the maker in 
connection with its patent and trade-mark data. Such user could only be entitled to very 
narrow protection. 
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guarded against is confusion in the minds of purchasers as to the origin of products 
they buy, the evidence in this case clearly shows that no such confusion exists or is 
likely to come into being. The evidence shows that appellant’s pens are plainly 
marked “Redipen” on the clip which is used to hold the pen upright in a man’s 
pocket. The disputed symbols “B. & B.” or “B. & B. St. Paul” are placed on the 
pen in inconspicuous places and in letters not nearly so prominent. Appellee’s pens, 
on the other hand, are clearly marked “B* B” on the clip or in other conspicuous 
places and all of appellee’s pens, since their first sale, have been accompanied with 
the guarantee certificate of the B* B Pen Company, and in such certificate it is 
clearly set out that the particular pen is manufactured by “B * B Pen Company, Inc., 
Hollywood 28, California.” Witnesses from the Minneapolis-St. Paul area, appel- 
lant’s business location, testified that they were at no time confused as to the origin 
of the B* B pen. One such witness testified, “* * * I did not ever think that the 
B * B Pen was put out by Brown & Bigelow.” An operator of an advertising agency 
in St. Paul testified: “* * * I have never at any time in my position as an adver- 
tising man ever had any thought that the B*B pen was put out by Brown & 
Bigelow.” Other evidence supports the finding of the trial court that there was little 
likelihood of confusion, and the finding is binding on this court. 


In its opinion, the trial court stated, “It appears to me from the evidence in 
this case that the plaintiff and the defendant are dealing with different classes of 
trade, and hence there is little likelihood of purchasers who exercise ordinary care 
becoming confused to such an extent as to purchase the plaintiff’s ball point pen, 
believing it to be an article of the defendant * * *. Defendant is a prior user of 
the symbol ‘B. & B.’ in connection with a type of trade so different from plaintiff’s 
that it is unlikely that confusion will arise from plaintiff’s use of the symbol ‘B « B.’ 
The likelihood that even an indifferent purchaser may be misled thereby is so 
remote that I am convinced there has been no infringement or unfair competition 
by either of the parties, and injunctive relief is therefore unwarranted.” 


Appellant contends the trial court gave undue consideration to the fact that 
the parties were dealing with different classes of trade and that it based its finding 
that there was little likelihood of confusion primarily on that fact. We do not 
disregard the law in this circuit that the lack of direct competition between the 
parties to an unfair competition action is not decisive of the fact that there is no 
unfair competition or no infringement of a trade-mark. Cook Chemical Co. v. 
Cook Paint & Varnish Co., 8 Cir., 185 F. 2d 365; Hanson v. Triangle Publications, 
Inc., 8 Cir., 163 F. 2d 74. But when considering the question whether or not con- 
fusion will be caused in the minds of purchasers as to the’ origin of products, the 
existence or absence of competition does not rule out consideration of the fact that 
the parties are engaged in business with different classes of trade. In Cook Chemical 
Co. v. Cook Paint & Varnish Co., supra, the court recognized and gave considera- 
tion to the fact that the parties were not selling the same product, but the court 
found in that case that there was nevertheless confusion in the minds of the public 
and a mistaken belief that Cook Chemical’s products emanated from the Cook 
Paint & Varnish Company. In the case at bar, the trial court did give considera- 
tion to the fact that the parties were respectively engaged in business with different 
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classes of trade but only in connection with the other evidence in the case showing 
that there was no confusion. The whole evidence amply supports the finding of 
the trial court and there could be no error for the trial court to consider, among 
other things, the fact that the parties were dealing with different classes of trade. 

The gist of the charge here is that there is unfair competition in that appellee 
has used on its products a symbol similar to appellant’s symbol. Unfair competition 
is a question of fact. The trial court found that there was no actual or likely con- 
fusion in the mind of the public as to the origin of the products of the two parties 
and that therefore, in the absence of such confusion, there was no infringement and 
thus no unfair competition. We think this finding of the trial court is supported by 
ample evidence and the judgment of dismissal was without error. 


Affirmed. 





SUNBEAM CORPORATION v. WENTLING 
No. 10280—C. A. 3—November 1, 1951 


PENNSYLVANIA Farr TrapE Law—Scope or Protection—GENERAL 
One who does not sign a price maintenance contract cannot be subjected to 
non-signer provisions of state fair trade law where interstate commerce is involved; plaintiff 
held entitled to no protection at all against defendant non-signer. 
Fair trade law does not prevent purchaser of commodity bearing the mark from 


selling the commodity alone at any price he pleases. 
Contract to maintain prices was unlawful prior to Miller-Tydings amendment to 


Sherman Act. 

While patentee may fix by contract the price at which licensee may sell the 
patented article, in absence of compliance with fair trade law, neither patentee nor 
trade-mark owner can control price at which others may sell to consumers. 


UnrFair CoMPETITION—BaAsiIs OF RELIEF—GENERAL 
One of the best established forms of relief against unfair competition is that against 

one palming off his goods as those of another. 
Trade-mark of manufacturer may be used by repackager so long as he does not 


deceive public. 

Trade-mark of maker may be used by dealer in second-hand goods so long as he 
clearly indicates that the goods are “used.” 

Trade-mark may be used in advertising to show use of trade-marked material as 
component of manufactured article. 


Appeal from Middle District of Pennsylvania. 

Unfair competition suit for injunction against alleged violation of Pennsylvania 
Fair Trade Law, by Sunbeam Corporation against S. A. Wentling. Defendant 
appeals from judgment granting injunction. Reversed. 

McNees, Wallace & Nurick, of Harrisburg, Pa., for defendant-appellant. 

James S. Berger, of Coudersport, Pa., and Ira Jewell Williams, of Philadelphia, Pa., 
for appellee. 

Before Maris, Goopricu and Ka.opner, Circuit Judges. 

GoopricH, C. J.: 

This case is before us for the second time. It was previously reported in 185 
F. 2d 903 and the opinion there gives the background of the case. It is here again 
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because of the Supreme Court decision in Schwegmann Brothers v. Calvert Distiller’s 
Corp., 341 U.S. 384 (1951). That decision held that a retailer who did not sign 
a contract for price maintenance is not to be subjected to the schedule of a price 
maintenance plan. In our former decision we denied Sunbeam protection against 
Wentling in interstate sales but did affirm the granting of the injunction against 
intra-state sales at less than the price Sunbeam had fixed. It is now clear in view of 
the Supreme Court decision that even when we cut down the protection Sunbeam 
wanted we still gave it more than it should have had. The Supreme Court’s con- 
clusion is perfectly clear. One who does not sign a price maintenance contract can- 
not be subjected to the nonsigner provisions of a state fair trade law where interstate 
commerce is involved. So it would seem, then, that Sunbeam is entitled to no 
protection at all against Wentling, a non-signer. 

But Sunbeam comes into court upon rehearing with a second string to its 
bow. It says that it has valuable trade-mark rights in its razors. It sells these razors 
through retailers a large number of whom have signed price maintenance contracts. 
These retailers have to spend a large percentage of their gross receipts in selling costs. 
If merchandise is sold at a lower price than these retailers can afford to sell they 
cannot compete successfully against the price cutters and will turn to someone else’s 
razors instead of selling Sunbeam Shave-masters. This is an injury, it is argued, to 
Sunbeam’s trade-mark and should be prevented by law. 

The consequences of accepting the argument almost take one’s breath away. 
It is perfectly true that a trade-mark is entitled to protection. Nor does it require 
any fair trade act to give such protection. 

For instance, if Wentling sold his own or someone else’s razors as those of 
Sunbeam he would be in trouble. One of the best established forms for relief against 
unfair competition is that given against one palming off his goods as those of 
another.! But Wentling does not sell Sunbeam’s razors as Wentling’s; he sells 
Sunbeam’s razors as Sunbeams.” There is no deception or palming off. Sunbeam 
says that if Wentling wants to sell its razors below the establish price he should 
take off the identifying trade-mark. Suppose he did. He certainly could not put on 
his own mark and sell Sunbeam razors as his, Wentling’s. And if he sold them with 
no mark at all but just as “good electric razors” could not Sunbeam, on the very 
argument it makes here, complain that Wentling was interfering with its trade-mark 
by not allowing the customer to know that the good razor which he buys from 
Wentling is in fact made by Sunbeam? If Sunbeam’s argument made to us is sound, 
we do not see why the other conclusion would not follow. Yet this is the very thing 
which the Supreme Court, and others, have said Wentling could do.* 





1. See Restatement of Torts, §§712, 717. 

2. Which, according to the Restatement of Torts, §736, he has an affirmative right to do. 

3. See, Old Dearborn Co. v. Seagram Corp., 299 U. S. 183, 195 [27 T. M. R. 3] 
“Section 2 of the act does not prevent a purchaser of the commodity bearing the mark 
from selling the commodity alone at any price he pleases.” 

The Supreme Court has also held that one may use the manufacturer’s trade-mark 
when he repacks and resells the trade-marked goods so long as he does not deceive the 
public thereby. Prestonettes, Inc. v. Coty, 264 U. S. 359 (1924). One may also use the 
trade-mark on the goods when they are sold second hand so long as he indicates clearly that 
they are “used” products. Champion Spark Plug Co. v. Sanders, etc., 331 U. S. 125 [37 
T. M. R. 323] (1947). Moreover, one may buy trade-marked goods and use them in the 
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It would, indeed, be a remarkable result to reach in a competitive economy 
if we were to say that a manufacturer could make everyone submit to the price he 
imposes upon sales to the consumer. Even a contract to maintain prices was unlawful 
prior to the Miller-Tydings amendment to the Sherman Act as the famous Dr. Miles 
and Hartman decisions show.* To the extent that a manufacturer can get the same 
result without contract because of some theory of trade-mark protection, competition 
at the retail level in the sale of trade-marked goods is obviously going to be very much 
lessened. 

A patentee is given a monopoly by legal grant. But even a patentee, who can 
exclude everyone else from making his patented article, cannot control the price 
at which others may sell his articles to consumers.® The protection given to the 
owner of a trade-mark certainly should not be greater than that given to the holder 
of a legal monopoly, the patentee. 

Our conclusion here is free from doubt. Sunbeam’s rights under the fair trade 
act against a non-signer are shown by the decision in the Schwegmann case. There 
are no such rights. Sunbeam’s rights against Wentling based on the common law 
of trade-mark protection are certainly to be recognized but they do not go so far 
as Sunbeam urges here. The injunction against Wentling must be dissolved. 

Wentling put in a counterclaim in the trial court when this case was brought 
up. That counterclaim was dismissed without consideration because of the position 
taken with regard to Sunbeam’s rights under the fair trade acts. The counterclaim 
is to be restored and Wentling given an opportunity to make what proof he can 
under it. We do not pass in any way upon the merits of his counterclaim. 

The judgment of the District Court is reversed and the case remanded for 
further proceedings consistent with this opinion. 





ROY ROGERS v. REPUBLIC PRODUCTIONS, INC., ET AL. 
No. 13220—U. S. D. C. S. D. Cal.—October 18, 1951 


ConTRACTS—CONSTRUCTION—GENERAL 
Contracts must be construed as a whole; and every provision of contract must be 


given effect if possible. 

On facts of record, contract held to grant to producer perpetual right to photo- 
graph and exhibit motion pictures and to use name, voice and likeness of plaintiff in 
advertising and exploiting of motion pictures and right limited to term of contract to 
use name, voice and likeness in commercial advertising. 


manufacture of new products which may be advertised to show the use of trade-marked 
materials in them. Forstmann Woolen Co. v. J]. W. Mays Co., 71 F. Supp. 459 [37 T. M. R. 
469] (E. D. N. Y. 1947) and 89 F. Supp. 964 (E. D. N. Y. 1950). See also Restatement of 
Torts, §§736, 737. 

4. Dr. Miles Medical Company v. John D. Park & Sons Company, 220 U. S. 373 (1911): 
John D. Park & Sons v. Hartman, 153 F. 24 (6th Cir. 1907). 

See Bauer v. O’Donnell, 229 U. S. 1 (1913); Straus, etc., R. H. Macy & Co. v. 

Victor Talking Machine Co., 243 U. S. 490 (1917); United States v. Univis Lens Co., Inc., 
316 U. S. 241 (1942). A patentee may, however, fix by contract the price at which his 
licensees may sell the patented article. See Bement v. National Harrow Co., 186 U. S. 70 
(1902), and United States v. General Electric Co., 272 U. S. 476 (1926). 
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On facts of record, “all rights” clause held not to include right to use name, 
voice or likeness of plaintiff in connection with commercial advertising. 

On facts of record, defendant Republic held to have right to televise its pictures, 
but right to televise pictures of plaintiff for advertising, held limited to purposes of 
advertising motion pictures themselves; and plaintiff held to have right to control any 
commercial advertising to which his name, voice or likeness is attached other than for 
advertising of motion pictures defendant Republic has already made. 

Use of plaintiff's name, voice or pictures on radio or television on sustaining 
program, held a commercial use under contract between the parties. 


TrapeE NAMES AND UNFAIR CoMPETITION—ScopE OF RELIEF—PARTICULAR INSTANCES 
On basis of rights, as defined by contract between the parties, plaintiff held entitled 
to injunction restraining defendant from using his name, voice or likeness in commercial 
advertising not connected with advertising motion pictures previously made by defendant. 
On facts of record, plaintiff held not entitled to judgment for damages. 

Unfair competition suit, based on contracts, by Roy Rogers against Republic 
Productions, Inc., Hollywood Television Service, Inc., et al. Judgment for plaintiff 
granting injunction. 

Gibson, Dunn & Crutcher (Frederic H. Sturdy and Richard H. Wolford, of counsel) 
for plaintiff. | 
Loeb & Loeb (Herman F. Selvin, Harry L. Gershon and Frank B. Belcher, of 
counsel) for defendant. 
Haut, D. J.: 
MEMORANDUM OPINION 


The Court: In Rogers v. Republic Productions, I indicated that I would 
announce my conclusions today. I am sorry that time will not permit me to have 
reduced it more formally to writing, but in any event I shall give my decision and 
assign reasons for it. 

First of all, I think that I would be a little remiss if I did not thank the counsel 
in this case and commend them for the exhaustive preparation and the consummate 
skill and the gentlemanly manner in which the case has been conducted. If every 
lawsuit was prepared and tried such as this one, a great many judges would have 
less grievous nights. 

The case has been long, and there has been a great deal of testimony, but 
after all it resolves around the interpretation of the contracts between the parties. 

As I indicated during the argument yesterday, there has not been much help 
to be obtained from the various cases which have been cited by counsel. I do not 
find in any of the cases cited where there are similar provisions or where there were 
similar provisions up for interpretation as are found in these two contracts before 
the court. 

Of course, as I indicated before too, each one of the counsel claimed the 
contracts were clear and unambiguous, but as proof of the fact that they are 
ambiguous is that they each spell out exactly a contrary meaning from what appears 
to each counsel to be very clear terms. And accordingly we had had recourse to the 
acts and conduct of the parties as they themselves have interpreted these contracts 
by their actions, as well as the surrounding circumstances, considering their original 
execution, not only of the 1937 contract but more extensively concerning the 1948 
contract. 
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In interpreting the contracts, I have to begin in paragraph 29 of the 1948 
contract, the last paragraph of that contract, which by its terms specifically cancels 
and terminates the 1937 contract as amended from time to time. And, incidentally, 
the 1937 contract was amended by various letters. I do not expect to give any 
particular attention to the letters because I do not see how they affect the contro- 
versy here or can affect it one way or the other. 

This paragraph 29 releases each of the parties from all further obligations, 
agreements, claims, demands and liabilities under that 1937 contract or with respect 
thereto, except the Producer is not released from the obligation to give screen credit, 
and so forth, and the Artist is released from rendering any further services to the 
Producer. 

The last sentence of that paragraph provides: 

“Such termination of said contract or contracts is without prejudice to the 
retention by the Producer, and the Producer hereby expressly reserves, all of its 
rights in and to all of the results and proceeds of the services heretofore rendered 
by the Artist for the Producer,”’—(and this is important)—‘“and its right to use 
the name, voice and likeness of the Artist for advertising and publicity purposes 
in connection with his motion pictures, and the Artist hereby acquiesces in and 
agrees to said reservation of rights.” 


So whatever rights today exist, exist by virtue of the 1948 contract and by 
virtue of whatever was reserved to the Producer by this language in the 1948 contract 
from the 1937 contract. 

The 1937 contract, the printed form, is long. The important paragraphs are 
paragraphs 1, 2, 3, 4 and 19. The controversy has devolved principally around 
paragraphs 2 and 4. 

Under paragraph 2 I think the plaintiff is correct, that there is not any grant 
of any kind. The Artist agrees to render his services, according to the terms of this 
paragraph, and it defines or attempts to define the term “photoplays.” I think 
paragraph 2 is a very broad grant, if it can be construed to be a grant, but I think 
in any event it is very broad in its comprehension and that the parties intended 
that the term “photoplays” should include the right to televise the photoplays. But 
there is a well-known rule, that it is not necessary to cite any authority for—two 
rules—one, that you must construe a contract as a whole, and the other one is that 
every provision of a contract between the parties must be given effect, if at all 
possible. 

If the defendants’ contentions were correct about the breadth of the provisions 
of paragraph 2, and if the defendants’ contentions were correct about the so-called 
all-rights clause contained in the first sentence of paragraph 4, then it seems to me 
that it would not be possible to abide those very salutary rules of law and give 
effect to all the provisions of the contract. 

This contract recognizes the existence of three kinds of rights, or properties, or 
values, however you wish to describe them, and that is the right which was granted 
by Rogers in this contract to the Producer to photograph and exhibit the motion 
pictures. 

Specifically it also granted, and used language to that effect, and used it in 
the conjunctive in the same sentence as the all-rights clause, or so-called all-rights 
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clause, the right to use the name, voice and likeness—the language is not quite 
precisely as I have indicated—in connection with the advertising and exploitation 
of the motion pictures and of the Artist himself. 

The third thing that this contract recognized by its terms was the right, or 
value, or property, however you may wish to describe it, of commercial advertising. 
I was a great deal puzzled about this clause in the parentheses here, but I am satis- 
fied that my present interpretation is correct. That clause reads: 

“The Artist does also hereby grant to the Producer, during the term hereof, 

the sole and exclusive right to make use of, and to allow others to make use of, 

his name for advertising, commercial and/or publicity purposes (other than in 

connection with the acts, poses, plays and appearances of the Artist hereunder), 

as well as the sole and exclusive right to make use of and distribute, and to allow 


others to make use of and distribute, his pictures, photographs or other reproduc- 
tions of his physical likeness and of his voice for like purposes.” 


I am satisfied that the clause “other than in connection with the acts, poses, 
plays and appearances of the Artist hereunder” is a limitation upon the words 
“advertising, commercial and/or publicity purposes” and is not a limitation upon 
the words “name, voice or likeness,” as those words are used here, or as that phrase 
is used, and couched in somewhat different language. 

So that twice in this same paragraph there is recognized the three properties, 
the right to photograph and exhibit, the right to use the services for advertising 
the pictures and the artist, and the right to use his name, voice and likeness, whether 
recorded or otherwise, for advertising, commercial and/or publicity purposes other 
than in connection with the grant to use his name, voice and likeness in connection 
with advertising and exploiting the pictures. 

Two of those rights were granted perpetually to Republic. That is the right 
to photograph and exhibit and the right to use his name, voice and likeness for 
exploitation of the pictures or of the artist himself. 

The other right was limited to the term and, as the evidence has so amply 
shown, Republic did not exercise that right except in a very limited way. 

I am satisfied that for a consideration Republic granted to Rogers, and per- 
mitted him throughout the term of the existence of this contract, to exercise all 
rights under this clause concerning advertising, commercial or publicity purposes 
or other than the pictures, and the consideration I think—the only inference that 
can be drawn—was the consideration that he should go out and make additional 
money from that source rather than to have to pay him an additional salary, although 
they were not obligated to do so. 

So that under this contract, under the 1937 contract, the provisions of para- 
graph 4, all of them, limit whatever intention the parties had or whatever this 
contract intended to give to Republic to televise the pictures, concerning which 
the controversy has revolved here, although it is much broader under the pleadings, 
it involves the right to use the pictures for any kind of commercial advertising. 

If the all-rights clause was as broad as the defendants contend it is, then there 
was absolutely no reason for putting either of the other provisions in the contract, 
either the provision for permitting them to use his name, voice and likeness for 
advertising the pictures, or permitting and recognizing the property value, or the 
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right to use his name, voice and likeness for advertising, commercial or publicity 
purposes for things other than his acts, poses, plays and appearances of the Artist 
thereunder. 

One thing that was significant and makes it difficult, and has made it difficult 
in endeavoring to ascertain the meaning, is that, while some considerable care 
was expended in drawing the phrase or the definition of the term “photoplays” in 
paragraph 2, neither the term “photoplays” nor “motion pictures” are mentioned 
at all in paragraph 4. They use other phrases. 

I am satisfied from the evidence in the case that the value, and the large value, 
certainly from the evidence in the case this commercial advertising right is of a 
tremendous value, but I am satisfied that the principal element of that value 1s 
the right of Rogers to control it, and certainly from the evidence in the case and 
from the contracts between the parties he has gone to great lengths and taken con- 
siderable pains in the matter of controlling the products with which his name was 
connected. 

Under the 1948 contract the language was somewhat different, but I think pre- 
cisely the same result must be reached. There is no reason for all of the lengthy 
provisions contained in paragraph 4 and paragraph 4(A) if the Artist, as the 
defendants contend, granted to the Producer the rights of every kind and character 
whatsoever in and to all such photographs, reproductions and recordings and all 
other results and proceeds of his services thereunder perpetually. 

I notice here also that it distinguishes, or rather recognizes, in the very sentence 


containing the so-called “all-rights” clause that that does not mean exactly what 
it says, “all rights,” because they say, after “perpetually,” comma, “and all the 
perpetual right to use the Artist’s name and pictures or other reproductions * * * 
in connection with the advertising and exploitation” of the pictures. So by the 
very sentence itself it recognizes that “all rights” does not mean that. And it cer- 
tainly does not mean the right to use his name, voice or likeness in connection with 


commercial advertising. 

I indicated during the course of the argument, and I wish to indicate again 
now, that I can see no distinction between the phrase “commercial advertising” 
contained in the first part of paragraph 4(B) of the 1948 contract and the phrase 
“commercial tie-ups” contained in the first part of paragraph 4(C) of the 1948 
contract. It seems to me that they both mean the same thing. From the testimony 
in the case I do not think that I would be justified in reaching any other conclusion 
except that they do have the same meaning and are recognized in the trade and 
generally to have the same meaning. As a matter of fact, it would be difficult for 
me to believe that there were some distinction between the two. 


In connection with Mr. Selvin’s contention that the language in paragraph 3 
with relation to television and the language in paragraph 4(E) on page 8 with 
relation to television, that that is a grant to Republic of the right to use the films 
unlimited on television, I must say that in spite of the sagacity of his argument, I 
cannot agree with him. Certainly if that were the case, if they had the right to 
use them unlimited on television, under commercial sponsorship or otherwise, again 
there would have been no reason whatsoever for all these long and verbose, if I 
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may say, provisions contained in paragraphs 4(B) and C concerning commercial 
advertising. 

I am therefore of the conclusion that Republic has the right to televise its 
pictures but does not have the right to televise them under any commercial sponsor- 
ship or to use them for advertising, commercial or publicity purposes for anything 
other than the express reservation contained in the last clause of the 1948 contract, 
to wit, for the purpose of advertising the product, that is to say, advertising the 
pictures themselves. And that Rogers has the right to control any commercial 
sponsorship or any advertising, commercial or publicity purposes to which his name, 
voice, or likeness is attached for other than the motion pictures which Republic has 
already made. 

I think that I must also indicate what is meant by “advertising, commercial 
or publicity purposes” because it was contended by the defendants, or by somebody 
here—and evidence was put on on the point—that a sustaining program would 
not be for advertising, commercial or publicity purposes. It seems to me that any 
use by a sponsor of Roy Rogers’ name, voice or likeness in connection with any 
product, whether that is used as an attention getter or as a direct or indirect endorse- 
ment or otherwise, is a commercial use, as the whole purpose is to sell something, 
whether a tangible article such as a shoe or a boot, or an intangible article, such 
as a service which is given by radio or television. And hence I must come to the 
conclusion that the use of the pictures on radio or television on a sustaining program 
is a commercial use. 

My conclusion in this respect is borne out somewhat by the provision in the 
trust agreement executed with the Musicians Union. In paragraph 2(a) (i) of the 
contract which is dated the 14th of May, 1951, a provision is made as follows: 

“If the film and/or sound track is exhibited on television in connection with 

the advertising or publicizing of the products or services of the first party, its 

affiliates or associated companies, or in connection with the advertising or publicizing 

of the products or services of principals, customers, clients, or accounts of the first 

party, or if such film and/or sound track is not generally available to television 

stations or to advertisers, or if the first party is a television station licensee and 

the film and/or sound track is so exhibited on a sustaining program presented by the 

first party, the payment to the Trustee shall be in an amount equal to 5 per cent of 

the gross time charges, as such term is defined below.” 


So that it seems to me that Republic itself has recognized by its voluntary 
execution of that contract, that the use of these films or any films on a sustaining 
program by the television station itself or by a radio station itself is a commercial use. 

Some point was made that there were not long discussions between the parties 
concerning the television rights, but as I indicated yesterday as soon as Republic 
attempted to exercise the right, or indicated that they were giving consideration 
to exercising the right, to use these motion picture films for commercial purposes, 
as I have endeavored to define that term, Rogers and Rogers’ representative imme- 
diately challenged their right to do so and challenged it, I think, correctly under 
the terms of this contract. 

Another thing that struck me as having considerable force in connection with 
whether or not a picture shown on a television station as a sustaining program is 
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for commercial purposes, was the distinction which the plaintiff himself made on 
the witness stand. I have forgotten exactly the language that he used, and I was 
unable to find the precise point in the transcript, but it impressed me and I recall it. 
It was to the effect that the difference was that in a theatre the audience provided 
the entertainment by paying for it, whereas on a television set in a home the adver- 
tiser or the television station paid for it and provided it free to the audience. 

I do not think that it is necessary to review all of the evidence that has gone 
in the case. I have endeavored to keep up with it as it went in. But it is from the 
whole evidence in the case that I have come to these conclusions concerning the 
act of the parties and the interpretations which I have placed on the contracts. 

The plaintiff is entitled to a judgment for injunction as he has prayed. The 
temporary restraining order, or the injunction pendente lite, will remain in force 
until the findings of fact and conclusions of law and judgment are prepared. 

One other thing must be disposed of, and that is the question of damages. I 
think the plaintiff has been damaged here, but try as I might I am unable to find 
any evidence upon which I could judicially satisfy myself that a certain amount of 
damage has occurred. The evidence in relation to it still leaves it very nebulous 
and uncertain. And while it is true that Quaker Oats said that they would not 
renew his program for, among other reasons, that the old pictures were a threat 
on the market, nevertheless under the evidence in the case there were other things 
between Quaker Oats and Rogers which contributed either to a continuation of 
the radio program or the making of a new contract concerning a program. So I 
cannot judicially conclude that the damage was caused solely or proximately by the 
threat of these pictures upon the market. And even if so, I could not fix the 
amount of damages from the evidence. There is no showing here that Quaker 
Oats would have immediately without any intervening vacation period—and the 
evidence in the case shows there are vacation periods in connection with radio— 
continued to hire Rogers and pay him the same salary. I certainly would not be 
justified from the evidence in the case in holding that by virtue of the defendants’ 
action here in threatening to put these pictures upon the market that Rogers has 
been damaged in any ascertainable amount at this time by being prevented from 
entering into a television contract as a result of Republic’s actions. For that reason 
the plaintiff is not entitled to any judgment for damages. 

I think that I have covered all of the matters of the controversy between the 
parties, and the plaintiff will prepare findings of fact and conclusions of law and 
judgment accordingly. 


GOLD SEAL COMPANY v. MARZALL 
No. 4150-49—U. S. D. C. D. C.—October 8, 1951 


Surrs Unper R. S. 4915—Basis or ReEt1EF—GENERAL 
OpposITiIons—Scope oF ReviEw—GENERAL 
If District Court is convinced that action of Patent Office is erroneous, it must not 
hesitate to set it aside, though Patent Office action is entitled to great weight and if 
evidence is evenly balanced Patent Office decision should be sustained. 
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Question to be determined in 4915 suit, involving refusal of registration, is whether 
the use of the two trade-marks is likely to cause confusion. 


Trape-Marks—Marks Not ConFusinGLy SiMILAR—PaRTICULAR INSTANCES 
“Gold Seal”, used on liquid for polishing glass, held not confusingly similar to “Gold 
Dust”, used on washing power, under 1905 Act. 


Suit under R. S. 4915 by Gold Seal Company against John A. Marzall, Com- 
missioner of Patents, to compel issuance of registration, under 1905 Act. Judgment 
for plaintiff. 

Edward B. Beale, of Washington, D. C., and Maurice M. Moore and Ralph L. 

Dugger, of Minneapolis, Minn., for plaintiff. 

Clarence W. Moore for defendant. 
Hottzorr, D. J.: 

This is an action under Section 4915 of the Revised Statutes against the Com- 
missioner of Patents to require him to register a trade-mark. The trade-mark in 
question is “Gold Seal,” and is used in connection with the manufacture and distribu- 
tion of a liquid used for polishing glass of various kinds, especially large bodies of 
glass, such as windows. 

Registration was denied on the basis of an opposition filed by Lever Brothers, 
Inc., the manufacturer of a washing powder which is sold under the trade-mark 
“Gold Dust.” 

The applicable statute is United States Code, Title 15, Section 85,1 which 
contains a proviso that— 

“# # * trade-marks which are identical with a registered or known trade-mark 

owned and in use by another and appropriated to merchandise of the same descriptive 

properties, or which so nearly resemble a registered or known trade-mark owned 
and in use by another and appropriated to merchandise of the same descriptive 
properties as to be likely to cause confusion or mistake in the mind of the public or 

to deceive purchasers, shall not be registered.” 


The Commissioner of Patents held that the trade-mark “Gold Seal,” used in 
connection with the plaintiff’s product is likely to cause confusion as against the 
trade-mark “Gold Dust,” used in connection with a washing powder, and accord- 
ingly denied the registration. 

The action of the Patent Office is entitled to great weight, and, if the evidence 
is evenly balanced, the decision of the Patent Office should be sustained. Neverthe- 
less, this Court is clothed with the duty of reviewing this determination, and if 
the Court is convinced that the action of the Patent Office is erroneous, it must not 
hesitate to set it aside. This is particularly true in a case such as this, which does 
not involve a technical or scientific matter, but one about which a layman is 
competent to express an opinion and to judge. Moreover, there is evidence before 
the Court which was not available to the Patent Office. 

In the first place, the two trade-marks, although both contain the word “gold,” 
are not alike or similar in the manner in which they are designed and printed. It is 


1. U. S. C., Title 15, Sec. 85, is part of The Trade-Mark Act of 1905, which was re- 
pealed by the Act of July 5, 1946. The proceedings in this case, however, were instituted 
while the Act of 1905 was still in effect and accordingly this case is decided under that Act. 
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true that the two products are in the same general field, namely, they are products 
used for cleaning and polishing purposes. Nevertheless, plaintiff's product is a 
liquid; the opposition’s product is a powder. The plaintiff’s product is used pri- 
marily for polishing large bodies of glass; the opposition’s product is used primarily 
for washing dishes and similar articles. The uncontradicted evidence is to the effect 
that the two products are not competitive, because, although they are both in the 
same general field, their uses are far from identical. 


The question to be determined is whether the use of the two trade-marks is 
likely to cause confusion. In one sense that is a matter of opinion. So far as evi- 
dence is concerned, the best proof of the fact that confusion is not likely to be 
caused is that no confusion has resulted in numerous transactions in the past. On 
this issue the plaintiff offered two types of evidence. 

First, it called former officers of Lever Brothers, who testified that in their 
experience there never had been an instance of confusion in the two trade-marks. 
The other witnesses were shoppers who shopped in numerous stores in numerous 
cities in different parts of the country, asking in each instance for Gold Dust. Al- 
though most of the stores in which they shopped carried both products, in no 
instance was Gold Seal Glass Wax tendered in response to a request for Gold 
Dust washing powder. 

The defendant has not offered any testimony in opposition. Lever Brothers 
has not sought to intervene or even to appear as amicus curiae. Surely, if there 
were instances of confusion, of which Lever Brothers had knowledge, they would 
either have furnished that information to the defendant for use at this trial, or else 
would themselves have sought leave to intervene. Apparently they have done neither. 

While a case such as this must be decided on the facts and the law, and not 
upon the equities, nevertheless, it may not be amiss to observe that the equities are 
strongly with the plaintiff. Plaintiff started his business less than ten years ago, 
in the basement of his home. In the spirit of free enterprise he built up a sub- 
stantial business. He is of the type that are generally called, in popular parlance, 
small business men. The objecting party, Lever Brothers, Inc., is one of the large 
industrial corporations that sells large quantities of numerous products. Their own 
former officers have testified that the business of Lever Brothers has not been dam- 
aged or interfered with by the plaintiffs product. 

The Court finds as a fact that the trade-mark “Gold Seal” and the trade-mark 
“Gold Dust,” used on their respective products, do not so nearly resemble each 
other as to be likely to cause confusion or mistake in the mind of the public, or to 
deceive purchasers. Accordingly, the Court will render judgment for the plaintiff. 
Counsel will submit proposed findings and conclusions of law, and judgment. 
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GRAYBAR ELECTRIC COMPANY, INC. v. GRAYWAY ELECTRICAL 
SUPPLY CORPORATION 


N. Y. S. Ct., N. Y. County—October 25, 1951 


Unrair CompetiTion—Basis or RELIEF—GENERAL 
Inference of probability of deception may be drawn from similarity of sound and 
spelling of coined names. 
It is not essential for plaintiff to establish actual damage by virtue of diversion 
of trade. 


TraDE-NAMES—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Grayway Electrical’ held confusingly similar to “Graybar Electric.” 


Unfair competition suit by Graybar Electric Company, Inc. against Grayway 
Electrical Supply Corporation. Judgment for plaintiff, granting injunction. 
DicKsTEIN, J.: 

This unfair competition suit involves the names Graybar Electric and Grayway 
Electrical, having similar sound and spelling. It is abundantly clear from the 
proof, if any were indeed needed, that plaintiff has for decades conducted a nation- 
wide business of considerable magnitude and as a result of its activities is well and 
widely known. The defendant acquired its present corporate name March 10, 1950, 
and complaint was communicated to it by plaintiff April 12, 1950. In the light 
of the coined names of this type and of such similarity of sound and spelling, the 
court may well find an inference could be drawn of probability of deception, or 
that defendant’s name is calculated to mislead the person of ordinary intelligence. 
While it may be true that the proof failed to establish any active attempt on defend- 
ant’s part to palm off its product as the product of plaintiff, yet there was some 
small measure of significant confusion. More important, the court is completely 
unsatisfied with defendant’s explanation of the manner in which the corporate 
name was selected. Naturally defendant’s president, the sole witness it produced, 
could not in the circumstances here state that he was unaware of the existence 
of the Graybar trade-mark but insisted it was not in his mind. Upon the issue 
presented relating to the claimed earlier use by the witness and his associate of 
the name Grayway and of the interest of the associate in the defendant corporation 
at the time of adoption of its present name, the court must find against defendant. 
Not all the proof available was presented and the proof in the record does not 
satisfactorily establish that the persons in concern used the name Grayway prior 
to 1950 as claimed or that the witness’ associate was in or interested in the business 
of defendant in March, 1950. It is strange so much thought and ingenuity should 
have been devoted to the fashioning of defendant’s euphonious name when it is 
claimed that its adoption brought to the enterprise practically no business not 
already under control of its president prior to organization. While in the proof 
of its case in support of a decree here it is not essential at least at this time for 
plaintiff to establish actual damage by virtue of diversion of trade, yet it does not 
seem if defendant is to be believed in this connection that no damage in that 
category has arisen. The plaintiff is entitled to prevail. Settle decree. 
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CROWN PUBLISHERS, INC. ET AL. v. DAVID McKAY CO., INC. ET AL. 
N. Y. S. Ct.—N. Y. County—October 2, 1951 


TrADE-Marks—Worps INCAPABLE OF ExcLusIVE APPROPRIATION—DESCRIPTIVENESS 
The word “Confidential” in book titles “New York Confidential,” “Chicago Confi- 
dential” and “Washington Confidential,” held descriptive connoting, in common parlance, 
the inside story; and plaintiffs held to have failed to prove secondary meaning. 
Since the purpose of a trade-mark is to identify source, the use of a common descrip- 
tive word as a mark has uniformly been held to be insufficient. 


TRADE-MarkK INFRINGEMENT AND UNFAIR COMPETITION—BAsIs OF RELIEF—GENERAL 
In dealing with books, as distinguished from ordinary products in trade, purchasers 
buy as much from knowledge of the authors as from title and subject matter; and differ- 
ences in appearance of jacket must also be considered in determining question of likeli- 
hood of confusion. 


CourTs—PRELIMINARY INJ UNCTIONS—GENERAL 


Trape-Marks—Marxs Not ConrusincLy Sim1LAaR—ParTICULAR INSTANCES 
Plaintiff, publishers and authors of books entitled “New York Confidential” etc., 
held to have failed to show requisite clear right to preliminary injunctive relief against 
use of title “Baseball Confidential.” 


Trade-mark infringement and unfair competition suit by Crown Publishers, 
Inc., et al. against David McKay Co., Inc., et al. Plaintiffs’ motion for temporary 
injunction denied. 


HEcnut, J.: 

Plaintiffs seek a temporary injunction restraining defendants from publishing, 
distributing and selling a book called ‘Baseball Confidential.” Plaintiffs Lait and 
Mortimer have heretofore written, and plaintiff Crown Publishers, Inc., has pub- 
lished, several books under the titles of ““New York Confidential,” “Chicago Confi- 
dential” and “Washington Confidential.” These books have been widely advertised, 
sold and read by the public. In addition, plaintiff Mortimer has written several 
articles entitled “Underworld Confidential,” “Virginia Hill Confidential,” “Senator 
Toby Confidential,” “Frank Sinatra Confidential,” and “Maryland Confidential.” 
Plaintiff Lait has conducted a radio program called “Jack Lait Confidential.” 

Defendant Mann has written a book called “Baseball Confidential” which has 
been published by defendant David McKay Co., Inc. Mann for several years was 
assistant to Branch Rickey, then president of the Brooklyn Dodgers, and he was the 
author of a widely read book called “The Jackie Robinson Story” which later was 
made into a motion picture. 

It is plaintiffs’ contention that they have a property right in the word “Confi- 
dential” when used in the manner they have used it, flowing either from a common 
law trade-mark, the acquisition of a secondary meaning or the good will that the 
distinctive titles using the word “Confidential” have created. 

The word “Confidential” is a descriptive one of every day usage. When used 
in conjunction with “Washington,” “New York,” “Chicago” or “Baseball” it con- 
notes, in common parlance, the inside story of the subject treated by the book. 
Different persons are qualified to present such exposes depending on the subject 
matter which obviously could cover a wide range of interests. Since the purpose of 
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a trade-mark is to identify the source of a product, the use of a common descriptive 
word as a mark has uniformly been held to be insufficient. To hold otherwise would 
preempt large areas of legitimate activity and the facts in the instant case are clearly 
illustrative of such possibility. The cases cited by plaintiffs dealing with book or play 
titles all involved the appropriation of the exact title and are therefore inapplicable 
here. 







The next question is whether the method of using the word “Confidential” in 
conjunction with other words has acquired a secondary meaning. Would the 
general public identify defendant’s book as having been authored by plaintiffs? 
Plaintiffs have acquired a reputation for presenting the story of the “behind the 
scenes” working of government, who the personalities are and their connections 
with official and non-official personages. This has been the subject matter of their 
books. To say that the general public on hearing or seeing the title would imme- 
diately suppose that plaintiffs authored defendant’s book is to assume that any 
writing concerning the inside story of any activity will be identified with plaintiffs if 
their peculiar form of title is used. 













But there is more to this point than mere similarity of title so as to confuse 
the source. We are dealing here with books and not the ordinary product in trade. 
In the first place, people who buy books do so as much from knowledge of the 
authors as from the title and subject matter of the book. It is much the same as 
the motivating force in going to a play or motion picture because of the actors who 
are featured. Secondly, the jackets of the respective books are so dissimilar as not 
to possibly confuse the public. Those of plaintiffs are similar in set up and even 
extraneous wording and are totally different from that of defendants. The names 
of the authors on each are prominently displayed. Defendant’s cover refers in large 
type to the fact that he was the author of “The Jackie Robinson Story.” Finally, 
defendant has a well-known reputation in the field in which he is writing and his 
advertising clearly indicates who he is and what he has done in that field. On 
this motion I cannot say that plaintiffs have shown a clear legal right to the relief 
sought. 

As for the third point raised by plaintiffs, that of a property right in good will, 
the arguments set forth above on the acquisition of secondary meaning are equally 
applicable. In the absence of a trade-mark or secondary meaning, insufficient has 
been shown to justify the granting of a temporary injunction on this theory of action. 


Motion denied. Settle order providing for an early trial of the issues. 




















MacSWEENEY ENTERPRISES, INC. v. TARANTINO, ET AL. 
No. 14717—Cal. D. Ct. of Appeal, Ist Dist —September 13, 1951 










Unrair CoMPETITION—Proor oF Fraup—GENERAL 
It is not essential to prove fraudulent intent. 
Findings of deliberate adoption of name and simulation of script, to capitalize on 
plaintiff’s good will and attempt to create impression that defendants’ product was 
sponsored by plaintiff, held amply supported by record. 
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Unrarr Competition—Basis or Re_rer—GENERAL 
Right to use family name is not absolute; and where fraud and deception exist, in- 
junction will issue against deceptive practices, though such injunction deprives person 
of use of own name. 
All that is required is reasonable likelihood of confusion of purchasers of ordinary 
intelligence. 
Neither proof of fraudulent intent nor of actual confusion is required. 
Unrair Competition—Scope or Retier—PartTicuLar INSTANCES 
Defendants enjoined from use of name “Tarantino’s,’ or any name, phrase or 
device similar thereto, in connection with marketing of cocktail sauce. 
Use of family name in connection with other activities of defendant corporation 
not enjoined. 


Appeal from Superior Court, City and County of San Francisco, Cal. 

Unfair competition suit by MacSweeney Enterprises, Inc. against J. C. Taran- 
tino et al. Defendants appeal from judgment for plaintiff, granting injunction. 
Affirmed. 

Joseph L. Alioto and Walter F. Calcagno, of San Francisco, Cal., for Defendant- 
appellants. 

Bernard B. Glickfeld, of San Francisco Cal., for Plaintiff-respondent. 

Peters, P. J.: 

Plaintiff, MacSweeney Enterprises, Inc., is a corporation owned and directed 
by J. Eugene McAteer and Daniel J. Sweeney, Jr. The corporation owns and 
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operates “Tarantino’s,” a well-known San Francisco Restaurant located on Fisher- 


man’s Wharf. The defendant Bell Smoked Fish Company is a corporation owned 
and operated by five members of the Tarantino family several of whom are also 
individual defendants. The corporate defendant is engaged in the business of 
packing and marketing fish and in manufacturing and distributing certain allied 
products. All such products for many years and now, except the sauce here involved, 
have been marketed under the trade name of “Tara Bell.” 


A few months before the filing of this complaint the defendants placed on the 
market a cocktail sauce, labelled ““Tarantino’s Cocktail Sauce.” The word “Taran- 
tino’s” on this label is the singular possessive as is the name of the restaurant, and 
is in a form of script almost identical with that used by plaintiff to advertise its 
restaurant. Plaintiff does not manufacture for sale a cocktail sauce but, on the 
theory that purchasers of the sauce would believe it was being marketed by the 
restaurant, brought this action for an injunction and for damages. The trial court 
denied damages, but perpetually enjoined the defendants from using the name 
“Tarantino’s” or any word similar to it, on the labels of the cocktail sauce. Defend- 
ants appeal. 

The facts are not in substantial dispute. Tarantino’s Restaurant is located at 
206 Jefferson Street on Fisherman’s Wharf. About May of 1944 appellant J. C., 
and Peter Tarantino leased those premises from the State of California. All prop- 
erty on the wharf is owned by the state. The two lessees secured the premises with 
the idea in mind of opening a restaurant there. The premises had never been used 
for this purpose before this time, nor had any of the Tarantinos ever been in the 
restaurant business. A partnership between the two Tarantinos was organized for 
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this purpose, and J. Eugene McAteer was hired as manager of the proposed res- 
taurant. McAteer suggested to the partners, and it was agreed, that the new res- 
taurant would be called “Tarantino’s.” Certain contracts were entered into by the 
partnership in preparation for the operating of a restaurant on the premises, but, 
before the restaurant was opened, the Tarantinos decided that they did not wish 
to continue. On January 23, 1946, the two partners sold out to Daniel J. Sweeney, 
Jr., who apparently was acting not only for himself but also for McAteer. An agree- 
ment was entered into whereby the two Tarantinos transferred to Sweeney their 
interests in the proposed restaurant and in all contracts executed in connection 
therewith. The contract contains this clause: “The transfer of their total interest 
in the partnership by first party (J. C. Tarantino) and second party (Peter Taran- 
tino) is intended to give to third party (Daniel J. Sweeney, Jr.), in addition to all 
other rights, the use of the name “Tarantino’s’.” This contract is important only 
for the purpose of showing the derivation of the name of the restaurant and of the 
legal right of plaintiff to use the name. It gave plaintiff no rights at all against 
the corporate defendant or against several of the individual defendants who were 
not parties to it. 

In April of 1946 Sweeney and McAteer, as partners, opened the restaurant 
under the name “Tarantino’s.” In 1947 the business was incorporated under the 
name of “MacSweeney Enterprises, Inc.,” Sweeney and McAteer being the sole 
stockholders. The corporation operates the restaurant under the name “Taran- 
tino’s.” In connection with the restaurant a gift shop is operated, but the corporation 
does not manufacture for sale any sauce of any kind. 

From the beginning of operations the restaurant has been successful. It has 
acquired a national and even an international reputation. In 1948 it did a gross 
business of almost three quarters of a million dollars. It receives mail from all over 
the world, about 50 per cent of which is simply addressed “Tarantino’s, Fisher- 
man’s Wharf, San Francisco.” Over the past three and a half years the corporation 
has spent between $50,000 and $60,000 in advertising. In all such advertising, on 
its letterheads, and on the restaurant, the name “Tarantino’s” is featured, and, from 
the beginning, a particular type of script has been used for this purpose. 

The Bell Smoked Fish Company, among other things, manufactures and dis- 
tributes several sauces and dressings. For example, for many years it has manu- 
factured a Tartare Sauce and a Louis Dressing. These and other products of the 
company have been put out under the trade name “Tara Bell,” which name is 
conspicuously displayed on the labels. These labels contain no reference to Fisher- 
man’s Wharf, although the company’s office is located there, and make no mention 
of the Tarantino name. 

About July of 1949 the Bell company started to manufacture and to market 
a cocktail sauce. This is put out under the name “Tarantino’s Cocktail Sauce,” 
which designation is prominently displayed at the top of the label. The word 
“Tarantino’s” is printed in script practically identical to that used by the restaurant. 
The singular possessive form of the name was used, identical with that used by the 
restaurant, although there were five Tarantinos active in the Bell company. No 
explanation of why the plural possessive was not used was given. At the bottom of 
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the label appears “Bell Smoked Fish Co. Fisherman’s Wharf, San Francisco 9, 
California.” Prior to putting out this sauce the Bell company had never put out 
any product under the name “Tarantino’s.” 

This cocktail sauce first came to the attention of McAteer about September of 
1949 after many of the restaurant customers had told him that they had purchased 
“some of our sauce,” or asked him if it was the restaurant’s sauce. McAteer thereupon 
called upon J. C. Tarantino who informed him that the name had been selected 
upon the advice of counsel. McAteer consulted his attorney, and this lawsuit 
resulted. 

J. C. Tarantino, one of the appellants, is president of the Bell company, and is 
also individually engaged in the business of buying fish livers. He has never 
engaged in business in San Francisco under the name “Tarantino’s,” and, as far 
as he knows, none of the other appellants has ever used that name in any business, 
except that some 10 to 15 years prior to the trial the Bell company had some 
placards printed requesting sportsmen to have their fish smoked at the Bell com- 
pany. These placards had the name “‘Tarantino’s” on them. The bills and invoices 
of the Bell company do not contain the name “Tarantino’s.” The invoices of J. C.’s 
individual business contain his own name, but not the name “Tarantino’s.” No bank 
accounts are carried in that name, nor has any advertising ever been done under 
that name (except for the sportsmen placards above mentioned) until the cocktail 
sauce was distributed. J. C. is thoroughly familiar with the restaurant operations 
of respondent, and, in fact, his company has sold fish products to respondents since 
it opened for business. This appellant at all times here involved knew the type of 
script used by the respondent to advertise its restaurant. 

J. C. further testified that the decision to put out the cocktail sauce was made 
at an informal meeting of the board of directors of the Bell company, at which 
time the board decided to put the sauce out under the family name. The board 
did not discuss the type of label to be used. Before manufacturing the sauce J. C. 
consulted his attorney about the propriety of using the family name, and, after 
being assured by the attorney that that was proper, ordered the labels prepared. 
He testified that he did not tell the printer what type of script to use, but left that 
to the printer’s discretion, and, when the labels were prepared, approved them. 

The name “Tarantino” is well known on Fisherman’s Wharf. The father of 
the individual appellants operated on the wharf when it was known as “Meiggs 
Wharf,” and at that time represented the local fishermen in selling their fish to 
wholesalers and retailers. Father Tarantino had an office in a building which, at 
that time, was the only structure on that side of the wharf. The name is a highly 
regarded Italian name, but it is not solely connected with the fish business, there 
being in San Francisco a Tarantino poultry business, a dry cleaners, and an electric 
company. 

The gross volume of the Bell company averages around $750,000 a year, the 
sales of the cocktail sauce constituting only a small portion of this volume. J. C.’s 
individual liver business grosses about a million dollars a year. 

The trial court found, among other things that, prior to manufacturing the 
cocktail sauce, the defendants had never identified any of their products with 
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Fisherman’s Wharf, nor had they ever used the name “Tarantino’s” on any of 
their products; that the actions of defendants in adopting the name and the 
form of label was “deliberate and calculated to deceive the public into believing 
that Plaintiff’s restaurant is the manufacturer or preparer” of the cocktail sauce; 
that such actions have injured plaintiff’s standing, reputation and good will; that 
“said actions of the Defendants created, and do create, confusion in the plaintiff's 
business and does deceive the public into the purchase of a sauce preparation which 
is not that of the Plaintiff; that said actions of the Defendants have caused con- 
fusion and damage to the Plaintiff and injury to the public in general; that the 
actions of the Defendants have misled and caused patrons of the Plaintiff to believe 
that the Defendants distributed the product made or prepared by the Plaintiff”; 
that defendants have marketed said cocktail sauce as that of plaintiff and have 
made a profit thereon based on the good will and reputation of the plaintiff. Based 
on these findings the defendants and their agents were “perpetually commanded 
to desist and refrain, and are enjoined, directly or indirectly, or by any means or 
methods from using in any way, shape or manner upon or in connection with the 
marketing of the cocktail sauce for sea food, the name of “Tarantino’s’ and that 
Defendants be perpetually commanded to desist and refrain from advertising and 
promoting in any manner or form the name “Tarantino’s’ in connection with the 
cocktail sauce; and that Defendants be enjoined from using the name “Tarantino’s’ 
or any name, phrase or device similar thereto on a labeling of said cocktail sauce 


2.0 
Ss 


and any form of printing simulating said name of “Tarantino’s. 
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The findings that appellants deliberately adopted the name “Tarantino’s” to 
designate their cocktail sauce and deliberately simulated the script used by 
respondent, in an attempt to create the impression that it was sponsored by 
respondent and in order to capitalize on the good will and reputation of respondent, 
are amply supported and justified by the evidence. The legal question presented 
is whether a person may use his own name to advertise his product when he resorts 
to deception intended to confuse the buying public and which inevitably would 
injure another rightfully using the name. We have no hesitancy in holding that 
such deceptive practices may be enjoined even though such injunction deprives 
a person from using his own name to advertise his product. 


Appellants argue that a family name is incapable of exclusive appropriation and 
cannot be monopolized. However true that may be as a general rule where fraud 
and deception are not employed, the principle has no application where those ele- 
ments are present. This is demonstrated by the very cases cited by appellant. One 
of the principal cases relied upon by appellant is Tomsky v. Clark, 73 Cal. App. 
412. At page 418 the court stated: “Every man has the absolute right to use his 
own name in his own business even though he may interfere with and injure the 
business of another bearing the same name; provided he does not resort to any 
artifice or do any act calculated to mislead the public as to the identity of the 
establishments or to produce injury to the other beyond that which results from the 
similarity of names. (Citing cases.) As just stated, equity will not allow a person to 
resort to artifice or contrivance in the use of his name as a result of which the 
public is deceived as to his business or products. But in such case it is not the use 
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of a man’s own name that is condemned, it is the dishonesty practiced in the use 
of it. (Citing cases.)” [Italics added.] See, also, Ida May Co. v. Ensign, 20 Call. App. 
2d 339; Dunston v. Los Angeles Van etc. Co., 165 Cal. 89; Alhambra Transfer etc. 
Co. v. Muse, 41 Cal. App. 2d 92; American Automobile Assn. v. American Automo- 
bile O. Assn., 216 Cal. 125 (22 T. M. R. 479) ; American Distilling Co. v. Bellows & 
Co., 102 Cal. App. 2d 8; Jewish Publications, Inc. v. Gordon, 91 Cal. App. 2d 376. 

The use of one’s own name is not absolute. In Jackman v. Mau, 78 Cal. App. 
2d 234 (37 T. M. R. 153), the dispute was over the names “Jackman” and “Jack- 
mau.” The court stated: “Another element involved in cases of this character is 
the watchfulness of the law in protecting the public from the fraud or deceit re- 
sorted to by a pretender to falsely lead the buying public to believe that they are 
purchasing the goods of the merchant who, through a trade name and honest effort, 
has established a reputation and public demand for his product. (Citing a case.) 
And the fact that defendant was using his own name does not shield him from 
injunctive action if such use is calculated to cause confusion or to deceive. As was 
said in Hoyt Heater Co. v. Hoyt, 68 Cal. App. 2d 523, 527 (35 T. M. R. 180), ‘One 
must use his own name honestly and not as a means of pirating the good will and 
reputation of a business rival; and where he cannot use his own name without 
inevitably representing his goods as those of another he may be enjoined from using 
his name in connection with his business.’ ” 

There is a good discussion of this problem and a good collection of cases in 
Derenberg, ““Trade-Mark Protection and Unfair Trading” beginning at page 361. 
As the author points out, there is an important distinction between the use of a 
family name as a firm name, and the use of such name in the trade-mark sense. 
Here appellants are not attempting to use the challenged name as a company 
name, but are attempting to use it as a trade-mark. When that is coupled with 
deception, the court may and should enjoin. 

Appellants next argue that no one could have been deceived by the chal- 
lenged label. Anyone, so it is stated, of reasonable intelligence would know that the 
cocktail sauce was manufactured and marketed by the Bell company, and not by 
respondent. This, however, was a question of fact. Proof of actual confusion is not 
necessary. If the facts support the conclusion that a purchaser of ordinary intelli- 
gence could reasonably be confused, that is all that is required. American Distilling 
Co. v. Bellows & Co., 102 Cal. App. 2d 8. That is this case. 

Appellants also argue that they are not in competition with respondent because 
respondent is not engaged in the manufacture and marketing of cocktail sauce. This 
is a factor to be considered, but it is not controlling. The proper rule was stated 
as follows in Winfield v. Charles, 77 Cal. App. 2d 64, where the court pointed out 
that section 3369 of the Civil Code defines unfair competitors as including “unfair 
or fraudulent business practice.” After pointing out that, although the parties were 
not in competition, the plaintiff had built up a good reputation in the general field 
under the name “Winfield,” and that defendant was attempting, in a related field, 
to capitalize on the reputation of plaintiff, the court stated (p. 70) : 


“It is unnecessary, in such an action, to show that any person has been confused 
or deceived. It is the likelihood of deception which the remedy may be invoked to 
prevent. (Citing a case.) ‘It is sufficient if injury to the plaintiff's business is threat- 
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ened, or imminent to authorize the court to intervene to prevent its occurrence.’ 
Sun-Maid Raisin Growers v. Mosesian, 84 Cal. App. 485, 497. Although surnames 
may not be appropriated as trade-marks, ‘long association of a name with a product 
results in that name taking on a new or secondary meaning, which meaning sub- 
merges the primary meaning of the word as a man’s name merely, and the new 
meaning survives as the identification, in the market, of a product and its source.’ 
J. A. Dougherty’s Sons v. Dougherty (1940), 36 F. Supp. 149, 151. Both plaintiff 
and defendant are engaged in the manufacturing business, both have well equipped 
machine shops, and it appears that both have machinery adaptable to manufacture 
articles other than those they at present manufacture. Appellant argues that the 
record shows that plaintiff and defendant do not manufacture the same articles or 
solicit the same trade and customers. Plaintiff's name has become a valuable asset 
in connection with an equipment associated with automobiles, and the evidence 
shows that the bulk of defendant’s business is manufacturing automobile jacks and 
wrenches. However, it is not always necessary to prove actual market competition 
where the purpose of the action is to secure injunctive relief. It was stated in Wood 
v. Peffer, 55 Cal. App. 2d 116, at page 122: “We are aware, however, that equity may 
be invoked without market competition. Emphasis should be placed on the word 
“unfair” rather than “competition.” ’ 

“Plaintiff has established a reputation for reliability and meritorious products. 
If articles which are not produced by him are attributed to him or associated with 
his name, the injury is obvious. The court stated in the cast of Del Monte Special 
Food Co. (appellee) v. California Packing Corporation (appellant), 34 F. 2d 774, 
at page 775 (19 T. M. R. 443): “The injury to the appellee by the use of the Del 
Monte Brand by the appellant does not result from preventing sale by appellee of oleo- 
margarine of its own, but from a representation to the public that it produces a pro- 
duct which it does not in fact produce and over which it has no control. Its reputation 
for quality is therefore placed to some extent in the hands of a corporation who owes it 
no allegiance and has no concern in maintaining the high reputation established by the 
appellee, and who may utilize that reputation to sell the public an inferior production.’ 
(Italics added.) Furthermore, in the interest of fair dealing courts of equity will protect 
the person first in the field doing business under a given name to the extent neces- 
sary to prevent deceit and fraud upon his business and upon the public. For this 
purpose the second in the field may be enjoined from using the name, even though 
the principal places of business are at a considerable distance from each other. Benioff 
v. Benioff, 64 Cal. App. 745, 748. ‘No inflexible rule can be laid down as to what 
conduct will constitute unfair competition. Each case is, in a measure, a law unto 
itself. Unfair competition is a question of fact * * * . The universal test question is 
whether the public is likely to be deceived.’ 63 C. J. 414; Pohl v. Anderson, 13 Cal. 
App. 2d 241, 242.” 


It is not essential to prove fraudulent intent. An injunction is proper if the 
natural consequences of defendant’s conduct are such as to cause deception. Hoover 
Co. v. Groger, 12 Cal. App. 2d 417; Dodge Stationery Co. v. Dodge, 145 Cal. 380; 
Wood v. Peffer, 55 Cal. App. 2d 116. 

Here it is a reasonable inference from the evidence that the name ““Tarantino’s” 
was used by appellants in a deliberate attempt to confuse and to mislead the public 
into believing that the product was sponsored or manufactured by respondent. It 
was proper to enjoin such activities. Appellants also object to the extent of the 
injunction, claiming that it has deprived them of using their family name in their 
business. The injunction does not so provide. It simply prohibits the use of the 
name “Tarantino’s” in connection with the marketing of the cocktail sauce. In 


view of appellants’ actions in connection with this product, this was a reasonable 
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limitation in the activities of appellants. The use of the family name in connection 
with other activities of the corporation is not enjoined. The appellants have im- 
properly used their family name in a trade-mark sense. The injunction goes no 
further than was reasonably necessary to protect respondent’s rights in view of ap- 
pellants’ past actions. 

The judgment appealed from is affirmed. 

Bray, Justice, and Woop (Fred B.), Justice, concurred. 





GOLDEN SLIPPER SQUARE CLUB v. GOLDEN SLIPPER RESTAURANT 
& CATERING, INC. 


No. 3442—Pa. Ct. of Common Pleas No. 1, Phila. County—September 10, 1951 


Trape NAMES AND UNFAIR CoMPETITION—EviIDENCE—INTENT 

On facts of record, defendant held to have changed to name confusingly similar to 

plaintiff’s with intent to trade upon plaintiff’s good will and reputation. 
TrapeE NAMEs AND UNFAIR CoMPETITION—BAsIs OF RELIEF—GENERAL 

Intent to trade upon good will of another may be sufficient to justify inference of 
confusing similarity in comparing trade names. 

When defendant’s intent is in issue, degree of similarity in appearance, pronuncia- 
tion or suggestion is a determining factor. 

Non-profit corporation has legal right to exclusive use of its name and reputation; 
and when use of deceptively similar name by another would be injurious to its charitable 
enterprises, injunctive relief will issue without showing of pecuniary damage. 

In order to have court enjoin use of trade name, competition need not exist in 


Pennsylvania. 
Right to injunctive relief against use of deceptively similar name depends upon 


whether there is likelihood of confusion as to identity of the organizations or their 


businesses or merchandise. 
Law of unfair competition is not for the protection of experts but the general public. 


Trape NAMES—ACQUISITION OF RIGHTS—PARTICULAR INSTANCES 
Plaintiff held to have proved that the name “Golden Slipper” when used in con- 
nection with entertainment and dinners had come to identify plaintiff in the public mind. 


TrapE NAMES AND UNFAIR COMPETITION—SCOPE OF RELIEF—PARTICULAR INSTANCES 
Plaintiff, charitable corporation, held entitled to injunction restraining defendant 
from using the words “Golden Slipper” in its corporate title and in connection with its 
restaurant and catering business activities. 


Unfair competition suit by Golden Slipper Square Club against Golden Slipper 
Restaurant & Catering, Inc. Decree for plaintiff granting injunction. 
Victor H. Blanc and Norman H. Fuhrman, of Philadelphia, Pa., for plaintiff. 
Irvin ]. Kopf and Gabriel Berk, of Philadelphia, Pa., for defendant. 


Hacan, J.: 
This case was heard on June 6, 1951. Requests for findings of fact and con- 


clusions of law were submitted by counsel for the plaintiff and counsel for the 
defendant. 
PLEADINGS AND IssuEs RaIsED THEREBY 


The pleadings consist of a Bill in Equity, Defendant’s Answer containing New 
Matter, and Plaintiff’s Reply to the New Matter. 
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The plaintiff, Golden Slipper Square Club, seeks to enjoin the defendant, 
Golden Slipper Restaurant and Catering, Inc., and its agents or employees, from 
using the name “Golden Slipper” in conjunction with the operation of any night 
club, restaurant or catering business. 


In support of its prayer for an injunction, the plaintiff in its Bill alleges the 
following facts: (a) that the plaintiff is a non-profit corporation organized and 
existing under the laws of the Commonwealth of Pennsylvania, with its principal 
offices located at 213 South Broad Street, Philadelphia, Pennsylvania; (b) that 
the defendant is a corporation engaged in the restaurant, catering and night club 
business, with its principal place of business located at 715 West Girard Avenue, 
Philadelphia, Pennsylvania; (c) that the plaintiff has been in continuous existence 
since 1924, with a membership of 1600 persons, predominantly from the Phila- 
delphia area, and has devoted itself to numerous charitable causes; that through its 
fund raising activities for charitable purposes the plaintiff has acquired a national 
reputation as a philanthropic organization; (d) that through the large membership 
of the plaintiff and its manifold public activities, the term “Golden Slipper” is well 
known in the Philadelphia area and is identified with its non-profit and charitable 
nature; (e) that the defendant corporation came into existence in or about Septem- 
ber, 1948, and has been actively engaged in the night club, restaurant and ‘catering 
business since December 1948; (f) that the defendant has advertised extensively, fre- 
quently under the name “Golden Slipper,” and that the same print of a slipper sil- 
houette as is used by and identified with the plaintiff has appeared next to the name 
in these advertisements; (g) that the defendant has so advertised to the present date, 
with intent to make an unfair use of the good will built up by the plaintiff, and to 
produce confusion in the public mind, since such advertisements are calculated to 
deceive the public and have in fact done so; (h) that the plaintiff has, since March 
29, 1949, requested the defendant to discontinue use of the name, “Golden Slipper;” 
(i) that the plaintiff has threatened legal action since March, 1949, and has only 
desisted therefrom on defendant’s promises to take remedial steps and to discontinue 
use of such name, but that the defendant has breached its promise to cooperate; (j) 
that defendant’s conduct has caused damage to the plaintiff by a reduction in con- 
tributions, by annoyance from creditors of the defendant, and a loss of its reputation. 


To these allegations the defendant filed an Answer, containing New Matter. 
In its Answer, the defendant: (a) avers that the term “Golden Slipper” is also 
identified with certain commercial enterprises; (b) that the defendant corporation 
came into legal existence on July 13, 1948, after advertising that it intended to adopt 
as the corporation name “Golden Slipper Restaurant and Catering, Inc.;” (c) while 
admitting having made advertisements using the name “Golden Slipper,” the 
defendant avers that it has from time to time in its advertisements stated that it 
was Philadelphia’s only Jewish-American night club, that it was in the restaurant 
and catering business, that it was strictly “kosher” and that it has no affiliation 
with the Golden Slipper Square Club; (d) denies having intended to make, or 
did make, unfair use of the good will built up by the plaintiff, or to produce con- 
fusion in the public mind, or that its advertisements, or the operation of its 
business was calculated to deceive or did deceive the public; (e) denies that since 
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March 29, 1949, the plaintiff has requested the defendant to discontinue the use 
of its name, but avers that the plaintiff requested the defendant to include in its 
advertisements the phrase: “This place has no affiliation with ‘Golden Slipper 
Square Club,’” and that the defendant did so advertise for approximately three 
months; (f) denies that the defendant promised to discontinue the use of its name, 
or that the plaintiff desisted from taking legal action on the strength of such promise, 
but avers that the plaintiff so desisted because the plaintiff and defendant were 
attempting to effect an amicable settlement; and (g) denies that the plaintiff has 
suffered any damages. 

In its New Matter, the defendant avers facts which are irrelevant, which call 
for conclusions of law, and which have properly been set forth under the denials 
in its Answers. Therefore, the averments in the New Matter of defendant are im- 
properly pleaded, and the plaintiff’s Reply thereto need not be discussed. 


FINDINGS OF Fact 


1. Plaintiff is a non-profit corporation, organized and existing under the laws 
of the Commonwealth of Pennsylvania, with its principal office located at 213 
South Broad Street, Philadelphia, Pennsylvania. 

2. Defendant is a corporation engaged in the restaurant, catering and night 
club business, with its principal place of business located at 715 West Girard Avenue, 
Philadelphia, Pennsylvania. 

3. The plaintiff corporation has been in continuous existence since 1924, and 
has now a membership of 1600 persons, predominantly from the Philadelphia area. 

4. The membership of the plaintiff wholly owns, maintains and operates the 
Golden Slipper Square Camp, a non-profit, charitable summer camp for under- 
privileged children, a milk fund and a coal fund; provides scholarship and outings 
for orphans; maintains and fosters achievement and service awards; and gives aid 
to service men and to the needy poor. 

5. In order to raise funds for its charitable activities, the plaintiff holds one 
to three large scale entertainments or shows each year, in which stars of national 
fame in the entertainment field are engaged to perform; and, in connection there- 
with, the plaintiff solicits advertisements for its program book, which is distributed 
at said entertainments. The plaintiff also holds approximately eight meetings a 
year, in which celebrities are invited to speak and perform for the members; and 
contributions for the plaintiff’s charitable enterprises are solicited at these meetings. 

6. In the last three years the plaintiff has raised and distributed over 
$350,000.00 for charitable purposes. 

7. The plaintiff is well known in the City of Philadelphia and surrounding 
territory as the “Golden Slipper” or the “Golden Slipper Club,” and has been so 
known for a period of more than twenty years. 

8. The combination of the words “Golden Slipper” or “Golden Slipper Club,” 
when used in reference to a club or organization which gives dinners and provides 
entertainment, is identified by the citizens of the City of Philadelphia and its 
environs solely with the plaintiff. 
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9. The defendant corporation was originally incorporated under the name 
“Congress Restaurant, Inc.,” in July, 1948. 

10. On or about October 15, 1948, the shareholders of the defendant corpora- 
tion were Joseph and Rosalie Spielvogel, Samuel Spielvogel, and Isidore and 
Freda Katz. 

11. On or about October 15, 1948, the defendant corporation decided to 
change the name of the corporation from Congress Restaurant, Inc., to Golden 
Slipper Restaurant and Catering, Inc., with knowledge of the existence of the 
plaintiff corporation, and with the intent to trade on the long established good 
will and reputation of the plaintiff. 

12. The defendant corporation filed its certificate for the change of name from 
the Congress Restaurant, Inc., to Golden Slipper Restaurant and Catering, Inc., 
with the Secretary of the Commonwealth on January 25, 1949, after advertising 
its intention to do so on January 21, 1949, in the Legal Intelligencer. 

13. On or about March 14, 1949, the defendant corporation opened for busi- 
ness in the City of Philadelphia. 

14. The plaintiff, by letter of its counsel addressed to defendant under date 
of March 29, 1949, demanded that defendant discontinue using the name “The 
Golden Slipper Club” in connection with the operation of its business. 

15. In April, 1949, at a meeting between Joseph S. Spielvogel, manager of 
the defendant; his attorney, Gabriel Berk, Esq.; and representatives of plaintiff, 
defendant promised to change its name; but, by reason of the fact that defendant 
was then in financial difficulty, the defendant requested several months delay before 
changing its name; and promised that, pending its change of name, it would 
announce in its advertisements that the Golden Slipper Restaurant and Catering, 
Inc., was not affiliated with the Golden Slipper Square Club. 

16. With the exception of the period extending from April 1949 to June 1949, 
when the defendant advertised that it was not connected with the plaintiff, all 
of the defendant’s advertisements appearing in the Philadelphia daily papers and 
in the Philadelphia Anglo-Jewish papers from January 25, 1949, until the present 
date, have had as a prominent feature of said advertisements the words “Golden 
Slipper;” and some of the defendant’s advertisements have used the words “Golden 
Slipper” alone as the name of the defendant organization. 

17. The defendant in its advertisements has at times stated that it is Phila- 
delphia’s only Jewish-American night club, that it is in the restaurant and catering 
business, that it is strictly “kosher,” and that it has no affiliation with the “Golden 
Slipper Square Club.” 

18. On one occasion a newspaper columnist confused the identity of the 
plaintiff and defendant organizations and made written reference to the “Golden 
Slipper Square Club” when he intended to refer to “Golden Slipper Restaurant 
and Catering, Inc.” 

19. The words “Golden Slipper” are displayed prominently at defendant’s 
place of business. 

20. The plaintiff has used the symbol of a golden slipper on much of its 
printed matter since its incorporation; and the defendant, since its change of name, 
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has used this same symbol in its advertising and has also used this symbol on the 
neon sign which appears over its place of business. 

21. Letters and bills intended for the defendant are frequently delivered to 
the plaintiff. 

22. Telephone calls intended for the defendant are received by the plaintiff 
on an average of several times a week. 

23. Members and non-members of the plaintiff organization are confused as 
to the identity of the defendant and have frequently endeavored to ascertain if the 
plaintiff was operating the business of the defendant; and on several occasions 
former contributors to the plaintiff organization have refused to make donations 
to the plaintiff because of such confusion, until learning that there was no relation- 
ship between the plaintiff and the defendant. 

24. The name “Golden Slipper” was registered by Anna Taffler in Philadel- 
phia, Pennsylvania, on September 14, 1927, in C. P. No. 5, June Term, 1927, No. 
569, for use in her hosiery, shoes, findings and kindred articles business. 

25. The song “Oh, dem Golden Slippers” has been played frequently by the 
string bands of the Philadelphia Mummers since 1901. 

26. The name “Golden Slipper” is used by the manufacturers of “Golden 
Slipper Premium Ginger Ale.” 

27. Use of the words “Golden Slipper” by the defendant as part of its cor- 
porate name has bred confusion in the minds of the public as to whether or not the 
defendant is identified with the plaintiff. 


DIscussION 


The facts which were brought out by the plaintiff on behalf of its case are 
as follows: 

The plaintiff, which is a non-profit corporation organized and existing under 
the laws of the Commonwealth of Pennsylvania, has its principal office located 
at 213 South Broad Street, Philadelphia. The defendant is a corporation engaged 
in the restaurant, catering and night club business, with its principal place of busi- 
ness at 715 W. Girard Avenue, Philadelphia. The plaintiff corporation has been 
in continuous existence since 1924, and has now a membership of 1,600 persons, 
predominantly in the Philadelphia area. Over these years the plaintiff has devoted 
itself to numerous charitable causes. Through great diligence and zealous fund- 
raising activities, the plaintiff has acquired a national reputation as a philanthropic 
organization. Charity and public service are its chief reasons for existence. The 
membership of plaintiff wholly owns, maintains and operates the Golden Slipper 
Square Club Camp, a non-profit charitable summer camp for underprivileged 
children, a milk fund and a coal fund, and provides scholarship and outings for 
orphans. In the adult field, it maintains and fosters achievement and service awards 
and gives aid to service men and the needy poor. For all of its combined work 
the plaintiff has raised and distributed over $350,000.00 in the last three years 
alone. One of the greatest sources of revenue of the plaintiff corporation has been 
its shows and dances, which are produced one to three times a year, and at which 
prominent entertainers appear. In connection with these shows, the plaintiff organ- 
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ization publishes and distributes a program book, containing advertisements, from 
which it raises large sums of money. In one year the plaintiff had collected for 
charitable purposes the sum of $87,000.00 from this book alone. The plaintiff also 
conducts approximately eight meetings a year, at which entertainers appear, and 
at which contributions for charitable purposes are solicited from its members. 
The plaintiff has also conducted other activities, such as an A.A.U. meet in Phila- 
delphia, and the proceeds thereof were devoted to charitable purposes. 


The defendant was incorporated in July of 1948 under the name “The Con- 
gress Restaurant, Inc.” In October of 1948 the shareholders of the corporation were 
Joseph Spielvogel, Rosalie Spielvogel, Sam Spielvogel, Isadore Katz and Freda 
Katz. At that time these shareholders were desirous of changing the name of the 
restaurant. Joseph Spielvogel suggested that the name be changed to the Golden 
Slipper Restaurant and Catering, Inc., with knowledge of the existence of the 
plaintiff corporation and with the intent to benefit from its reputation. Isadore 
Katz, who was a member of the Golden Slipper Square Club, suggested to Spiel- 
vogel that it would be necessary to get permission of the plaintiff to use the sug- 
gested name. The name of the defendant corporation was changed to Golden 
Slipper Restaurant and Catering, Inc., on January 25, 1949, without any attempt 
having been made by the officers, directors or shareholders to secure the consent 
or approval of the plaintiff. 


The defendant opened for business on March 14, 1949, but prior thereto it 
advertised extensively in the newspapers and over the radio under its new name, 
and at times it advertised as the “Golden Slipper.” By letter dated March 29, 1949, 
Victor H. Blanc, Esq., acting as attorney for the plaintiff corporation, informed 
the defendant that its use of the name “Golden Slipper Club” had caused much 
confusion, and he requested defendant to cease and desist from using the name 
“Golden Slipper Club” in connection with its business. 


Thereafter, in the early part of April 1949, at a conference (at which Gabriel 
Berk, Esq., as attorney for the defendant corporation; Joseph Spielvogel; Victor H. 
Blanc, Esq., attorney for the plaintiff; and Jack Shlifer, were present), Mr. Berk 
stated that the defendant was having difficulty with creditors and that a change of 
name of the defendant corporation at that time might cause some embarrassment 
to the defendant corporation in its negotiations with its creditors. He further stated 
that, as soon as arrangements with creditors were effected, the defendant would 
proceed to have the name of the corporation changed. Joseph Spielvogel agreed 
to this proposal. In the meantime, the defendants agreed that in its advertise- 
ments it would state that the defendant corporation was not in any way connected 
with the plaintiff organization. The defendant did so advertise until July of 1949. 


Following the conference in April of 1949 the defendant had, in fact arranged 
a settlement with creditors; but from September of 1949 and thereafter the defendant 
returned to its previous method of advertising. By reason of these circumstances, 
in November 1949, another meeting was called by Mr. Blanc, the _plaintiff’s 
attorney, at which he, Mr. Berk, defendant’s counsel, Joseph Spielvogel, Jack Shlifer, 
and Norman Fuhrman, Esq., were present. The plaintiff was then requested to with- 
hold any contemplated proceedings against the defendant until after the New Year, 
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inasmuch as the defendant would be able to raise sufficient revenue from its New 
Year’s business to pay the cost of the change of name. The plaintiff agreed. Mr. Berk 
did in fact go to Harrisburg in December of 1949 for the purpose of inquiring as to 
the availability of various names for the defendant corporation. However, the defend- 
ant never proceeded with its change of name, and thereafter took the position that 
Joseph Spielvogel had never agreed to change the name, and that he alone could not 
commit the corporation to such an agreement, since his father, who was president of 
the corporation, had also to be considered and had not agreed to any change of name. 

The plaintiff introduced many “tear sheets” from various newspapers contain- 
ing advertisements of the defendant corporation. These advertisements prominently 
displayed the words “Golden Slipper.” These advertisements sometimes were in 
Jewish lettering or contained the statements “Philadelphia’s only Jewish-American 
night club” or “strictly kosher cuisine.” These advertisements frequently contained 
the emblem of a slipper. Also, the emblem of a slipper appeared on a large neon 
sign in front of the defendant’s place of business. A golden slipper had been the 
emblem of the plaintiff since its incorporation and had been used in many of its 
publications. 

At the hearing a number of prominent citizens appeared for the plaintiff and 
testified that the words “Golden Slipper” were understood by them as referring to 
Golden Slipper Square Club, the plaintiff corporation. It was also testified that 
on one occasion Jerry Gaghan, a gossip columnist in the Philadelphia Daily News, 
had confused the defendant with the plaintiff Club, when he stated in his column 
that a performer, who was appearing at the defendant’s night club, was appearing 
at the Golden Slipper Square Club. “The plaintiff, since the opening of the defend- 
ant’s restaurant and night club, had been the recipient of many letters and 
telephone calls intended for the defendant. Jack Shlifer and Morris Soble, prom- 
inent members of the plaintiff corporation, testified that contributors to the plain- 
tiff were reluctant to fulfill their pledges until they learned that the plaintiff was 
not engaging in the night club business. 

Joseph Spielvogel, general manager of the defendant corporation, testified in 
behalf of the defendant as follows: 

The present owners of the defendant corporation purchased the Congress Res- 
taurant in June of 1948. However, the witness stated that the owners never intended 
to open the restaurant under that name. Settlement for the property was not made 
until September 21, 1948. He testified that, if he had been a shareholder of the 
defendant corporation, it was for only a period of approximately five days, under 
an agreement entered into with his father and Mr. Katz dated October 15, 1948. 
This witness said that he had decided to include the words “Golden Slipper” in 
the title of the defendant corporation when he had heard the song, “Oh Dem 
Golden Slippers” over the radio, because the lyrics of that song suggested gaiety and 
weddings, and he thought these words would be appropriate for a restaurant and 
catering establishment. He stated that he had no knowledge at that time that 
Mr. Katz was a member of the Golden Slipper Square Club, although Mr. Katz 
did tell him later that he was a member and was very much in favor of the sug- 
gested name. He denied that he had ever told Mr. Katz that he thought it was 
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a wonderful name for the defendant’s ballrooms and restaurant because he would 
be able to get patronage on the basis of the reputation of the plaintiff organization. 

The witness denied that he had ever agreed with representatives of the plain- 
tiff to have the name of the defendant corporation changed. He stated that he 
could not agree to any change of name because he had never secured the consent 
of his father. However, he did admit that he had agreed to insert in defendant’s 
advertisements that “the Golden Slipper Restaurant and Supper Club has abso- 
lutely no affiliation with the Golden Slipper Square Club.” He stated that he so 
advertised from April 29, 1949, until June 24, 1949, but that he did not continue 
thereafter. 

The witness admitted that the change of name would definitely injure defend- 
ant’s business. He estimated that the sum of $185,000.00 had been invested in 
detendant’s business, and that the cost of the defendant’s advertising by radio and 
newspapers from approximately December 1948 to June 1949 was $15,000.00. 

The defendant introduced in evidence admissions in the plaintiff's pleadings 
that the words “golden” and “slipper” standing alone, are common words; that 
the words “Golden Slipper” are currently used by the manufacturers of “Golden 
Slipper Premium Ginger Ale;” that the name “Golden Slipper” was registered by 
a certain Anna Taffler on September 14, 1927, in Philadelphia County for use 
in her hosiery, shoes, findings and kindred articles business; that the song “Oh Dem 
Golden Slippers” is the theme song of the Philadelphia Mummers, that the defend- 
ant had been granted the right to use the name Golden Slipper Restaurant and 
Catering, Inc., by the Secretary of the Commonwealth of Pennsylvania, after due 
advertisement in the Philadelphia press and the Legal Intelligencer; and that the 
defendant is not presently and will not in the future be a charitable or fraternal 
organization. The plaintiff objected to the materiality of the foregoing admissions. 

From this review of the evidence, it is apparent that there is only one material 
conflict in the testimony, and that is whether the defendant changed its name to 
Golden Slipper Restaurant and Catering, Inc., with knowledge of the existence 
of the plaintiff corporation, Golden Slipper Square Club, and with the intent to 
trade upon its good will and reputation. As to this, we have found as a fact that 
the defendant did change its name with knowledge of the existence of the plaintiff 
corporation and the intent to trade upon its good will and reputation. We have 
also found as a fact that the use of the words “Golden Slipper” by the defendant 
as part of its corporate name has bred confusion in the minds of the public as to 
whether or not the defendant is identified with the plaintiff. On the basis of these 
two findings, the plaintiff’s bill for injunction might well be sustained: Consoli- 
dated Home Specialties Co. v. Plotkin, 358 Pa. 14 [38 T. M. R. 218]; Hartman v. 
Cohn, 350 Pa. 41 [35 T. M. R. 18]; American Clay Mfg. Co., a corporation of 
Penna. v. American Clay Mfg. Co., a corporation of N. J., 198 Pa. 189. The impor- 
tance of the intent of the actor is well set forth in the Restatement of the Law of 
Torts at Sec. 729, Comment f, pages 594-5, as follows: 

“f. Intent of actor. As stated in Sec. 717, one may infringe another’s trade- 
mark or trade name by adopting a confusingly similar designation whether he does 


so innocently or for the purpose of deceiving prospective purchasers. But his knowl- 
edge or purpose is an important factor in determining whether or not his designation 
























cate 













eel th SES RIE LARLY Stace tn Rea LN ke atlantis. « 











ci Se en ee A Ee Sie SRST ST 

















41 T.M.R. GOLDEN SLIP’R CLUB v. GOLDEN SLIP’R REST. 1099 


is confusingly similar. If he adopts the designation in ignorance of the other’s trade- 
mark or trade name, the similarity is determined on the basis of other factors. But 
if he adopts his designation with the intent of deriving benefit from the reputation 
of the trade-mark or trade name, his intent may be sufficient to justify the inference 
that there is confusing similarity. Since he was and is intimately concerned with the 
probable reaction in the market, his judgment manfested prior to the controversy, 
is highly persuasive. His denial that his conduct was likely to achieve the result 
intended by him will ordinarily carry little weight. While the actor’s intention is 
thus a factor in determining the likelihood of confusion, the degree of similarity in 
appearance, pronunciation or suggestion (see Comments b to e) is a factor in deter- 
mining the actor’s intention when that is in issue.” 


However, we shall not rest our decision on these findings alone, but will con- 
sider all of the defenses raised by the defendant to the plaintiff’s Bill, which can be 
grouped as follows: (1) That plaintiff is a charitable corporation, and defendant 
is a business corporation, and that, therefore, the plaintiff, as a non-profit corpora- 
tion, is not entitled to protection in the use of its name as against a business corpo- 
ration; (2) that no competition exists between plaintiff and defendant; (3) that 
the differences between the purposes and activities of defendant corporation and 
plaintiff corporation are so great that no confusion can be found to exist; and (4) 
that “Golden,” “Slipper,” and “Golden Slipper” are merely words of description in 
everyday usage, and are available to all persons, organizations, groups and cor- 
porations. These propositions will now be considered in the above order: 


I. Plaintiff is a charitable corporation and defendant is a business corporation, 
and, therefore, plaintiff as a non-profit corporation is not entitled to protection in 
the use of its name as against a business corporation. 


This question does not appear to have been decided in Pennsylvania. However, 
defendant. argues that the case of Pocono Pines Assembly v. Miller, 229 Pa. 32, is 
authority for its contention. It does not appear that the question under considera- 
tion was raised in that case. There, the plaintiff, a non-profit corporation organized 
for the study of the Bible and for the promotion of general culture in the interests 
of Christianity, operated a garage for the purposes connected with the operation 
of its hotel and school, and also did a general business for profit under the name of 
“Pocono Pines Garage,” having filed said name in accordance with the provisions 
of the Act of June 20, 1901, P. L. 582. That Act provided for the registration of 
trade-marks, trade names, etc. when used to designate goods, wares, merchandise, 
or other products of labor, and the protection thereof. The defendant erected a 
garage and advertised it as “Pocono Pines Garage,” thereby injuring the plaintiff's 
business. The plaintiff thereupon filed its bill to enjoin the defendant from using 
the name “Pocono Pines Garage.” Under these facts the court held that the plaintiff 
was not entitled to an injunction for two reasons: first, that the business the plain- 
tiff was engaged in and sought to appropriate the name for was ultra vires, as the 
charter of the plaintiff did not authorize it to run a garage for profit, and, there- 
fore, the plaintiff had no standing in a court of equity for relief by injunction; and, 
second, that complainant had no right to appropriate to its own exclusive use a 
name such as “Pocono,” used by a large district of country, and restrain others 
from the use thereof. Thus it is clear that the question whether a non-profit corpo- 
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ration can enjoin the use of its name or a deceptively similar name by a business 
corporation was not raised in that case, and the court did not consider or discuss 
whether plaintiff would have been entitled to relief had it proved that its name 
was a valid trade name and that it was used in connection with the lawful purposes 
of the corporation. 

The defendant seeks to draw from this case the legal conclusion that a non-profit 
corporation may not protect its name against use by a business corporation, because 
it is not contemplated that a non-profit corporation will engage in business and 
need the protection of the law. However, all the court said on that point was the 
following: 

“As to the contention of plaintiff that it is entitled to the trade name ‘Pocono 

Pines Garage,’ by reason of its compliance with sec. 1, Act of June 20, 1901, P. L. 

582, we have simply to say, we fail to see that it is engaged in any business mentioned 


in that act, on account of which it would be entitled to a trade name, or that it is 
authorized by its charter to engage in any of said businesses or trades.” 


The court did not say that a non-profit corporation could not establish a right 
to its name similar to that of a trade name. The Act of 1901, under which the 
plaintiff in the Pocono case sought protection, was only applicable to trade names 
used in connection with “goods, wares, merchandise or other products of labor;” 
and the plaintiff in that case sought protection for a trade name used in connection 
with business. 

Under the Non-profit Corporation Law of Pennsylvania (May 5, 1933, P. L. 
289, sec. 285-309) it is clear that a non-profit corporation can engage in business 
in connection with the purposes for which it was formed. The evidence in this case 
disclosed that the plaintiff corporation engaged in many activities of a business 
nature, and the defendant has never raised the question that any of these ventures 
of the plaintiff corporation were ultra vires. It, therefore, seems quite clear that 
the Pocono Pines Assembly case relied upon by the defendant has no application 
here. 

The right of a non-profit corporation to the exclusive use of its name has been 
the subject of much discussion. Thus, in the case of Societa di Mutuo Soccorso, 
Christoforo Colombo v. Lombardo et al., 350 Pa. 530, where a non-profit corpora- 
tion sought to restrain former members of the plaintiff corporation from using a 
name deceptively similar to the corporate name, the court said: 

“# # * We said in Amer. Clay Mfg. Co. v. Amer. Clay Mfg. Co., 198 Pa. 189, 

196-197, 47 A. 936: ‘* * * the authorities have settled that the exclusive right of a 


corporation to its name is one that of itself carries the presumption of injury by 
interference and will therefore be protected.’ 


“In B. & L. Assn. v. B. @ L. Assn., 159 Pa. 308, 311, 28 A. 215, Chief Justice 
Sterrett, speaking for the Court said: “The name being an essential in plaintiff's 
corporate existence, its further wrongful use by defendant will have a natural 
tendency to injuriously affect plaintiff’s identity and business. For this the law has 
no adequate remedy and resort was properly taken to the equitable remedy by in- 
junction * * *.’ While the cases cited involved business corporations, the same 
reasoning applied to a non-profit corporation. It was so held in Cape May Yacht 
Club v. Cape May Yacht and Country Club, 81 N. J. Eq. 454, 86 A. 972. It was 
there said that equity will lend its aid to restrain the unfair use of the name of a 





41 T.M.R. GOLDEN SLIP’R CLUB v. GOLDEN SLIP’R REST. 1101 


corporation not for pecuniary profit to protect its property rights, i.¢., the corporation, 
entity, membership, its popularity and influence and all that goes with them, of 
which the name is merely the badge.” 


Similarly, in the case of Grand Lodge of Improved, Benevolent and Protective 
Order of Elks of the World v. Grand Lodge, Improved, Benevolent and Protective 
Order of Elks of the World, Inc. et al., 50 F. 2d 860, 862, and quoted in Purcell v. 
Summers, 145 F. 2d 979, at p. 985, it was said: 


“Tt is well established that a benevolent, fraternal or social organization will be 
protected in the use of its name by injunction restraining another organization from 
using the name or another name so similar as to be misleading * * *. The reasons 
underlying the rule are thus stated in Nims on Unfair Competition and Trade- 
Marks (3rd Ed.), sec. 86: “The fact a corporation is an eleemosynary or charitable 
one and has no goods to sell, and does not make money, does not take it out of the 
protection of the law of unfair competition. Distinct identity is just as important to 
such a company, oftentimes, as it is to a commercial company. Its financial credit— 
its ability to raise funds, its general reputation, the credit of those managing it and 
supporting it, are all at stake if its name is filched away by some other organization, 
and the two become confused in the minds of the public.’ ” 


In the case of Most Worshipful Widows’ Sons Grand Lodge of Ancient Free 
and Accepted Colored Masons of Pennsylvania Incorporation Case, 160 Pa. Super 
Ct. 595 (1947), it was said: 


“Fraternal orders or lodges exist in great number and variety in our country, 
and many of them possess the public esteem because of the integrity and good works 
practiced by them through the years. Their purposes are benign and their objects 
worthy * * *,. They are entitled to the careful solicitude of the law and her Courts. 

- . +. 

“# # #: and the tendency of the decisional law in Pennsylvania is to give full 
protection to the name of a legitimate organization, fraternal, religious or charitable, 
and whether a corporation or not. In these cases the courts first determine whether 
the one organization has the rightful use of a name or distinctive part thereof, and 
second, whether the other party, by taking a similar name, will commit a fraud on 
the original * * * In making this determination it must be kept in mind that it is 
the antithesis of justice to permit the reputation of such fraternal order to be seized 
and utilized by those who are not members of it.” 


And in the case of Benevolent and Protective Order of Elks of the United States 
of America, et al. v. Improved Benevolent and Protective Order of Elks of the 
World, 122 Tenn. 141, the court said: 


“While the complainant was not engaged in business for profit, in the sense of 
commerce and trade, yet it employed certain business activities for the purpose of 
maintaining itself and to procure funds to carry out the purpose of its organization, 
and it maintained certain business institutions, its clubhouses, and its home for 
aged and invalid members. The name it had acquired and appropriated had become 
very valuable, in the nature of a trade name, by which it was accustomed to appeal 
to the public, and on the faith and reputation of which it was accustomed to obtain 
and receive from the public large sums of money. The name of the defendant is so 
similar that in the nature of things it will cause the one order to be mistaken for the 
other, and the enterprises of each to be confused with those of the other. The fact 
that the defendant’s membership is composed of colored people will not materially 
change the result * * *. Few will take the trouble to inquire, or have the means of 
inquiring, whether such person is a member of complainant organization or of a 
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different organization. The confusion of the two orders will, as shown in the record, 
result in great financial detriment to the complainant. The complainant first used 
the name, and gave to it the great financial, business and social value which is 
now attached to it, to say nothing of the fact that complainant is a prior corporation, 
which is entitled to have its corporate name protected.” 


The foregoing cases, it is true, involved non-profit corporations seeking to 
protect their names against other non-profit corporations or unincorporated associa- 
tions; and the direct question involved in the instant case was not presented. How- 
ever, the cited cases do clearly hold that a non-profit corporation has a legal right 
to the exclusive use of its name and reputation, and, on principle, there should be 
no distinction between a profit and a non-profit corporation with respect to its 
right to restrain another corporation from using a deceptively similar name. 

It is true that a non-profit corporation can suffer no pecuniary harm in the 
nature of a loss to its members. However, the old rule, which is still followed in 
some jurisdictions, that a non-profit corporation must show pecuniary damage in 
order to restrain another corporation from using a deceptively similar name, is 
not followed today in Pennsylvania, or in the majority of other jurisdictions: Societa 
di Mutuo Soccorso, Christoforo Colombo v. Lombardo et al., supra; Most Worship- 
ful Widows’ Sons Grand Lodge of Ancient Free and Accepted Colored Masons of 
Pennsylvania Incorporation Case, supra; and see Annotation in 148 A. L. R., pages 
19-21, and cases cited under discussion of defendant’s second contention herein. 
It is sufficient to support an action by a non-profit corporation if it proves loss or 
threat of loss of membership, loss or threat of loss of contributions or other revenues 
for charitable purposes or other actual and substantial damages. 

While it may well be that the use by a business corporation of a name similar 
to that of a non-profit corporation may not cause confusion among the public as 
to the identity of the two corporations, where the non-profit corporation does not 
engage in any activities of a business-like nature, we do not have that situation in the 
instant case. Here, it has been clearly shown that the plaintiff engages in substantial 
activities of a businesslike nature, and that harm can be suffered by it, in the reduc- 
tion of its revenues for charitable purposes, in the reduction or loss of contributions, 
and in the reduction or loss of membership arising from a loss of prestige in the use 
by the defendant of a name deceptively similar to that of the plaintiff. 

It has been shown that the plaintiff organization produces annually one to three 
plays and dances or dinners, which are open to the general public. It has been shown 
that, in order to raise funds for its charitable activities, the plaintiff holds one to three 
large scale entertainments or shows a year, in which stars of national fame in the 
entertainment field are engaged to perform; and that in connection therewith the 
plaintiff solicits advertisements for its program book, which is distributed at said 
entertainments; that the plaintiff also holds approximately eight meetings a year, at 
which celebrities are invited to speak and perform for the members; that contribu- 
tions are solicited for the charitable enterprises of the plaintiff at these meetings; 
that the plaintiff has raised up to $87,000.00 in one year from its program book alone; 
and that in the last three years the plaintiff has raised approximately $350,000.00 for 
charitable purposes. The interest which the plaintiff organization has in maintain- 
ing its reputation and its name in the foregoing enterprises is quite substantial. Al- 
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though the members of the plaintiff corporation do not profit individually from these 
enterprises, courts are vigilant to protect the reputation and name of a charitable cor- 
poration, when the use of its name by another organization would be injurious to its 
charitable enterprise. 


II. No competition exists between plaintiff and defendant. 


The defendant’s next contention is that no competition exists between plaintiff 
and defendant corporations by reason of the fact that the nature of defendant’s 
business is completely different from the operations and purposes of the plaintiff. In 
Pennsylvania competition need not exist in order to have the court enjoin the use of 
a trade name. The law is set forth in the Restatement of the Law of Torts, at sec. 
730, page 596, as follows: 

“The interest in a trade-mark or trade name is protected under the rule 
stated in sec. 717 with reference only to 
(a) competing goods, services or businesses, and 


(b) other goods, services or businesses which, in view of the designation used 
by the actor, are likely to be regarded by prospective purchasers as associated with 
the source identified by the trade-mark or trade name.” 


In the discussion under this section it is stated that “‘one’s interest in a trade-mark or 
trade name came to be protected against simulation, therefore, not only on compet- 
ing goods, but on goods so related in the market to those on which the trade-mark 
or trade name is used that the good or ill repute of the one type of goods is likely to 
be visited upon the other. Thus one’s interest in a trade-mark or trade name is pro- 
tected against being subjected to the hazards of another’s business.” 


Two recent Pennsylvania cases, in which the court granted an injunction 
although no competition existed between the parties, are American Oil Co. v. 
Norkus, 358 Pa. 407 [38 T. M. R. 567]; and Thomson-Porcelite Co. v. Harad, 356 
Pa. 121 [37 T. M. R. 362]. 


III. The differences between the purposes and activities of defendant cor- 
poration and plaintiff corporation are so great that no confusion can be found 
to exist. 


The defendant’s third contention is that the difference between the purposes 
and activities of the defendant corporation and those of the plaintiff corporation 
are so great that no confusion can be considered to exist. Whether the court will 
enjoin the use of a deceptively similar name by another corporation is dependent 
upon whether there is a likelihood of confusion as to the identity of the organiza- 
tions, or their businesses or merchandise. There are two classes of cases involving 
judicial interference with the use of names; first, when the intent is to get an 
unfair and fraudulent share of another’s business; and, second, where the effect 
of defendant’s action, irrespective of his intent, is to produce confusion in the public 
mind and consequent loss to the complainant. In both cases, courts of equity 
administer relief without regard to the existence of a technical trade mark; 
see Consolidated Home Specialties Co. v. Plotkin, 358 Pa. 14, 20 [38 T. M. R. 218] 
citing American Clay Mfg. Co., a corporation of Penna. v. American Clay Mfg. 
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Co., a corporation of N. J., 198 Pa. 189. In Thomson-Porcelite Co. v. Harad, 
356 Pa. 121, 125 (37 T. M. R. 362] it is said: 


“Whether the label or mark is reasonably calculated to deceive the public 
into purchasing an article manufactured by a person other than the one offering 
it for sale is the criterion: Scranton Stove Works v. Clark, 255 Pa. 23, 27.” 


And in the Restatement of the Law of Torts, sec. 729, page 592, it is stated: 


“In determining whether the actor’s designation is confusingly similar to the 
other’s trade-mark or trade name, the following factors are important: (a) the 
degree of similarity between the designation and the trade-mark or trade name in 
(I) appearance; (II) pronunciation of the words used; (III) verbal translation of 
the pictures or designs involved; (IV) suggestion; (b) intent of the actor in adopting 
the designation; (c) the relation in use and manner of marketing between the goods 
or services marketed by the actor and those marketed by the other; (d) the degree 
of care likely to be exercised by the purchasers.” 


In this case sufficient proof was produced by the plaintiff to show that con- 
fusion has resulted and will continue to result in the use by the defendant of 
the words “Golden Slipper” in its corporate name and advertising. Both the 
plaintiff and defendant organizations are sometimes referred to by the public as 
“Golden Slipper,” or “Golden Slipper Club.” Both corporations are identified by 
the same symbol—a golden slipper. Whatever differences appear in the names 
of the respective parties are of minor importance, since the most important feature 
of their names is the same. That plaintiff is a non-profit corporation and the 
defendant a business corporation; that the plaintiff offers a few shows a year 
on an elaborate scale, and about eight meetings or dinners a year, at which 
entertainers perform and contributions are sought, and that the defendant has 
advertised as “Philadelphia’s only Jewish-American night club” and “strictly 
kosher cuisine” are circumstances which do not lessen the likelihood of confusing 
the identity of these corporations in the public mind. The plaintiff offered many 
witnesses who testified that the words “Golden Slipper” brought to mind the 
plaintiff organization and the affairs which it held. The plaintiff has shown that 
actual confusion has resulted; that it has received numerous letters and telephone 
calls intended for the defendant; that a Philadelphia columnist on one occasion 
confused the two organizations; and that contributors had accused members of 
entering the night club business. Such confusion is not likely to cease. Both 
plaintiff and defendant produce shows and provide entertainment. In few fields 
of endeavor is reputation of such importance as in the entertainment field. Since 
both plaintiff and defendant corporations do in fact produce shows and provide 
entertainment, there is likelihood that the reputation of one may be ascribed 
to the other, notwithstanding the fact that the defendant has advertised that it is 
Philadelphia’s only Jewish-American night club. The law of unfair competition 
is not for the protection of experts but the general public; N. J. Collins Co. v. F. M. 
Paist Co., 14 F. 2d 614. Potential contributors to the plaintiff are also likely to 
confuse the two corporations, and may refuse to contribute to the plaintiff because 
of its supposed activities as a night club. 


As hereinbefore set forth, the court has found as a fact that members of the 
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plaintiff organization and the public have been confused as a result of the 
use by the defendant of the words “Golden Slipper” in the corporate title and 
advertising for the above reasons. The court has also found as a fact that the 
defendant changed its name to the Golden Slipper Restaurant and Catering, Inc., 
in order to trade upon and profit by the plaintiff's reputation. That the defendant 
adopted the name “Golden Slipper Restaurant and Catering, Inc.,” for the pur- 
pose of deceiving prospective customers and securing unfair benefits from the 
plaintiff's good will and reputation may be inferred from the fact that the plaintiff 
organization was admittedly known to Joseph Spielvogel before the defendant 
corporation changed its name. Furthermore, the defendant’s intent to capitalize 
upon the plaintiff’s reputation may be shown by the fact that the defendant at times 
advertised merely as the “Golden Slipper,” and that it displayed in its advertising 
and on its neon sign in the front of its place of business the emblem of a golden 
slipper, which emblem had previously been used by the plaintiff to identify its 
corporation. The defendant had also hired entertainers who had previously been 
hired by the plaintiff organization, thus adding to the likelihood of confusion. 


The court rejects the defendant’s proposition that the difference between 
the purposes and activities of the two corporations are so great that no confusion 
can be said to exist. 


IV. “Golden,” “Slipper,” and “Golden Slipper” are merely words of de- 
scription in everyday usage, and are available to all persons, organizations, groups 
and corporations. 


> «6é 


The defendant’s fourth and final contention is that “golden,” “slipper,” and 
“golden slipper” are merely words of description in everyday usage, and are 
available to all persons, organizations, groups and corporations. The court finds 
no merit in this contention. It was adequately proved by the plaintiff at trial that 
the name “Golden Slipper,” when used in connection with entertainment and 
dinners, had become identified with the plaintiff. Having proved this, the plaintiff 
established that the character of its name was such as to be entitled to protection, 


provided the other essentials of its action were proved. 

Thus, in Grand Lodge of Improved Benevolent and Protective Order of Elks 
of the World v. Grand Lodge, Improved, Benevolent and Protective Order of Elks of 
the World, Inc., supra, the court said: 


‘Where a corporation has appropriated and used a name for such a length 
of time as to become identified by the name, and had established a character and 
reputation under it, it is a fraud upon the corporation and the public if this name 
be assumed by others under such circumstances as would lead the public to believe 
that they constitute the original corporation. * * *’” “ ‘To establish a cause of 
action for unfair competition it is not necessary to prove an exclusive right in plain- 
tiff, i.c., that no one else has ever used the mark in the past or that no one else 
is using it now.’” “‘ The issue is not one of exclusive title but of representation, 
viz., what does the mark as used by plaintiff represent or mean to the public, 


“> 
> 99 


and what in contrast does the mark used by the defendant represent. 


It is apparent from the foregoing that the evidence produced by the defendant 
that the words “Golden Slipper” had been used (a) in a popular song, “Oh, 
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Dem Golden Slippers,” (b) in connection with the sale of ginger ale, and (c) by a 
hosiery store, is immaterial: See also Universal Credit Co. v. Dearborn Universal 


Underwriter Credit Corp., 16 N. W. 2d 91, 309 Mich. 608. 


CoNCLUSIONS OF LAW 


1. A non-profit corporation has the right to enjoin the use by a business 
corporation of a name the same as or deceptively similar to the name of the 
non-profit corporation. 

2. The use by one corporation of the trade name of another corporation may 
be restrained, notwithstanding the fact that no competition exists between the 
two corporations. 

3. Plaintiff corporation has the right to enjoin the defendant corporation from 
using the words “Golden Slipper” as part of its corporate title, or in connection 
with its business, if it appears that there is a reasonable likelihood of confusion by 
the public with regard to the two corporations and their businesses. 

4. Where a corporation adopts a trade name similar to that of another 
corporation, with the intent to trade upon its good will and reputation, such intent 
may be sufficient to justify the inference that there is confusing similarity between 
the names of the two corporations. 

5. It having been found that the defendant corporation adopted the words 
“Golden Slipper” as part of its corporate title, with knowledge of the existence of 
plaintiff corporation and with intent to trade upon its good will and reputation, 
and it having been found that the night club, restaurant and catering business of 
defendant corporation is so similar to the activities of plaintiff corporation as 
to cause a reasonable likelihood of confusion by the public in the city of Phila- 
delphia and its environs, plaintiff corporation has the right to enjoin defendant 
corporation from using the words “Golden Slipper” in its corporate title and in 
connection with its business activities. 


SLEEPMASTER PRODUCTS COMPANY, INC. v. SIMMONS COMPANY 


Examiner of Interferences—August 17, 1951 


OpposITIONs—EviIDENCE—ABSTRACT OF TITLE 
Abstract of title held not an official record and incompetent as evidence to establish 
opposer’s title to registration. 
OpposiTions—Proor or Ust—Errect oF REGISTRATION 
Certified copy of opposer’s registration constitutes evidence of use of mark on the 
goods disclosed therein. 
Oppos!ITIONs—LIKELIHOOD OF CoNFUSION—EFFECT OF THIRD Party REGISTRATIONS 
While third party registrations may be considered as indicating ordinary usage of 
words contained therein, such registrations may not be considered for the purpose of lim- 
iting scope of protection afforded mark of prior user or in determining question of likeli- 
hood of confusion. 


OpposiTions—BAsis OF RELIEF—GENERAL 
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Opposer’s right to oppose registration of applicant’s mark is not dependent upon 
exclusive ownership of its mark. 

In comparison of marks, they must be considered in their entireties including any 
descriptive portions thereof. 


TraDE-Marks—ConFusING SimMILARITY—PARTICULAR INSTANCES 
“Sleepwonder” held confusingly similar to “Sleepmaster”, used on similar goods, 
under 1946 Act. 


Trade-mark opposition by Sleepmaster Products Company, Inc. against Sim- 
mons Company. Notice of opposition sustained and applicant held not entitled to 
registration. 

Beekman Aitken, of New York, N. Y., for opposer. 
Soans, Pond & Anderson, of Chicago, IIl., for applicant. 
Ka.upy, Examiner of Interferences: 


This is an opposition proceeding under the Act of 1946 in which neither party 
has filed testimony, and both parties have filed briefs, and only the opposer was 
represented at the hearing. 

The applicant here seeks to register the notation “Sleepwonder,” as a trade- 
mark for mattresses, box springs, coil springs, sofa beds, studio couches, and lounges. 

The opposer alleges prior use, and ownership, of Registrations Nos. 327,895 and 
409,026, issued respectively September 10, 1935 and September 12, 1944, disclosing 
the mark “Sleepmaster,” applied to products in part identical with and otherwise of 
the same descriptive character as those of the opposer, and as grounds of opposition, 
the opposer alleges in effect that the mark which the applicant seeks to register bears 
such near resemblances to the mark of the opposer as to be likely, when applied con- 
temporaneously to the products involved, to cause confusion or deception of pur- 
chasers. 

Registration No. 327,895 relied upon by the opposer was issued to a party other 
than the opposer, and as proof of ownership thereof, the opposer has filed herein, 
after notice under Patent Rule 282, a certified copy with abstract of title thereof. 
However, since an abstract of title is not an official record, but rather constitutes a 
mere declaration respecting the alleged contents of an official record, it is incom- 
petent as evidence to establish the opposer’s title to said registration, which was put 
in issue by the applicant’s answer. The Snapout Forms Company v. Allen-Rand Co., 
Incorporated, 69 USPQ 20; United Rexall Drug Company v. Rexon, Inc., 74 USPQ 
482. In view thereof, the opposer may not rely upon said registration in support of 
its opposition. However, the opposer is entitled to rely upon its Registration No. 
409,026, which was issued to the opposer disclosing the same mark applied to the 
same goods, a certified copy of which has been filed herein, and since said registra- 
tion was issued prior to the record date of the applicant, it constitutes evidence of 
use of the mark for the goods disclosed therein since prior to the use of the appli- 
cant. Bond Stores, Incorporated v. Karasick, etc., 89 USPQ 503; Ely @ Walker Dry 
Goods Company v. Sears, Roebuck and Company, 485 O.G. 268, 90 F(2d) 257, 
C.C. P. A. The goods disclosed in the opposer’s registration being in part identical 
with those of the applicant, and all being of the same descriptive character, and 
opposer being the prior user of its mark in connection therewith, there remains for 
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consideration herein only the question of whether the marks of the parties bear such 
near resemblances as to be likely to cause confusion or deception of purchasers. 

The applicant in its answer has denied that such confusion is likely to arise from 
the use of the marks of the parties for the goods involved, and has listed 75 regis- 
trations, and filed official copies thereof, issued to third parties of marks for goods 
similar to those involved herein, containing the word “sleep” as a part thereof, and 
in view thereof, applicant in effect contends that the word “sleep,” which it asserts 
constitutes the only point of similarity between the present marks “Sleepwonder” 
and “Sleepmaster,” is a generic formative and incapable of exclusive appropriation 
for sleeping equipment and must be disregarded in the consideration of the question 
of likelihood of confusion between the marks, and applicant argues that the re- 
maining portions of the marks, consisting of the words “master” and “wonder,” 
being wholly dissimilar, there is no such near similarity between the marks as to be 
likely to cause confusion or deception of purchasers. 

The applicant is correct in its contention that registrations of third parties are 
not precluded from consideration in this proceeding, and such registrations relied 
upon by the applicant may be here considered as indicating the ordinary usage of 
the word “sleep” contained therein in the same way that dictionaries or uses in 
literature of this word might be so considered. Huntington Laboratories, Inc. v. Onyx 
Oil and Chemical Company, 609 O. G. 8, 165 F(2d) 454, C.C. P. A.; Kraft Walker 
Cheese Company, etc. v. Kingsland, 75 USPQ 318 (D. C., D. C.) ; Pro-Phy-Lac-Tic 
Brush Company v. Hudson Products, Inc., 82 USPQ 371; Sharp G Dohme, Incor- 
porated v. Brookfield Laboratories, 85 USPQ 82. However, it is well settled that 
such registrations may not be considered for the purpose of limiting the scope of 
protection afforded a mark of a prior user, or in determining the question of likeli- 
hood of confusion involved in a proceeding of this character. The Hygienic Products 
Co. v. Huntington Laboratories, Inc., 559 O. G. 709, 139 F(2d) 508, C. C. P. A.; 
The Pepsodent Co. v. Comford Mfg. Co., 472 O. G. 258, 83 F(2d) 906, C. C. P. A.; 
Sleepmaster Products Co., Inc. v. The Cleveland Welding Company, 89 USPQ 281. 
Nor is the opposer’s right to oppose the registration of the applicant’s mark de- 
pendent upon the exclusive ownership of its mark. Vi-Jon Laboratories, Inc. v. 
Lentheric, Inc., 550 O. G. 185, 133 F(2d) 947, C. C. P. A. Moreover, in the com- 
parison of marks they must be considered in their entireties, including any descrip- 
tive portions thereof. Atlantic Seafood Packers v. Florida Fruit Canners, Inc., 612 
O. G. 777, 166 F(2d) 586, C. C. P. A. 

In comparing the marks “Sleepwonder” and “Sleepmaster,” it is noted that 
they contain not only the identical word “Sleep” as the initial portions thereof, but 
both end in suffixes containing the same terminal letters “er,” and while said suf- 
fixes “wonder” and “master” may have different dictionary meanings, as pointed out 
by the applicant, this, however, is only one of the factors to be considered in the 
comparison of the marks as a whole; sound and appearance must also be considered, 
and the similarities in these respects are believed to be clearly such as to make it 
reasonably likely that confusion or deception of purchasers would result from the 
simultaneous use thereof for the substantially identical products involved. 

The similarities between the present marks and the likelihood of confusion re- 
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sulting from the use thereof for the goods involved is deemed to be no less than was 
the case, for example, between the marks “Slumberteens” and “Slumber-Alls,” ap- 
plied to sleeping garments, and between “Slumberon” and “Slumbersound,” applied 
to sheets and pillow cases and cotton batting suitable for making comforters, involved 
respectively in cases of Munsingwear, Inc. v. Levenson, 80 USPQ 464, and Sears, 
Roebuck and Co. v. Allied Stores Corporation, 56 USPQ 274. 

Accordingly, the notice of opposition is sustained, and it is further adjudged 
that the applicant is not entitled to the registration for which it has made appli- 
cation. 


Limit of appeal: September 17, 1951.* 





ROHM & HAAS COMPANY v. THE C. P. HALL COMPANY 


Commissioner of Patents—October 12, 1951 


Trape-Mark Act or 1946—CoNncuRRENT REGISTRATIONS—SECTION 2(d) 


TRADE-MARKS—REGISTRABILITY—GENERAL 

Special concurrent registration proviso in section 2(d) of 1946 Act held to have 
little or no application or value in connection with registrations of the same or similar 
marks on different goods, because general purpose of proviso is to provide for registrations 
which could not be effected under 1905 Act and concurrent registrations on basis of use 
on different goods can be effected under general provisions of new Act as they were 
under general provisions of old Act. 

INTERFERENCES—PLEADING AND PracTicE—GENERAL 
ConcurRENT Use ProcEEDINGS—PLEADING AND PracTicE—GENERAL 

Concurrent use proceeding is but a species of interference. 

In view of special circumstances here, including pendency of prior opposition between 
the parties involving same marks and issues, Examiner’s decision dissolving present pro- 
ceeding reversed to permit simultaneous determination, though institution of this con- 
current use proceeding is believed to have been erroneous. 

Examiner’s action holding Hall’s mark unregistrable in concurrent use proceeding 
vacated ; since the same application is involved in pending opposition between the parties, 
Examiner should not have ruled ex parte on question of registrability here. 


Appeals from Examiner of Trade-Marks. 

Trade-mark concurrent use proceedings between Rohm & Haas Company and 
The C. P. Hall Company. Both parties appeal from decision dissolving concurrent 
use proceedings. Reversed. 

Arthur G. Connolly, of Wilmington, Del., for Rohm & Haas Company. 
Gordon C. Mack, of Akron, Ohio, for The C. P. Hall Company. 
FEepERIco, Examiner in Chief: 

These are appeals by both parties from the decision of the Examiner of Trade- 
Marks dissolving a concurrent use proceedings on a motion brought by the respond- 
ent party, C. P. Hall Company, hereinafter referred to as Hall. The examiner also 
held Hall’s mark unregistrable on the application involved. 

Hall owns trade-mark registration No. 205,178, registered November 3, 1925 





* Editor’s Note: Counsel for opposer advises that no appeal was taken. 
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(and renewed), for the trade-mark “Para-Flux” for “asphaltum” in Class 12, 
Construction materials, alleging use since Feb. 20, 1925. On January 2, 1948, Hall 
filed the application involved in this proceeding, serial No. 545,982, for registration of 
the same trade-mark “Para-Flux” for “plastics and flexing material for rubber and 
synthetic rubbers” in Class 6, Chemicals, alleging February 20, 1925 as the date of 
first use. 


When the Hall application was published for opposition it was opposed by 
Rohm and Haas Company, the party in the position of plaintiff in this proceeding, 
on October 27, 1948. The notice of opposition recites a Rohm and Haas’ registra- 
tion and, among other things, denies that Hall has used the mark prior to the date 
of the application on the goods as set forth in the Hall application. In the answer, 
filed February 29, 1949, Hall counter-claimed for cancellation of the Rohm & Haas 
registration mentioned in the notice of opposition and another registration. These 
two registrations are Registration No. 279,547, registered January 20, 1931, and 
renewed, for the mark “Paraplex” for a “viscous, resinous or rubber-like conden- 
sation product or solution thereof used in the production of nitrocellulose lacquers, 
plastics and other types of coatings,” in Class 1, Raw or partly prepared materials, 
which states that the mark has been used since July 7, 1930, and Registration No. 
440,940, registered October 12, 1948, for the mark “Paraplex” for “synthetic 
resinous materials or solutions thereof primarily for use, in pigmented or unpig- 
mented form, as protective coatings,” in Class 16, Paints and Painters’ materials, 
also stating that the mark has been used since July 7, 1930. 

Thereafter, on March 10, 1949, Rohm and Haas filed application Serial No. 
578,522, which is the application involved in this proceeding. The application is 
for the registration of the mark “Paraplex” for “synthetic resinous condensation 
products of the polyester type and solutions thereof suitable for use as plasticizers 
and modifiers for surface coatings, cellulosic plastics, and polyvinyl resins,” in Class 
6, Chemicals. The application alleges use on July 7, 1930, and contains an excep- 
tion to the applicant’s claim of exclusive use, specifying the use by Hall of the 
mark “Para-Flux” in connection with “a petroleum product of asphaltic nature.” 
Rohm and Haas requested the institution of a concurrent use proceeding with the 
Hall application previously mentioned and the present proceedings were instituted. 
The opposition was suspended pending the institution of the concurrent use pro- 
ceedings so that the two could be conducted together. 


Hall moved to dissolve the proceedings and the examiner, in a decision dated 
September 15, 1950, dissolved the concurrent use proceeding (1) in view of the 
absence of any territorial or marketing differentiation in the applications involved, 
and (2) because the mark of the party Hall is unregistrable on the application 
involved since the description of goods is insufficient to satisfy the requirements of 
section 1 (a)1 of the Trade-Mark Act of 1946. Both parties have appealed from 
the examiner’s decision. 


This appeal raises the question of whether a concurrent use proceeding may 
be instituted when there is no differentiation as to the territory in which the 
respective marks are used or to be used, nor any differentiation as to the mode of 
use of the mark, the sole differentiation being in the nature of the goods. 
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Section 2 (d) of the Trade-Mark Act of 1946 provides for the refusal of regis- 
tration of a mark which “consists of or comprises a mark which so resembles a 
mark registered in the Patent Office or a mark or trade name previously used in 
the United States by another and not abandoned, as to be likely, when applied to 


the goods of the applicant, to cause confusion or mistake, or to deceive purchasers.” 
Following this provision in section 2 (d) is the proviso relating to concurrent 
registrations which reads as follows: 

“Provided that, the Commissioner may register as concurrent registrations the 
same or similar marks to more than one registrant when they have become entitled 
to use such marks as a result of their concurrent lawful use thereof in commerce prior 
to any of the filing dates of the applications involved and the Commissioner or a court 
on appeal determines that confusion or mistake or deceit of purchasers is not likely 
to result from the continued use of said marks under conditions and limitations as to 
the mode or place of use or the goods in connection with which such registrations may 
be granted which conditions and limitations shall be prescribed in the grant of the 
concurrent registrations thereof; and concurrent registrations may be similarly granted 
by the Commissioner with such conditions and limitations when a court has finally 
determined that more than one person is entitled to use the same or similar marks 
in commerce. The Commissioner shall give not less than thirty days written notice 
to all applicants, registrants, and users specified by any of the parties concerned of any 
application for concurrent registration and of the time and place of the hearings 
thereon. When the Commissioner decides to grant a concurrent registration the pro- 
posed registration shall be published in the Official Gazette of the Patent Office and 
the application shall be subject to opposition as hereinafter provided for other appli- 
cations to register marks. Concurrent registrations may be ordered by a court in an 
action under the provisions of section 4915, Revised Statutes, under such conditions 
and limitations as the court considers proper in accordance herewith.” 


Hall’s position is that this proviso does not provide for the institution of so- 
called concurrent use proceedings when the only difference in the two cases involved 
is in the goods. The main question raised concerns the meaning of the phrase “under 
conditions and limitations as to the mode or place of use or the goods in connection 
with which such registrations may be granted” in the concurrent use proviso. Hall 
maintains that the “or” which has been italicized is an error in the Act and should 
be read “of” instead of “or.” With this reading the present proceedings could not 
stand. Hall refers to the bill as it was considered by the Committee of the House 
of Representatives immediately before enactment. The bill read with the word 
“of” instead of “or.” The House report on the bill made a number of amendments 
including changing of the word “of” to “or,” with the statement that the amend- 
ments were for the purpose of correcting typographical or clerical errors. It is 
argued that there was no change intended in the bill by the amendment and a 
number of decisions on statutory construction are cited, including some cases 
in which the word “or” in a statute was interpreted as meaning “of.” 

It may be advisable to survey in greater detail the legislative history of the 
Trade-Mark Act of 1946 in connection with the particular phrase in question. The 
series of bills which finally led to the enactment of the Trade-Mark Act of 1946 
is generally considered as starting with H. R. 9041, introduced January 19, 1938 in 
the 75th Congress by Congressman Lanham. The section relating to concurrent 
registrations, which in this first version related to action by the court only, con- 
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tained the phrase “subject to such conditions and limitations, if any, as to mode 
or place of use or otherwise as the court may think it right to impose.” In H. R. 
6618, introduced June 1, 1939, in the following Congress, the phrase in question 
read “subject to such conditions and limitations, if any, as to mode or place of use 
of such marks as the Commissioner or said courts, or either of them, may require 
in order to minimize the probability of confusion arising from the concurrent use 
of such marks.” This passed the House of Representatives and was favorably 
reported by the Senate Committee, but that Congress expired before any further 
action was taken. 

In the next Congress, the 77th, companion bills were introduced in the Sen- 
ate, S. 895, and in the House, H. R. 102, both of which contained the language 
last quoted. During this time there was a so-called coordination committee of trade- 
mark experts and other persons working on suggestions for incorporation in the 
trade-mark bill. This committee produced a suggested revision of the bill which 
was introduced in Congress by Mr. Lanham as H. R. 5461 on July 31, 1941 (Hear- 
ings, infra, page 58). The coordination committee revision as printed and intro- 
duced had the phrase “conditions and limitations as to the mode or place of use 
or the goods in connection with which such registration may be granted.” Dur- 
ing the hearings on this bill, the chairman of the drafting committee of the 
coordination committee requested that the word “or” be changed to “of,” indicating 
that this was to correct a typographical error. (Hearings before the Subcommittee 
on Trade-Marks, Committee on Patents, House of Representatives, 77th Congress, 
first session, on H.R. 102, H.R. 5461, and S. 895, Pages 83, 84.) The bill, in the 
form of an amendment to S. 895, which had in the meantime been passed by the 
Senate, was favorably reported by the House Committee on June 25, 1942, with 
the word “of.” However, the 77th Congress expired without any further action. 


The bill was reintroduced as H.R. 82 on January 6, 1943, in the 78th Congress, 
and passed by the House of Representatives, with the phrase reading as last men- 
tioned. The Senate Committee amended the phrase to change “of the goods” to 
“of the marks,” in reporting the bill favorably, but the bill was not passed in that 
Congress. 


In the 79th Congress, H.R. 1654 was introduced on January 22, 1945, with the 
phrase in question reading “of the goods.” When reported by the House, “of” was 
changed to “or,” with the general statement “All of these amendments are simply 
for the purpose of correcting typographical or clerical errors. No question of prin- 
ciple or substance is involved” (79th Congress, House Report 219, page 1), and 
the bill was enacted in this form. 

Thus it appears that the clause in question when it first appeared in a bill in 
Congress in substantially the present form contained the word “or,” which was 
changed to “of” to correct a typographical error and remained so for some time, and 
then was changed to “or” to correct a typographical or clerical error. The legisla- 
tive history of this wording is not very helpful in finding any particular intent of 
Congress. 


Hall also urges that the wording of the clause is such that it makes more sense 
with the word “of” instead of the word “or.” Difficulties are encountered in reading 
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the phrase with either wording, and it is not believed that this is an instance in 
which the meaning with the word as written in the Act is so grotesque and the 
meaning with the other word so clear that it must be assumed that the latter word 
was intended. 


The language must be taken as it appears in the Act and the application of 
the clause in question must be determined from a consideration of the section as a 
whole and its relationship to the entire act. 


Reading section 2(d) as a whole, it is difficult to see under what circumstances 
the special concurrent use proceeding can be instituted on the basis of a difference 
in the goods alone. The main clause of the section provides that a trade-mark 
will be refused registration if, when applied to the goods of the applicant, there 
is likelihood of confusion or mistake or deception of purchasers. If the trade-mark 
when applied to the goods of the applicant, is not likely to cause confusion or 
mistake or deception of purchasers, then the trade-mark would be registered. Con- 
sequently, if there is a difference in the goods on which a mark is used by an appli- 
cant and a prior registrant or user, the main clause of Section 2(d), is operative 
to provide for the granting of the registration applied for or the refusal of the regis- 
tration, depending upon the existence of any likelihood of confusion. In the 
concurrent registration proviso, two registrations are to be granted when the Com- 
missioner or a court on appeal determines that confusion is not likely to result. 
It can hardly be said that the statute contemplates two different kinds of unlikeli- 
hoods of confusion, one kind to be considered under the main part of section 2(d) 
in determining whether to grant or refuse a registration, and another kind to be 
determined under the proviso in section 2(d) in connection with concurrent use 
proceedings. If there is no likelihood of confusion by reason of the fact that the 
marks are used on different goods by the respective parties, then the main clause 
of section 2(d) is adequate to provide for the registration to an applicant and con- 
current use proceedings have no place in the matter. If there is likelihood of con- 
fusion, then the main clause of section 2(d) requires refusal of the registration, 
and again concurrent use proceedings are not necessary. 


Concurrent registrations of the same or similar marks for different goods were 
commonly granted under the provisions of the prior trade-mark act; citation of 
authority is superfluous, hundreds if not thousands of published decisions, in ex 
parte cases and in interferences, oppositions and cancellation proceedings, are con- 
cerned with the relationship of the goods for the purpose of determining whether 
a registration would be permitted or refused to the later user of the same or a 
similar mark on different goods. Since the general purpose of the concurrent regis- 
tration proviso in the new act is to provide for some registrations which could not 
be effected under the old act, and since concurrent registrations on the basis of 
use on different goods can be and are effected under the general provisions of the 
new act and controversies involving differences in the goods settled under the gen- 
eral provisions of the new act (as they were under the general provisions of the 
old act) it would seem that the special concurrent registration proviso in section 2(d) 
of the new act can have little or no application or value in connection with regis- 
trations of the same or similar marks on different goods. 
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It is Hall, the respondent, who is objecting to the continuation of this con- 
current use proceeding, and Rohm and Haas who are insisting that it go on. If the 
proceedings are terminated by dissolution, the consequence will be that the Rohm 
and Haas application will be allowable except as to formal matters, as shown by 
the record of the prosecution of their application. This record shows that the 
Examiner of Trade-Marks considers that the two applications involved interfere 
with each other. Consequently, if this proceeding is dissolved the examiner would 
be constrained to declare an interference between the two applications. Since a 
concurrent use proceeding is but a species of interference and the proceedings follow 
the practice in interferences, no reason is seen why the present proceeding may not 
be continued in view of the fact that it is to be conducted with the pending oppo- 
sition proceeding which involves the same issue which is attempted to be raised 
in this proceeding. The Examiner of Interferences can make whatever decision is 
appropriate in view of the facts presented, when ruling upon both the opposition 
and the instant proceeding. While the institution of the present proceeding as a 
concurrent use proceeding is believed to have been erroneous, and its dissolution 
as such may be correct, the decision of the Examiner of Trade-Marks dissolving the 
proceeding is reversed since it is believed appropriate in view of the special circum- 
stances present to permit the proceedings to continued and be determined at the 
same time as the opposition. 

The examiner also dissolved the concurrent use proceeding on the ground that 
Hall’s mark was considered unregistrable on the application involved, although there 
was no motion to dissolve on this ground before him and the holding relates to the 
same issue which is being raised in the opposition proceeding. Hall objects to the 
dissolution on this ground since he has been deprived of the opportunity to present 
testimony on the matter. Since the same Hall application involved herein is involved 
in the opposition proceeding and the same issue is being raised in the opposition, 
the Examiner of Trade-Marks should not have ruled ex parte in the concurrent 
use proceeding on the question of the registrability of the mark on the application 
involved. 

The action of the Examiner in holding Hall’s mark unregistrable on the appli- 
cation involved is vacated. 

The decision of the Examiner of Trade-Marks dissolving the proceeding is 


reversed. 
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THE FOSTER & REYNOLDS COMPANY v. BROWN & BIGELOW 
BROWN & BIGELOW v. THE INTERNATIONAL SILVER COMPANY 
Commissioner of Patents—October 30, 1951 










CANCELATIONS—DEFENSES—GENERAL 
Allegation of champertous contract between party and his attorney or some other 
person with relation to prosecution of proceeding, held no defense. 






Petition to Commissioner of Patents. 
Trade-mark cancelation proceedings by The Foster & Reynolds Company 
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against Brown & Bigelow, and trade-mark opposition by Brown & Bigelow against 
The International Silver Company in which The International Silver Company 
counterclaims for cancelation of Brown & Bigelow’s registrations. Petition for 
exercise of supervisory authority and dismissal of petition for cancelation and 
counterclaim denied. 

Nims, Verdi G Martin, of New York, N. Y., for petitioner and applicant. 

Howard L. Fischer, of St. Paul, Minn., for respondent-opposer. 

KLINGE, Assistant Commissioner: 

This is a petition by the party Brown & Bigelow, respondent and opposer in 
the above entitled cancelation and opposition proceedings, respectively, seeking that 
the above entitled petition for cancelation and the counterclaim of the applicant 
be stricken from the files of the Patent Office because of the conduct and unclean 
hands of the cancelation petitioner. The Foster & Reynolds Company, and the 
applicant, The International Silver Company. 

It is requested that an order be issued to show cause why said petition for 
cancelation and said counterclaim should not be stricken by the Commissioner of 
Patents, that the officers of The Foster & Reynolds Company and The International 
Silver Company be required to appear at a specified date before the Commissioner 
for investigation and interrogation concerning matters involved by the present 
petition and that opposer-respondent, Brown & Bigelow, be permitted to be present 
for the purpose of participating in the examination of said parties at such hearing. 

It is alleged by the petitioner that there is a matter of unclean hands, champerty, 
and maintenance in these cases which should be given immediate consideration 
by the Commissioner of Patents. These are not three separate issues, but petitioner 
asserts that the facts in the case show champerty and maintenance between the other 
two parties to these cases, this conduct constituting the unclean hands. 

The charges are denied by counsel for the other two parties. 

It appears from the record that petitioner here brought a motion to dismiss 
the cancelation proceeding on the ground of unclean hands, based upon the same 
allegations made in the present petition, on August 17, 1950. On September 15, 
1950, petitioner brought another motion to dismiss in accordance with Rule 41 (b) 
of the Federal Rules of Civil Procedure on grounds not here relevant. These two 
motions were denied by the Examiner of Interferences on September 28, 1950, who 
at the same time granted a motion for an extension of time brought by the other 
party. Petitioner thereupon filed a petition to the Commissioner of Patents request- 
ing a review of the decision of the examiner of interferences with respect to two 
of the motions, but no review was requested of the decision on the motion based 
upon unclean hands. That matter is now raised before the Commissioner in this 
petition for the first time. Therefore, petitioner’s assertion that these matters have 
been dragged out by the applicant necessitating undue expense on his part is 
without merit. 

In regard to the allegation of unclean hands, I am in agreement with the 
examiner, as stated in his decision on the motion to dismiss, that it has no bearing 
upon the cancelation petitioner’s right of action in the cancelation proceeding. It 
appears to be well settled that it is no defense to an action that there is a champertous 
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contract between the plaintiff and his attorney or some other person, in relation to 
the prosecution of the suit. See 14 Corpus Juris Secundum 382. As stated in 
Burnes v. Scott, 117 U. S. 582-589, 6 S. Ct. 865-869, 29 L. ed. 991: 


“The question raised by the present assignment of error is not whether a 
champertous contract between counsel and client is void, but whether the making 
of such a contract can be set up in bar of a recovery on the cause of action to 
which the champertous contract relates. 

“We must answer this question in the negative.” 


The petition is denied. 


FLEETWOOD COFFEE CO. v. H P COFFEE COMPANY 
Commissioner of Patents—November 2, 1951 


TraDE-Marks—LIKELIHOOD OF CONFUSION—GENERAL 
In determining question of likelihood of confusion, substantially 38 years use of 
marks of the parties on identical goods, in the same territory, during which there has 
been no evidence of confusion, held entitled to consideration and while not controlling, 
it should not be ignored. 


TraDE-Marks—Marks Not ConFusinciy Sim1Lar—ParTICULAR INSTANCES 
“Blue Point” held not confusingly similar to “Blue Ridge,” used on identical goods, 
under 1946 Act. 

Appeal from Examiner of Interferences. 

Trade-mark opposition by Fleetwood Coffee Co. against H P Coffee Company. 
Applicant appeals from decision sustaining notice of opposition. Reversed. 

Mason, Fenwick & Lawrence, of Washington, D. C., for Opposer. 
Rey Eilers, of St. Louis, Mo., and Donald A. Gardiner, of Washington, D. C., for 

Applicant. 

K.uncE, Assistant Commissioner: 

This is an appeal from the decision of the Examiner of Trade-Mark Inter- 
ferences sustaining the opposition filed by Fleetwood Coffee Co. opposing regis- 
tration by the H P Coffee Company of its trade-mark “Blue Point” as applied to 
“coffee.” The opposition is based upon allegations of prior use and ownership of 
the mark “Blue Ridge” shown in opposer’s registration No. 108,486, for goods iden- 
tical with those of the applicant. 

Both parties have filed testimony and briefs and were represented at the hearing. 

Applicant concedes prior use by the opposer of the mark “Blue Ridge” and since 
both marks are used on coffee, the only issue here presented is whether the two 
marks are so similar that when used by the respective parties on the same goods 
there is likelihood of confusion. 

The opposer claims continuous use of its mark through its predecessor in busi- 
ness since sometime in the year 1901, and opposer does not deny that applicant, by 
its testimony, shows use of its mark “Blue Point” since June 6, 1913. Thus there 
has been simultaneous use of the respective marks for a period of some 38 years and 
in the same territory, and the applicant urges that during this time there has been 
no evidence of confusion as to the source or origin of the goods of the respective 
parties. Applicant also argues that its mark “Blue Point” is a well known expression 


Seats Pile A a, el eee Pa ee eee 





SESS Ie ad Ups Do = ein eee 


41 TM.R. FLEETWOOD COFFEE Co. v. H P COFFEE CoO. 1117 


indicating a type of oyster originally found in beds located in Blue Point, Long 
Island, and is so defined in the dictionary (Webster’s New International Dictionary, 
Second Edition), whereas the opposer’s mark “Blue Ridge” is the name of a moun- 
tain range equally well known extending principally through the State of Virginia, 
and for this reason the two marks do not have the same connotation and are therefore 
not confusingly similar. 

The examiner considered the two marks as applied to coffee purely arbitrary 
trade-marks having a more or less indefinite geographical connotation, and that the 
difference between their specific literal meanings is not of substantial consequence in 
the present proceedings. Upon reconsideration of the matter, as a result of a request 
for reconsideration filed by the applicant, the examiner stated further that the 
question of likelihood of confusion in trade must be determined from the viewpoint 
of prospective purchasers who seldom have an opportunity to make close comparison 
of trade-marks and ordinarily must depend upon a more or less general recollection 
of the brand name of a preferred product in making a selection. He considered the 
marks “Blue Point” and “Blue Ridge” closely similar in composition, each consisting 
of two one syllable words, of which the first words are identical and the second 
possessing geographical connotations. Therefore, the examiner was of the opinion 
that similarities substantially outweigh the differences between the two marks and 
that their simultaneous use in the same market upon coffee would be reasonably 
likely to cause confusion or mistake or deception of purchasers. 

In regard to the long use of the two marks by the respective parties, the exam- 
iner pointed out that the absence of evidence of actual confusion in an opposition 
proceeding is not of importance in determining the statutory question of likelihood 
of confusion. It seems to me, however, that in a case of this kind substantially 38 
years’ use by the two parties of their respective marks under the circumstances here 
presented while not controlling, is nevertheless entitled to consideration and should 
not be ignored. 

The term “Blue Point” has but one dictionary meaning which is the same mean- 
ing the term ordinarily connotes to the average person. The same may be said of 
the term “Blue Ridge” which is defined in Webster’s New International Dictionary, 
Second Edition, as a mountain range with which practically everyone in the area 
where the parties conduct their business is entirely familiar. Under the circum- 
stances I think that the two terms are such that, even though arbitrary trade-marks 
as applied to coffee, the average purchaser or prospective purchaser would have no 
difficulty in remembering or distinguishing them in sound, meaning or appearance. 
The only part of the two marks upon which possibility of confusion might be predi- 
cated is the word “Blue,” a common descriptive term which anyone is entitled to 
use either to denote color in describing goods or as an adjective to modify another 
word in connection with which it is used. However, as stated before, each term is a 
composite unitary expression having a well recognized single meaning and when con- 
sidered as a whole, as they should be, likelihood of confusion as to origin of the 
goods of the respective parties is considered unlikely even when they are used on 
the same goods. 

The decision of the Examiner of Trade-Mark Interferences is reversed. 
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EX PARTE GOODALL-SANFORD, INC. 
(2 Cases) 


Commissioner of Patents—August 9, 1951 










TrapE-Marks—Worps INCAPABLE OF ExcLUSIVE APPROPRIATION—DESCRIPTIVENESS 
(Case 1) “Twistpoint” held descriptive of characteristic of piece goods of cotton, 
mohair and wool or combinations thereof, under 1946 Act. 
(Case 2) “Angora Satin,” the word “Satin” being disclaimed, held descriptive of 
piece goods of cotton, mohair, wool and combinations thereof, under 1946 Act. 







TRADE-MarKS—REGISTRABILITY—GENERAL 
(Case 1) Where two words composing a mark are clearly descriptive, combination 
of the two into single expression which is descriptive of the goods cannot make them 






registrable. 
(Case 2) Prior registration or use of “Angora Taffeta,” the word “Taffeta” 


being disclaimed, held to establish no common law rights to “Angora” as trade-mark 
for textile. 












Appeals from Examiner of Trade-Marks. 
Applications for registration of trade-marks by Goodall-Sanford, Inc. Applicant 
appeals from refusal of registrations, under 1946 Act. Affirmed. 

Borowsky & Burrows, of New York, N. Y., for applicant. 

K.uncE, Assistant Commissioner: 

(Case 1) This is an appeal from the decision of the Examiner of Trade-Marks 
refusing registration on the Principal Register of the Act of 1946 of the notation 
“Twistpoint,” applied to “piece goods of cotton, mohair and wool, or combinations 
thereof.” 

The examiner refused registration to the applicant on the Principal Register 
on the ground that applicant’s mark is descriptive, being merely a combination of 
two textile terms, “twist” and “point.” It was held by the examiner that the com- 
bination of these two well-known terms, both finding common usage in the textile 
and apparel fields, into a single expression merely indicates the character of the 
fabric, the connotation “Twistpoint” indicating nothing more than the physical 
makeup of the fabric, and it would be so interpreted by the average purchaser. 

In support of his position the examiner has quoted definitions of both words 
“twist” and “point” from “A Comprehensive Dictionary of Textile Terms” by 
Alfred Higgins, 1948, which need not be copied here, but which the examiner 
believes point up the descriptive nature of the notation. The word “twist” in the 
textile art means just what the common definition of the word suggests, that the 
thread is given a certain degree of twist, the purpose being to add strength to the 
yarn and also to contribute to the appearance of the fabric woven therefrom. The 
word “point” relates to the manner in which threads or yarns are inserted and is 
a term commonly used in connection with textile weaving, embroidery work and 
lace making. 

The applicant argues that the method of construction of the cloth is not a 
description thereof from the point of view of the purchaser and that when the cloth 
is fabricated into a garment the designation of the garment as “Twistpoint” is not 
a description of the garment, but is a means of identifying a source of origin. I am 
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unable to agree with the applicant in this regard. The goods in connection with 
which the mark is used is not a garment, as applicant seems to suggest, but is piece 
goods and to those dealing in such materials, such as textile buyers, the applicant’s 
mark would clearly describe a characteristic of the cloth to which it is applied. 
Where, as here, two words which compose a mark are clearly descriptive, and are 
well understood by those familiar with a particular art, the combination of the two 
into a single expression which is descriptive of the goods cannot make them regis- 
trable, Ex parte Sonotone Corporation, 579 O. G. 712, 67 U.S. P. Q. 21. I agree 
with the examiner that applicant’s mark is descriptive and hence unregistrable on 
the Principal Register of the Act of 1946. 
The decision of the Examiner of Trade-Marks is affirmed. 

K.u1ncE, Assistant Commissioner. 

(Case 2) This is an appeal from the decision of the Examiner of Trade-Marks 
refusing registration to the applicant of the notation “Angora Satin” on the Principal 
Register of the Trade-Mark Act of 1946, for “piece goods of cotton, mohair, wool 
and combinations thereof.” 

Refusal to register the applicant’s mark “Angora Satin” is based on the ground 
that it is descriptive of the applicant’s goods and thus is incapable of distinguishing 
applicant’s goods in commerce from the goods of others. Applicant disclaimed 
the word “Satin,” but considering the mark as a whole, the examiner held that it 
indicates that the fabric is in the nature of satin, woven of angora fibers. The exam- 
iner therefore held that the mark indicates nothing but the physical makeup of 
the fabric and the average purchaser would interpret “Angora Satin” as such, and 
not as an expression indicating origin or ownership any more than the expression 
“Cotton Satin,” “Silk Satin,” or other “Satin” would indicate origin or ownership 
of such fabrics. 

Applicant argues that it has established a common law right in the word 
“Angora,” apparently by reason of the applicant’s ownership of the mark “Angora 
Taffeta,” registration No. 111,327, registered under the Act of 1905, which mark 
has been before the public in commerce since 1915. I am unable to agree with 
the applicant that the prior registration or use of the trade-mark “Angora Taffeta” 
establishes a common law right to the word “Angora” in the applicant even 
though the word “Taffeta” is disclaimed. The word “Angora” is well known in 
the textile field, angora cloth being made of angora wool, the true mohair of com- 
merce, which is the silky wool of the angora goat. Satin cloth is a thin woolen 
fabric having a smooth glossy surface with which most everyone is familiar. The 
term “Angora Satin,” then, would be considered by the average purchaser to be 
a cloth made of angora wool, having a smooth glossy surface resembling satin. I 
am clearly of the opinion that the notation sought to be registered, when applied 
to the mohair piece goods of the applicant, is merely descriptive of such goods and 
is therefore unregistrable on the Principal Register under the Act of 1946, and is 
incapable of distinguishing the applicant’s goods in commerce so as to indicate 
origin or ownership in the applicant. Ex parte Sonotone Corporation, 579 O.G. 712, 
67 U.S. P. Q. 21. 

The decision of the Examiner of Trade-Marks is affirmed. 
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EX PARTE THE GRAPETTE COMPANY, INCORPORATED 


Commissioner of Patents—October 12, 1951 










TRADE-Marks—Goops oF THE SAME CLASS—GENERAL 
Lithiated lemon soda and wines, held so related that confusion in trade as to origin 
of the goods would be likely to result from their sale under the same mark. 
It is well known that the usual “mixes” are commonly sold in most liquor stores. 
Evidence of actual confusion is not required. 







Appeal from Examiner of Trade-Marks. 

Application for registration of trade-mark by The Grapette Company, Incor- 
porated. Applicant appeals from refusal of registration, under 1946 Act. Affirmed. 
Semmes, Keegin, Robinson & Semmes, of Washington, D. C., for applicant. 
KLINGE, Assistant Commissioner: 

This is an appeal from the decision of the Examiner of trade-marks refusing 
registration to the applicant of the trade-mark “White Cap” for a lithiated lemon 
soda, application Serial No. 549,800, filed February 16, 1948. 

Registration of the applicant’s mark was refused in view of two registrations. 
Registration No. 319,097, registered November 13, 1934 is for the identical mark 
“White Cap,” used for “wines,” and registration No. 330,131, to the same registrant, 
registered November 19, 1935 is for a composite mark consisting of two labels, the 
one being a neck label bearing the words “White Cap” and “F. Chauvenet,” the 
other being a label displaying the words “Grand Vin Mousseux,” with the letters 
“F” and “C” entwined thereabove and the signature “F. Chauvenet” therebelow. 
The words “Grand Vin Mousseux” are disclaimed. This registration, like the other, 
is for “wines.” 

The only issue presented in this appeal is whether the goods of the applicant 
and the goods of the two registrations are so related that when sold under the same 
mark likelihood of confusion in trade as to source of origin of the goods would result. 

It is the position of the examiner that applicant’s lemon soda and registrant’s 
wines are beverages which are sold in bottles in the same stores, possibly over the 
same counters to the same class of purchasers, and that a customer seeing the mark 
“White Cap” used for both wines and lemon soda in a place where such goods are 
sold or displayed might reasonably conclude that both products emanated from the 
same source. As indicated by several references, which the examiner has made of 
record, the mixing of wine and soft drinks has been encouraged by certain manu- 
facturers. One of these is a folder available in liquor stores, issued by the Wine 
Advisory Board of San Francisco, California, wherein a recipe for “wine lemonade” 
is given, using wine and lemon soda. Another suggestion for mixing soft drinks and 
wine is found in an advertisement in the Washington Post dated July 8, 1949 which 
extols the virtues of a drink called “Wine and Soda,” a mixture of wine and flavored 
soda which may be any flavor desired by the drinker, the only admonition being that 
California wine be used, “the kind that costs so littlk—adds so much.” The other 
reference is an item in a trade magazine, the “Western Bottler” for August, 1950 
where at page 24 reference is made to wine blended with lemon flavored soda water, 
which is much the same suggestion contained in the first reference referred to above. 
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The examiner was therefore of the opinion that the use of the same mark on wine 
and on lithiated lemon soda would result in likelihood of confusion in the minds of 
purchasers. 

The applicant contends that there has not been any evidence of actual confusion, 
allegedly arising in part from the fact that neither the registrant nor its licensees has 
used “White Cap” for wine in this country for many years. Evidence of actual con- 
fusion is not necessary in an opposition proceeding, and in regard to the nonuse by 
the registrant of its trade-mark for wine in this country, there is no evidence in this 
record to that effect. Speed Products Company v. Tinnerman Products, Inc., 83 
USPQ 490, 492. The applicant also questions whether bottled soft drinks are usually 
sold in the same stores as wines and other alcoholic beverages, but I am inclined to 
the examiner’s view in this regard. It is well known that the usual “‘mixes” are com- 
monly sold in most liquor stores. The point is also made that the examiner was 
unable to find a single decision in which ‘“‘wine” and “soda pop” were held to be 
similar goods, and that this clearly supports applicant’s contention that these goods 
would not be considered by the purchasing public to have a similar source of origin. 
It seems to me that if the examiner had found a decision to that effect, this case, 
involving identical marks, would unquestionably not be here on appeal. 

The decision of the Examiner of Trade-Marks is affirmed. 


EX PARTE THE LUFKIN RULE COMPANY 


Commissioner of Patents—October 29, 1951 


TraDE-MarKks—Worps INCAPABLE OF ExcLUSIVE APPROPRIATION—DESCRIPTIVENESS 
TraDE-Mark Act or 1946—REGISTRABILITY—SECTION 2 (ec) 

Word which describes character, quality or purpose of goods is descriptive. 

The word “Derrick” applied to steel measuring tapes intended for use for derricks, 
held obviously descriptive and unregistrable on Principal Register, under 1946 Act. 
Appeal from Examiner of Trade-Marks. 

Application for registration of trade-mark by The Lufkin Rule Company. Ap- 
plicant appeals from refusal of registration on Principal Register, under 1946 Act. 
Affirmed. 

Frank C. Learman, of Bay City, Mich., and G. C. Callan, of Washington, D. C., for 

Applicant. 

Feperico, Examiner in Chief: 

This is an appeal from the refusal of the Examiner of Trade-Marks to register 
the mark “Derrick” for tape measures on the Principal Register. 

The ground of refusal is that the mark is “generically descriptive” of the goods. 


The goods on which the applicant uses the mark are steel measuring tapes and 
the charge of descriptiveness is based upon the fact that the tapes are particularly 
designed for and advertised as being useful for measuring on derricks. The examiner 
quotes from two catalogues of the applicant which contain the following description 
of the tape in connection with which the word “Derrick” is used: 
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“A heavy duty Tape and Frame with sturdy hook and finger rings at first end 
of line, especially designed for measuring pipe or casing standing upright, as in a 
derrick. This tape is suitable also for general measuring work. 

“The steel hook or block is securely riveted to the lip of the ring. It projects 
Y_ inch from lower side of the tape and has ribbed face so holds well to the pipe. 
Zero falls at inside of hook. The swinging finger ring is 11 inch in diameter, so 
affords firm handhold. The man in the derrick can quickly bring this tape into 
position and without sighting set it down on the pipe so that accurate measurement 
is quickly obtained even in a high wind or from an unfavorable position.” (Italics 


added. ) 












A similar measuring tape is advertised in the catalogue of a competitor in which 
the following description appears: 


“This heavy tape with its stainless steel end hook is especially designed for 
accurate measurements of pipe length, of derrick sections, etc. * * * The end hook 
is so designed that, in measuring pipe or casing standing upright in an oil derrick, 
the user can place the zero of the tape by simply setting the hook over the end 
of the object to be measured, without placing himself in a position to see the zero 
of the tape. * * * This arrangement is not only useful in work about the derrick, 
but is handy for other kinds of measurements.” (Italics added.) 











It is true that the word “derrick” does not describe steel tapes in the sense that 
it describes their appearance or structure, but a word is also descriptive if it describes 
a character or quality of the goods, or the purpose for which they are used. See 
McPartland, Inc. v. Montgomery Ward & Co., Inc., 76 U.S. P. Q. 97, 35 C. C. P. A. 
802, 164 F. 2d 603, 1948 C. D. 158; In re Shaeffer Pen Company, 72 U.S. P. Q. 129, 
34 C. C. P. A. 771, 158 F. 2d 390, 1947 C. D. 105. The use of the word “Derrick” 
in connection with steel measuring tapes, advertised for and particularly intended 
for use with derricks is considered obviously descriptive. 

The examiner’s decision states that the word is “generically” descriptive, but the 
catalogues indicate that the tapes advertised are useful for general measuring and 
it has not been clearly shown that there is a species of measuring tapes known as 
“derrick tapes.” 

The decision of the examiner’s refusing registration is affirmed on the ground 
that the mark is unregistrable by virtue of section 2(e) of the Trade-Mark Act which 


prohibits the registration of descriptive marks. 
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EX PARTE POCKET BOOKS, INC. 


Commissioner of Patents—October 31, 1951 










TrapE-Marks—REGISTRABILITY—GENERAL 
Typography of mark sought to be registered deemed inconsequential and presence 
or absence of space between “pocket” and “book” immaterial. 
TraDE-Marks—Worps INCAPABLE OF ExcLUSIVE APPROPRIATION—DESCRIPTIVENESS 
Use of word in title of book can only be characterized as use in generic or de- 


scriptive manner. 
Particular meaning of a word which has several meanings is to be determined from 


context in which it is used. 
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The word “pocket book” held a word of the English language meaning a small 
book adapted for carrying in the pocket. 


TRADE-MarKS—SECONDARY MEANING—GENERAL 


Trape-Mark Act or 1946—REGISTRABILITY—SECTION 2 (f) 

On facts of record, applicant held to have failed to sustain burden of overwhelming 
proof required under the circumstances to show that descriptive term “pocket book” has 
acquired distinctiveness indicating applicant’s books to the general public. 

Scope of trade-marks is not co-extensive with domain of unfair competition and it 
does not follow from fact that courts will protect applicant against palming off that 
applicant has a registrable trade-mark. 

Before it can be stated that word which is generic designation of an article can 
be considered as having acquired status of trade-mark of a single concern for that 
article, the word must have become practically obsolete as a generic name and must 
be recognized by the public as a trade-mark rather than as a generic term of the 
English language. 

Usage, advertising and repetition alone, even with the acquiescence of the trade, 
held insufficient to remove “Pocket Books,” the name of an article, from the category 
of a generic word of the English language to that of a trade-mark for the article. 


Appeal from Examiner of Trade-Marks. 

Application for registration of trade-mark by Pocket Books, Inc. Applicant 
appeals from refusal of registration, under section 2(f) of 1946 Act. Affirmed. 
Curtis, Morris & Safford, of New York, N. Y., for Applicant. 

Feperico, Examiner in Chief: 
This is an appeal from the refusal by the Examiner of Trade-Marks to register 


the term “Pocket Book” for books, on the Principal Register under the provisions 
of section 2(f) of the Trade-Mark Act of 1946. 

Registration is refused “on the ground that the mark presented herein is merely 
the name of the goods and hence incapable of acquiring distinctiveness under 
section 2(f) of the 1946 Act.” The issue is, in effect, that the term “Pocket Book” 
is a generic term of the English language to designate books of the character pub- 
lished by the applicant, and is hence incapable of functioning as a trade-mark. 
Otherwise stated, the question is, can a term of the English language known as the 
name of a particular article or class of articles be registered as a trade-mark for that 
article? 

Applicant and its predecessors have been publishing and selling since 1938 small 
paper bound books of a size approximately 4 inches wide and 62 inches high, and 
usually about one-half inch in thickness. A large number of titles have been pub- 
lished during this period and the total number of volumes sold has exceeded a quarter 
of a billion copies. A number of other publishers also issue books of approximately 
the same size as applicant’s books, and books of this character are sold in numerous 
places—magazine and newspaper stands, cigar stands, railway stations, bus stations, 
airports, drug stores, five and ten-cent stores, and sometimes even in stores such 
as delicatessen stores and other places. In many instances, the products of different 
publishers are displayed in different racks, and sometimes even segregated in different 
compartments of the same rack. 

Applicant uses the phrase “Pocket Book” on its books, as well as a trade-mark 
consisting of a picture of a kangaroo (called Gertrude). Applicant has three trade- 
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mark registrations; No. 376,601, registered April 2, 1940; No. 406,443, registered 
April 4, 1944; and No. 412,812, registered March 27, 1945. The marks shown in 
each of these registrations include the distinctive figure of the kangaroo and the term 
“Pocket Book,” and were registered under the Act of 1905, with “Pocket Book” 
disclaimed apart from the mark shown. Applicant also has a fourth registration, for 
the word “Pocketbooks,” No. 388,686, registered July 1, 1941, under the Act of 
1920. 

The original drawing filed in this case showed the term written as two words 
and a substitute drawing shows no spacing between the two words. The specimens 
and other material submitted by the applicant show various styles of type; on the 
drawing “pocket” is in italics and “book” in block letters, although in other usages 
both are in block letters. The typography of the mark as sought to be registered is 
deemed inconsequential and the presence or absence of a space between “pocket” 
and “book” immaterial. 

The examiner cited the definition of “pocket book” in Webster’s New Interna- 
tional Dictionary as follows: 


“Pocketbook. n. 1. (Usually two words) A book adapted for carrying in the 
pocket; also a pocket notebook.” 


The examiner also cited the definition found in the Oxford Dictionary (A New 
English Dictionary on Historical Principles, vol. 7, 1905), which gives examples of 
the earliest and other uses of English words. The definition is as follows: 


“Pocketbook 1. A small book, adapted to be conveniently carried in the 
pocket. Now usually two words.” 


Examples of the use of the word given in this work, as quoted by the examiner, are: 


1617. Fanua Ling. Advt. To render the volume as portable * * * and if 
not as a manuall or pocket-booke, yet a pectorall or bosome-booke, to be carried twixt 
ierkin and doublet. 

1648. A Rowley (title) The Scholler’s Companion, or a Little Library, contain- 
ing all the interprerations of the Hebrew and Greek Bible, * * * brought into a 
Pocket Book. 

1658. A Fox tr. Wurtz’ Surg. II Introd. 45 A Small Enchiridium and pocket 
book, easily to be carried about one. 

1678. Aubrey in Ray’s Corr. (1848) 129 A little pocket-book, which may be 
of use where the larger tables cannot be had. 

1882. Saintsbury in Encycl. Brit. XIV 318/2 La Rochefoucauld ranks among 
the scanty number of pocket-books to be read and re-read with ever new admiration, 
instruction, and delight. 


The examiner has also called attention to the fact that applicant itself uses 
Pocket Book in a generic sense, referring to the inclusion of “pocket book” as part 
of the title of a number of books published by applicant. The list of titles published 
by applicant includes 

62. The Pocket Book of Verse 
91. The Pocket Book of Short Stories 


110. The Pocket Book of Bonars 
210. The Pocket Book of Crossword Puzzles 
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233. The Pocket Book of Cartoons 

238. The Pocket Book of Modern American Short Stories 
251. The Ogden Nash Pocket Book 

260. The Pocket Book of Games 

276. The Story Pocket Book 

284. The Pocket Book of Adventure Stories 

293. The Pocket Book of Western Stories 

294. The Pocket Book of Jokes 

377. The Pocket Book of Baby and Child Care 

388. The Pocket Book of Humorous Verse 

392. The Pocket Book of Erskine Caldwell Stories 

431. The Pocket Book of Famous French Short Stories 
529. The Pocket Book of American Poems 

578. The Pocket Book of Old Masters 


Applicant has in fact published about thirty books, ranging in dates of publication 
from 1940 to 1951, with “pocket book” as part of the title. 

Use of the word in the title of books can only be characterized as use in a 
generic or descriptive manner. Display type on the cover of the book is of no moment 
since titles of books are commonly printed in display type on covers of books, and 
titles are listed in uniform style in book lists and catalogues. It is not believed that 
anyone would suppose that an ordinary word appearing in the title of a book is a 
trade-mark. Furthermore, “pocket book” has been used in the titles of books by 
others, both before and after applicant’s first use. The “United States Catalog, Books 
in Print, January 1, 1912,” and supplements to and including 1937, published by The 
H. W. Wilson Company, list about three dozen books with “Pocketbook,” “‘Pocket- 
book,” or “‘Pocket book” as the first word of the title (excluding the definite or indefi- 
nite article). Some of the titles listed are: 

Pocket-book for chemists 

Pocket-book for mechanical engineers 

Pocket-book for miners and metallurgists 

Pocket book for railroad and civil engineers 
Pocket-book of aeronautics 

Pocket book of early American humorists 
Pocket-book of mechanical engineering 
Pocket-book of medical practice 

Pocketbook of pocketbooks 

Pocket book of poems and songs for the open air 
Pocket book of private devotions 

Pocketbook of veterinary medical practice 

Pocket book of infant and childhood dietetics 
Pocketbook of marine engineering rules and tables 
Pocket book of useful formulae and memoranda for civil and mechanical engineers 
Pocket book of English poetry 


Issues of this book catalogue covering the period 1938 to date also show other book 
titles beginning with “Pocket Book” although applicant’s titles predominate during 
this period. The early volumes of this catalogue also show that the publisher Small, 
Maynard & Co., of Boston, published a series of books called “Pocket Book Series” 
for 75 cents each (flexible leather one dollar) and the publisher G. H. Doran Co., of 
New York, published a series of books called “Pocket Books” for 50 cents each. 
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A number of additional examples of the use of “pocket book” in a generic sense 
are added to the record. 

In a detective novel, “The Case of the Little Green Men,” by Mark Reynolds 
(published 1951 by Phoenix Press, New York), a magazine store is described on page 
26: “As you enter, you have thirty feet of magazine racks on your right, * * * On 
your left you have about ten feet of pocket books, * * *” 

In the Washington Post for February 23, 1949, there was a reference to “the 
25-cent pocket books” in a business column. 

The Wilson Library Journal for November 1950 has a one-page article (page 
259) by a librarian, on the use of pocket books in public libraries. The opening sen- 
tence reads, ““To boost our circulation figures, we decided to experiment with pocket 
books,” and on the one page are over a dozen uses of “pocket book” as referring to 
all the small low price books. This article was located from Readers’ Guide to 
Periodical Literature, the current and recent volumes of which have a subject matter 
heading “Pocket books (reprints)” under which are listed articles dealing with small 
low price books. 

Of course, the word “pocket book” has several meanings, including, in addition 
to the other well-known meanings, a species of fresh-water mussel. But the particular 
meaning of a word which has several meanings is to be determined from the context 
in which it is used. Here the word is used in connection with books, and when used 
in connection with books the word “pocket book” as a word in the English language, 
has the meaning of a small book adapted for carrying in the pocket. 

Applicant states in its brief that the examiner’s opinion “is based entirely upon 
surmise and conjecture because there is absolutely no showing and no eviednce that 
‘Pocket Book’ with a capital ‘P’ and a capital ‘B,’ or written in any other way, has 
become descriptive of, or the generic name of small paper or otherwise covered 
books.” The examiner’s position is based upon the meaning of the term as shown 
by the dictionary definition, the significance of which applicant does not discuss in 
any way in its brief, and collaterally on the generic use of the term by applicant itself, 
as in the titles of some of its books, which also has not been discussed by applicant 
in its brief. 

Applicant’s claim for trade-mark registration is based upon continued wide use 
of the term in a trade-mark manner, applicant stating in effect that its use has been 
so great and has extended over such a period of time that the mark has acquired a 
secondary meaning and is, in fact, distinctive of applicant’s goods. To support its 
position, applicant has submitted several affidavits and has filed copies of letters re- 
ceived by it in answer to an inquiry sent to a selected group of persons. Some twenty- 
five letters have been filed; these are from other publishers, including publishers of 
similar books, members of trade associations relating to the book trade, book distrib- 
utors, and others. These show that, insofar as the part of the trade represented by 
the writers of these letters is concerned, applicant’s use of the term as a distinctive 
emblem on its books is recognized and respected. However, it can not be concluded 
from the letters submitted that the term is recognized as a trade-mark distinctive of 
applicant’s books by the general public, all the persons testifying for applicant being 
connected with the book or an allied trade. 
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Applicant points to a distinction between the use of a word in a trade-mark 
manner and the use of a word in a generic or descriptive manner, indicating that 
applicant has acquired the sole right to use the word “Pocket Book” in a trade-mark 
manner, but that anyone else may use the same term in a descriptive manner. Appli- 
cant states in its brief “It is of course well settled that a generic or descriptive word 
or words cannot be taken out of the public domain and used as a technical trade- 
mark at the time of adoption to the exclusion of their use in a generic or descriptive 
way by the public.” And again, “When such a right [the right to a secondary meaning 
trade-mark] is acquired by a user it does not give him a monopoly such as he gets by 
the use of technical trade-mark such as a fanciful word because it does not take away 
from the public that which it already has, namely, the right to use that word or those 
words in a descriptive manner.” This distinction might be recognized in the case of 
descriptive words which might be used in connection with the name of an article, 
but it is not believed that such a distinction has been recognized in connection with a 
word which is in and of itself the name of the article. Even initially arbitrary trade- 
marks which have been used in a generic manner as the name of the article to which 
they relate may lose their significance as trade-marks. 

It would seem that what is meant by use in a trade-mark manner is the use of 
the word suitably and prominently displayed on the books (other than as part of the 
title), and that by the right of the public to use the word in a generic or descriptive 
manner is meant that the public, including writers, librarians and others, would be 
free to refer to any small book adapted for carrying in the pocket as a “‘pocket book”, 
using the term found in the dictionary and in use in the English language since 1617, 
that an author could entitle his book “The Pocket Book of —” if such were a 
suitable title and he so desired, etc. However, this may not be what applicant has 
in mind. The New York Times for October 12, 1948, carried a small item (on page 
43) in which “pocket books” was used generically or descriptively in the opening 
sentence reading “Publishers of pocket books, whose sales have slumped sharply, 
were reported yesterday to be greatly interested in experimental work toward devel- 
opment of a coin vending machine for their product.” Applicant wrote to the busi- 
ness editor (a copy of the letter was filed in the record by applicant for some other 
purpose) stating “If you were referring to this company, the words ‘pocket books’ in 
your news item should have been capitalized. If you were referring to some other 
publisher of pocket-size books, you should have used the words ‘pocket-sized’.” By 
any theory of differentiation between use in a trade-mark manner and use in a 
generic or descriptive manner, of a word not an arbitrary technical trade-mark but 
which has acquired a secondary meaning as a trade-mark, which can be conceived, 
the use of the word in the quotation from the New York Times appears to have 
been a proper and legitimate use of a word in the English language. 

Applicant asserts that the courts would protect it against a competitor who uses 
the term unfairly and that no one else could use the term in an attempt to palm off 
their goods as those of applicant. There is no doubt that the courts will protect 
applicant against unfair competition and will prevent others from palming off their 
goods as those of the applicant, however, the scope of trade-marks is not at all co- 
extensive with the domain of unfair competition and it does not necessarily follow 
that applicant has a registrable trade-mark. 
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It seems to me that before it can be stated that a word which is a generic desig- 
nation of an article can be considered as having acquired the status of a trade-mark 
of a single company for that same article, more should be shown than use of the 
applicant and the harmonious attitude of the trade. It would appear that before the 
word could be considered a trade-mark, it must have become practically obsolete as 
a generic name for the article and must be recognized by the public as a trade-mark 
rather than as a generic term of the English language. 

Section 2(f) of the Trade-Mark Act provides for the registration of marks which, 
while barred from registration as descriptive by section 2(e), have become distinctive 
of the applicant’s goods. The burden of proof under section 2(f) is on the applicant 
and cases decided under this section have indicated various degrees of proof which 
might be necessary in showing distinctiveness under different circumstances. In a 
case of this kind, it is believed that distinctiveness as a trade-mark should not be 
recognized without completely overwhelming proof with respect to all aspects of the 
matter. 

While the statement made by the examiner that “no amount of usage, adver- 
tising, or repetition can establish for a user any rights in a word or group of words 
which at the time of adoption was inherently incapable of functioning as a trade- 
mark” may be unnecessarily broad, still it is not believed that usage, advertising and 
repetition alone, and even the acquiescence of the professional trade group, is suffi- 
cient to remove the name of an article from the category of a generic word of the 
English language to that of a trade-mark for the article. 

The decision of the examiner is affirmed. 
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Commissioner of Patents—November 8, 9151 





Trape-Mark Act oF 1946—REGISTRABILITY—SEcTIONS 3 AND 45 SEeRvicE MAarKs—REGIs- 
TRABILITY—GENERAL 

Person may engage in manufacture and sale of goods and also the rendering of 
services and the same mark may be used both as a trade-mark and as a service mark. 

Applicant held to have failed to prove use of mark in connection with information 
and lecture services. 

On facts of record, applicant’s use of mark in advertising held to amount to no 
more than tie-in between the article it sells as its principal business and incidental pro- 
motional scheme in furtherance of sale of applicant’s goods upon or in connection 
with which applicant uses its mark. 

On facts of record applicant’s mark held essentially a descriptive slogan for its 
goods and not to constitute service mark within the meaning of the statute. 













Appeal from Examiner of Trade-Marks. 

Application for registration of service mark by Tampax Incorporated. Appli- 
cant appeals from refusal of registration, under 1946 Act. Affirmed. 
Pennie, Edmonds, Morton, Barrows & Taylor, of New York, N. Y., for Applicant. 
KLINGE, Assistant Commissioner: 
This is an appeal from the decision of the Examiner of Trade-Marks refusing 
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“No Belts 
registration as a “service mark” of the notation No Pins in white letters on a 
No Pads” 
symmetrically arranged rectangular black background. The notation, hereinafter 
referred to as the applicant’s mark, is stated in the application as used in applicant’s 
“advertisements in periodicals, magazines and newspapers and on applicant’s counter 
display cards, window display cards, containers, packages, cartons, labels and leaflets 
as a trade slogan to identify applicant’s services and to distinguish them from the 
services of others.” The so-called “service” which the applicant renders is referred 
to as “An information service” for the public. 

The examiner’s refusal to register the mark is based on the ground that the 
notation here presented is used merely in the advertising of merchandise manu- 
factured and sold by applicant, rather than in the advertising of services rendered. 
It is the view of the examiner that the mark, which comprises merely a list of certain 
physical characteristics of the product manufactured and sold by the applicant, is 
used in the sale and advertising of that product and serves merely to advise pros- 
pective purchasers of the listed characteristics of the goods; that the advertising and 
sales promotion of an applicant’s own goods is not a service within the meaning of 
the statute; and that a mark so used, rather than in the sale or advertising of 
services rendered by the applicant, is not a service mark. 

Applicant maintains that sections 3 and 45 of the statute are obviously broad 
and should be considered broadly. Section 3 of the Trade-Mark Act of 1946, insofar 
as it pertains to the present appeal reads as follows: 

“Subject to the provisions relating to the registration of trade-marks, so far 

as they are applicable, service marks used in commerce shall be registrable, in the 

same manner and with the same effect as are trade-marks, and when registered 

they shall be entitled to the protection provided herein in the case of trade-marks, 
except when used so as to represent falsely that the owner thereof makes or sells the 
goods on which such mark is used. * * *” 


Applicant refers to that part of section 3 which reads: 


“except when used so as to represent falsely that the owner thereof makes or sells 
the goods on which such mark is used.” (Emphasis added.) 


and also refers to dictionary definitions of the word “services” to show that the word 
services may apply to goods as well as to mere acts. The examiner in a well prepared 
statement on appeal had the following to say in this regard: 
“It seems clear to the examiner that the intention was to provide for registra- 
tion of marks used in the sale or advertising of services rendered by the applicant 
as distinguished from the sale or advertising of goods made or sold by the applicant, 
and that therefore the operations of a manufacturing concern involved in, and 
which are merely incidental to or a part of, the designing, development, manu- 
facture, sales promotion and sale of its goods may not properly be deemed to 
constitute services within the meaning of the statute.” 


The examiner also had the following to say on this point in an office letter to the 
applicant dated August 24, 1949, which bears repeating here: 


“# # #* But the extracted phrase alone is misleading. The full language of 
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the statute is that service marks when registered shall be entitled to the protection 
provided in the case of trade-marks ‘except when used so as to represent falsely 
that the owner thereof makes or sells the goods on which such mark is used.’ There 
are, of course, many services which are rendered in connection with or upon goods, 
such, for example, as shrinking, dyeing and other treatments of fabrics, the plating, 
polishing and other treatments of metals, and in many such instances the service 
mark of the person performing such services is applied directly to the merchandise 
to indicate that they have been so serviced. Clearly in such cases the mark is used 
on goods. It seems to the examiner a logical interpretation of the questioned language 
that a person performing services upon goods of another while he may apply his 
service mark to the goods to identify his services and distinguish his services upon 
such merchandise from similar services of others, may not use his service mark upon 
such goods in a manner which would falsely represent that he (the person performing 
the services) makes or sells the goods (of another) on which the service is performed 
and to which the service mark is applied. Should the manufacturer of the goods 
perform the same service upon them, such service would then constitute merely an 
operational step in the manufacture of the goods and not a service such as contem- 
plated by the Congress in enacting Section 3. It is believed the examiner’s inter- 
pretation is consonant, with the purpose of the statute, which was to provide regis- 
tration for marks used in connection with services rendered as distinguished from goods 
manufactured or sold.” 


In support of the examiner’s position on this point the following colloquy 
between Mr. Martin, who was then chairman of the American Bar Association 
Committee on Trade-Marks, and Chairman Lanham of the House Committee 
(Hearings on H.R. 102, 77th Congress, page 173) is quoted in the examiner’s 
statement: 


“Mr. Martin, * * * This language mentioning the features of radio and other 
advertising, we have always considered was limited to the definition of a service mark 
which immediately precedes it, namely, only those radio features and advertising 
would be included in this particular provision which consisted of a mark used in the 
sale or advertising of services, to identify the services of one person and distinguish 
them from the services of others. With that limitation on it, it seemed to the com- 
mittee that there could be no harm in this particular language, and cerainly any radio 
advertising which fits that definition of a service mark should be properly registrable. 


“Mr. Lanham. This whole section is taken up with the connotation of the re- 
spective terms that are used in the Act. This particular paragraph has to do with 
service marks exclusively, and therefore this paragraph would apply only to services. 
Is that not correct? 


“Mr. Martin. Exactly.” (Emphasis added.) 


As I understand the examiner’s position, it has never been that an applicant 
under certain circumstances may not be engaged in the manufacture and sale of 
goods and also the rendering of services and that it may not properly use the 
same mark both as a trade-mark and as a service mark. This point is mentioned 
so that the issue in this appeal may be more sharply defined, namely, whether the 
applicant’s mark, as used in connection with its advertising, qualifies as a service 
mark. The applicant states that Section 45 in defining the term “Service Mark” 
includes without limitation distinctive features of radio and other advertising used 
in commerce and that this is satisfied by the applicant’s use of its mark in connection 
with the information service which is supplied in connection with its goods. The 
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examiner held, however, that the expression “other advertising” as contemplated 
by the Statute must be advertising of services rendered by the applicant other than 
the mere promotion of the sale of its goods, since Section 45 defines the term “Service 
Mark” as one “used in the sale or advertising of services to identify the services of one 
person to distinguish them from the services of others.” 

When the application was filed a number of specimens was submitted showing 
use of the applicant’s mark. They include five cartons for the goods, and one copy 
of an advertisement of the goods, all of which bear the mark. During the prosecu- 
tion of the application additional specimens were submitted to illustrate the type 
of service rendered by the applicant. These are identified as specimens A to F 
and M-1 to M-8, inclusive, which will be discussed later. 

Applicant, in the brief, repeats that it seeks registration of its mark as a “Service 
Mark” for an information service for the public, stating that it maintains an edu- 
cational department with a staff of fulltime employees who answer inquires, and 
also a staff of specially trained lecturers traveling to all parts of the country giving 
lectures and distributing its literature. This is the “service” upon which the appli- 
cant bases its right to registration of its mark as a “Service Mark” under the statute. 

The examiner found no evidence in this case that the mark is used in the sale 
or advertising of this “service” or that the mark functions to identify and distinguish 
such service. Specimens A to E are prints of magazine advertisements in which the 
applicant’s mark appears. Specimen F is an offer to supply certain literature and 
samples of the goods. As noted by the examiner, the latter specimen does not 
carry the applicant’s mark. As to the remaining specimens M-1 to M-8, inclusive, 
M-1 to M-4, M-6 and M-7 do not show the applicant’s mark, M-5 is a folder which 
carries the mark with an added notation not here important, while specimen M-8 
is a free trial package. It was the examiner’s position that specimens M-2, M-3, 
M-4 and M-6, which do not show use of the mark, comprise merely samples of 
literature devoted primarily to explaining the merits and mode of use of the appli- 
cant’s goods, and any “service” which the applicant thereby renders is merely part 
of and incidental to the advertising and sales promotion of the goods. 

The examiner fully recognizes that in the development and marketing of any 
product there are elements of service, and that the education of the public to a 
realization of the advantages znd merits of such a product constitutes a “service” 
in a general way. Nevertheless, it was the examiner’s belief that all of this activity 
referred to as a service on the part of the applicant here is merely part of the sales 
promotion program for its goods and is therefore incidental to and a part of the 
sale of the applicant’s goods, rather than a “service” within the meaning of the 
statute. 

It is my view that applicant’s use of its mark in its advertising, such as dis- 
played in specimens D, E and F, is one which amounts to no more than a tie-in 
between the article it sells, as its principal business, and the literature it offers to 
prospective customers as a promotional scheme in the sale of its goods. The mark 
is used on the goods (packages) and appears in advertising as a reminder of the 
desirable and outstanding physical characteristics of such goods, namely, that it is 
a substitute for a pad and when in use no belts or pins are required. The literature 
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submitted as specimens in this case, as examples of the service which the applicant 
offers, is not sold in commerce, but is apparently offered to prospective customers 
for a twofold purpose, (1) as a guide to the merits and the manner of use of the 
article and (2) as a promotional scheme incidental to, and in furtherance of, the 
sale of applicant’s goods upon or in connection with which the applicant uses 


the mark. 

The goods are the only thing which the applicant sells and advertises and in 

“No Belts 

which it primarily deals in commerce. I am unable to see how the mark No Pins 
No Pads” 


as displayed in applicant’s advertising is used either in the “sale of services” or 
“advertising of service” so as to identify such services, as required by Section 45 of 
the statute. Applicant’s literature bearing its mark advertises and identifies its goods ; 
and indirectly sells such goods and this is the purpose it is intended to fulfill. That 
is the sole apparent aim of applicant’s so-called service, as I see it. Whatever service 
the applicant provides to prospective purchasers has but one end in view, namely, 
the sale of its own goods, and the applicant thereby neither advertises nor does it 
sell a service as such, nor does the mark identify a service which applicant advertises 
or sells to distinguish it from the services of others. 

In conclusion the applicant’s mark is essentially a descriptive slogan for its 
goods, if it is anything. It is the goods, which applicant advertises in its literature. 
This endeavor is what applicant would designate as its service to the public. By the 
same token every dealer that sells goods and advertises its goods is performing a 
) service. Such use of the term “service” is to my mind one which is neither covered 

nor contemplated by the sections of the statute dealing with service marks. 
The decision of the Examiner of Trade Marks is affirmed. 
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EX PARTE PACIFIC COAST AGGREGATES, INC. (2 CASES) 


Commissioner of Patents—November 8, 1951 


TrapDe-Mark Act or 1946—ReEcisTRABILITY—SEcTIONS 3 AND 45 
Service MarKs—REGISTRABILITY—GENERAL 

“Services,” per se, are not defined by 1946 Act, but definition of “service mark,” 
registrable under section 3 appears in section 45. 

Use of applicant’s name on mixing trucks for transportation of ready-mixed concrete, 
held not a service mark use and treatment which applicant gives material which it sells, 
held not a service which it sells or advertises so as to bring it within section 45. 

On facts of record, applicant’s services held purely incidental to selling of goods, and 
applicant’s mark held a trade name identifying applicant’s business rather than a service 
mark, 


2 ipa they 


TraDE NAMES—REGISTRABILITY—GENERAL 
Trade name, used as such, is not registrable either as trade-mark or service mark. 
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Trape-MarK Act or 1946—RecisTRABILITY—SECTION 2(e) 


Service Marks—Marks INCAPABLE OF ExcLUSIVE APPROPRIATION—PARTICULAR INSTANCES 


one 





Sean 


Settee 
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“Pacific Coast” held primarily geographically descriptive of any enterprise operating 


there. 
The word “aggregates” clearly denotes certain of the goods in which applicant deals. 


It is well settled that mark comprising words which are nonregistrable separately, is 
not endowed with registrability by combining such words. 


Service MARrKS—REGISTRABILITY—SECTION 2(f) 
Purported showing of registrability under section 2(f) not considered where applicant 
has not amended application to seek registration thereunder and other grounds of rejection 
render such consideration futile. 


Appeals from Examiner of Trade-Marks. 

Applications for registration of service marks by Pacific Coast Aggregates, Inc. 
Applicant appeals from refusal of registrations, under 1946 Act. Affirmed. 

Marcus Lothrop, of San Francisco, Cal., for Applicant. 
K.uncE, Assistant Commissioner: 

(Case 1) Applicant appeals from the decision of the Examiner of Trade- 
Marks finally refusing registration on the Principal Register of the notation ‘Pacific 
Coast Aggregates, Inc.,” as a service mark for the processing, transportation and 
sale of rock, sand and gravel, cement, ready-mixed concrete and other building 
materials and supplies such as builders’ paper, mortar mix and joint and crack 
filler. The notation sought to be registered is the applicant’s corporate title. 

Registration was refused on the grounds 


(1) that the notation is not used in the sale or advertising of services as required 


by the statute; 
(2) that the notation is used as the applicant’s trade name and not as a service 


mark; and 
(3) that the notation is not registrable on the Principal Register since it com- 
prises the geographically descriptive term “Pacific Coast” and the descriptive words 


“Aggregates, Inc.” 

The last ground of rejection was made by the examiner subsequent to the filing of 
the notice of appeal. 

As pointed out by the examiner, and the record so shows, the applicant is 
engaged in the sale of a variety of building materials as listed in the description 
of applicant’s alleged services. Some of the materials listed are admittedly manu- 
factured by others and bear the trade marks of such manufacturers. As to these 
items, the examiner considered that the applicant is merely engaged in a retail 
sales business and not in rendering services. As to the sale of ready-mixed concrete 
and mortar mixes, the applicant processes or mixes the ingredients during trans- 
portation for delivery to the place of use. The specimens filed with the application, 
in the form of applicant’s letterhead, show the notation “Pacific Coast Aggregates, 
Inc.,” displayed in the conventional manner of a trade name, a partial list of the 
goods in which the applicant deals and the address of the applicant’s general offices 
appearing therebelow. The notation is also displayed on a sign at the side of the 
trucks used for mixing and delivering concrete, as illustrated by photographs also 
submitted with the application. The notation “Building Materials” occurs beneath 
the applicant’s trade name on these signs. 

Considering the first ground of rejection, the statute does not define the term 
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“services,” per se, but the definition of the term “service mark” appears in section 45 
of the statute, and reads as follows: 
“The term ‘service mark’ means a mark used in the sale or advertising of services 
to identify the services of one person and distinguish them from the services of others 
and includes without limitation the marks, names, symbols, titles, designations, slogans, 
character names, and distinctive features of radio or other advertising used in com- 
merce.” 


The examiner recognizes that there are cases of clear service and cases of 
clear sale of goods and that in many cases there is a commingling of services and 
sale of goods in which the sale of goods is merely incidental to the rendering of 
services as, for example, where a painter is engaged to paint a building and the 
purchaser of the services pays also for the paint, in which case the sale of goods 
is Clearly incidental to the services performed, and in the performance of the service 
the identity of the goods is lost. The examiner was of the opinion, however, that 
a mark used in the advertising or sale of an applicant’s goods is not a service mark 
and that services performed by a manufacturer or merchant which are merely a 
part of or incidental to the sale of his goods, such as the processing and transporta- 
tion performed by the applicant in the present case, are not services, and the appli- 
cant’s description of services relating to the sale of goods, whether they be manufac- 
tured by the applicant or manufactured by others and retailed by him cannot 
properly be considered to set forth services within the meaning of the statute. 


The examiner readily admits that the applicant’s operations are services of a 
kind, generally speaking, and under modern methods of doing business every manu- 
facturer or merchant of goods performs many services for the public, some of which 
may be said to be analogous to those performed by the applicant here. However, 
the examiner considered that all such services as constitute operations involved in 
the designing, production, sale, sales promotion and advertising or building up of 
good will of one’s own goods do not constitute services within the purview of the 
Trade-Mark Act. The examiner did not hold that a manufacturer or merchant 
may not also render services, provided they are separate and apart from the manu- 
facture and sale or advertising of the merchant’s own goods, since under proper 
circumstances one manufacturer may have both a trade-mark and a service mark. 


The applicant here was held to be not engaged in the selling or advertising 
of services, but to be selling goods, the nature of some of which requires mixing 
or processing in transit, as is customary in the trade, so that upon arrival at their 
destination they will be ready for use. In following such practice, the applicant 
was considered to be merely performing acts essentially incidental to the sale of 
that particular type of goods. Certainly, as the examiner states, in order for the 
applicant to sell mixed concrete, it must be mixed, and I am in agreement with 
the examiner’s position that the use of the applicant’s name on its mixing trucks 
can no more be considered a service mark use than could the name of a baker 
when used on his delivery trucks be considered a service mark for the essential 
service of mixing dough and baking bread. 


The applicant contends that an act plus a reputation constitutes a service, 
and submits that it acquires a reputation in connection with the processing and 
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transportation acts which it renders. Such acts involve the applicant’s actual per- 
formance of taking the individual ingredients, preparing them according to 
standards, mixing them together in certain desired proportions, delivering them 
carefully according to a schedule, for which he is definitely responsible, and upon 
his reputation for which the public generally relies. It is urged that the public 
is not merely taking title to rock or sand or cement, but is relying upon the appli- 
cant’s acts in performing the various duties of processing and transportation, and 
is actually paying a consideration for the reputable performance of those acts. Such 
acts coupled with a reputation are, in the applicant’s opinion, services within the 
meaning of the statute. 

The mere fact that the acts performed by this applicant are coupled with 
reputation, as applicant contends and as may readily be conceded, does not, in my 
opinion, necessarily constitute such acts as services under the Trade-Mark Act; I 
find nothing in the Act which indicates that a mark used in connection with a 
service of whatever kind becomes registrable as a service mark simply because such 
service, regardless of its nature, is coupled with a reputation. Generally speaking, 
most goods offered to the public are purchased on the basis of the manufacturer’s 
reputation. 

In reviewing the legislative history of the Trade-Mark Act of 1946 as it relates 
to service marks, examples of services mentioned in the discussions were those in 
the nature of acts performed by a laundry on the goods of its customers, the services 
of an undertaker, of the Underwriters Laboratories, insurance companies, and other 
such business organizations selling or rendering services, as distinguished from the 
manufacture or sale of goods. I am of the opinion that the careful treatment given 
the materials sold by the applicant, and the prompt and reliable delivery service 
which the applicant provides for the customers to which it sells its goods, is not 
a service which it sells or advertises so as to bring it within Section 45 of the statute. 
Exhibits were filed in the form of printed matter bearing the notation “Complete 
Building Material Service” used in connection with applicant’s corporate title to 
show that applicant advertises service. I am unable to agree that the use of the 
quoted notation establishes as a fact that the applicant deals in services other than 
those purely incidental to the materials sold. The notation indicates merely that 
the applicant is equipped to sell and deliver a complete, or, at least a variety of 
building material. The first ground stated by the examiner is sound, in my opinion, 
and should be sustained. 

As to the second ground upon which registration was refused, it is the exam- 
iner’s position that the mark under consideration is used merely as the applicant’s 
trade name serving to identify the applicant’s business rather than as a mark in the 
sale or advertising of services as required by Section 45 of the statute. 

Section 3 of the statutes provides for the registration of service marks used in 
commerce, reading as follows: 

“Subject to the provisions relating to the registration of trade-marks, so far as 
they are applicable, service marks used in commerce shall be registrable, in the same 
manner and with the same effect as are trade-marks, and when registered they shall 


be entitled to the protection provided herein in the case of trade-marks, except when 
used so as to represent falsely that the owner thereof makes or sells the goods on which 
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such mark is used. The Commissioner may establish a separate register for such service 
marks. Applications and procedure under this section shall conform as nearly as prac- 
ticable to those prescribed for the registration of trade-marks.” 


Thus the various sections of the statute relating to trade-marks apply to service 
marks with the exception that service marks are not used primarily with goods, as is 
a trade-mark, but in the sale or advertising of “services.” Service marks are, for 
all intents and purposes, trade-marks for “services.” A trade name, used as such 
is not registrable either as a trade-mark or as a service mark unless it is used as 
such and has acquired trade-mark or service mark significance. The terms “trade 
name” and “commercial name” are defined in section 45 as including firm names 
and trade names used by manufacturers and others to identify their business, as dis- 
tinguished from the identification of goods or services, as contemplated under the 
definitions “trade-mark” and “service mark” in section 45. In the case of Ex parte 
Duncan Electric Manufacturing Company, 636 O. G. 1087, 86 U. S. P. Q. 171, 
cited by the examiner, the phrase “Duncan Electric Mfg. Co.” was refused registra- 
tion as a trade-mark, the phrase being used only with the address of that company 
in packages and name plates. As there stated, a corporate name falling within the 
definition of trade names and commercial names in section 45, rather than within 
the definition of trade-marks appearing in that section is not registrable, there being 
no provision made for the registration of trade names as such. The same reason- 
ing applies to service marks provided for in Section 3. As pointed out by the Court 
of Customs and Patent Appeals in the case of In re Lyndale Farm, 38 C. C. P. A. 
825, 186 F. 2d 723, 88 U. S. P. Q. 377, a trade-mark function is to identify and 
distinguish a product, whereas a trade name function is to identify and distinguish 
a business. It is equally true that the function of a service mark is to identify and 
distinguish the applicant’s services as distinguished from its function to identify and 
distinguish the business. 


The applicant refers to a map captioned “Pacific Coast Aggregates’ Service 
Grows” on page 5 of a publication called “The Target.” According to the applicant, 
this map and the text which refers to it, outlines the coverage and “service” given 
by the applicant corporation. While this exhibit is filed late and is not referred 
to in the examiner’s statement, it will be here considered. The map and the brief 
descriptive matter accompanying it were obviously printed by the applicant as a 
news item of interest to the great number of its new employees, as well as the 
older ones, to acquaint them with the extent of the applicant’s operations and the 
rapid growth of the firm. It is difficult for me to see how a news item of this char- 
acter addressed to employees can establish the applicant’s use of its trade name as 
a “service mark” within the meaning of section 45 of the statute simply because 
the word “Service” appears in connection with applicant’s corporate title. As far 
as this record shows, applicant is neither selling nor advertising a service, and I 
am in agreement with the examiner’s conclusion that the use of the corporate title 
on the record presented in this case, is clearly trade name use rather than service 
mark use, and that if it be considered to go beyond the mere function of a trade 
name, it serves only to advertise the applicant’s products. The use of applicant’s 
name on its letterhead is obviously for the purpose of identifying itself in connection 
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with the products it sells and the location of its business. The use of the name on 
its trucks serves no essentially different purpose since the all-inclusive term “Building 
Materials” is clearly displayed below the trade name. Ex parte American Disinfect- 
ing Co., Inc., 79 U.S. P. Q. 45. 


As to the third and last ground of refusal to register the applicant’s mark, 
that the notation is not registrable on the Principal Register since it comprises the 
geographical and descriptive term ‘Pacific Coast” and the descriptive words “Aggre- 
gates, Inc.,” it is the examiner’s view that the notation “Pacific Coast Aggregates, 
Inc.” clearly falls within the prohibition of Section 2 (e) (2) of the statute since 
it comprises the geographically descriptive term “Pacific Coast” and the generically 
descriptive words “Aggregates, Inc.” While it is true, as the examiner points out, 
that the word “Pacific” is not merely geographical and may not be primarily geo- 
graphically descriptive within the meaning of the 1946 Act (Ilwaco Oyster Co., Inc. 
v. Waldport Sea Food Co., Inc., 61 U.S. P. Q. 230, decided under the 1905 Act) 
the same cannot be said for the term “Pacific Coast” which is clearly primarily 
geographically descriptive of the location of any enterprise operating on the Pacific 
Coast, as is the applicant. As stated by the court in In re Mid-West Abrasive Com- 
pany, 32 C. C. P. A. 834, 146 F. 2d 1011, 64 U. S. P. Q. 400, in considering the 
registrability of the notation “Mid-West” as a trade-mark: 

“#* * * This word not only identifies a geographical location with considerable 
particularity, but also every one has the right to use the word for purposes of geo- 
graphical designation, and registration of the mark for any specific goods would tend 


to interfere with or embarrass the right of others to the free use of the word in con- 
nection with products identified with the mid-west.” 


The Court observed that the geographical meaning of the word “Mid-West” is so 
predominate over any other meaning the word may have that it must be con- 
sidered to be merely geographical and for that reason registration of the word 
“Mid-West” was prohibited under the Act of 1905. The word “Pacific Coast” is 
considered equally descriptive and would not be entitled to registration on the 
Principal Register under the Act of 1946. The term “Aggregates,” which denotes 
any inert hard material in graduated sizes used for mixing with cement or lime 
to form concrete or plaster, as the case may be, was considered generically descriptive 
of the applicant’s goods with which the applicant’s claim to services is rendered and, 
therefore, incapable of functioning to distinguish the applicant’s goods or services 
from those of others. The applicant argues that while the two terms “Pacific Coast” 
and “Aggregates” may each be descriptive, the terms together have a total meaning 
which is not found in any one of the elements considered alone and that the addi- 
tional meaning or connotation takes them out of the restrictions of Section 2. What- 
ever may be the total meaning to which the applicant refers, it is nevertheless well 
settled that a mark comprising words nonregistrable separately are not endowed 
with registrability when combined. Ex parte Sonotone Corporation, 579 O. G. 712, 
67 U.S. P. Q. 21. The granting of a registration on the present application would 
result in registering, when combined, words non-registrable separately. As stated in 
the case of In re Midy Laboratories, Inc., 26 C. C. P. A. 1294, 104 F. 2d 617, 42 
U. S. P. Q. 17 and appropriately applicable here: 
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“# # # The combination of the words in no way changes their significance in any 
trade-mark sense. Each continues to have the same meaning that it would have as 


a separate word.” 


The word “Pacific Coast” clearly indicates the geographical location of the appli- 
cant’s business, the word “Aggregates” clearly denotes certain of the goods in which 
the applicant deals, and the expression “Inc.” is used for no purpose other than to 
indicate that the application is a corporation. Singly or combined, the words have 
no other meanings in this case. I am in agreement with the conclusion expressed 
by the examiner that the combination of words here under consideration does not 
result in an arbitrary mark. 

While still asserting that it is entitled to registration without recourse to Sec- 
tion 2 (f) of the Trade-Mark Act, applicant has on file a purported showing under 
Section 2 (f) which has been held in abeyance and with respect to which applicant 
states in its brief that it “may in extremis rely upon that alternative.” It would 
be futile to consider the showing under Section 2 (f) at this time since it could only 
be of any significance in this case if the holding as to the first two grounds of 
rejection were reversed ; furthermore applicant has not sought to amend the applica- 
tion to seek registration under Section 2 (f). 

The decision of the Examiner of Trade-Marks is affirmed. 

























(Case 2) Applicant appeals from the decision of the Examiner of Trade-Marks 
finally refusing registration on the Principal Register in accordance with the Act 
of July 5, 1946 of the letters “PCA” within a series of concentric colored circles. 
The colors are not indicated on the drawing, but applicant has indicated that should 
the mark be ultimately found registrable the drawing will be amended to show 
color. The mark is for “the processing, transportation and sale of rock, sand and 
gravel, cement, ready-mixed concrete and other building materials and supplies 
such as builders paper, mortar mix, and joint and crack filler.” 

Registration was refused on the ground that the mark in question is used in 
advertising goods sold by the applicant rather than in the “sale or advertising of 
services” as required by the statute, the “processing” and “transportation” which the 
applicant performs being rendered as a part of and incident to the sale of such goods, 
which do not constitute “services” as contemplated by the statute. The principal 
issue presented is, therefore, whether the applicant is rendering “services.” If the 
applicant is not rendering services, then as the examiner has held, the mark does not 
qualify as a service mark. This issue has been fully discussed by both the examiner 
and counsel for the applicant, and the very complete exposition of the views which 
they entertain on the question has been found very helpful in the consideration of 
this case. 

As pointed out by the examiner, and as the record shows, the applicant is 
engaged in the sale of a variety of building materials as indicated in the description 
of applicant’s alleged services. The statute does not define the term “services” per se, 
but the definition of the term “service mark” appears in Section 45 of the statute 


as follows: 
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“The term ‘service mark’ means a mark used in the sale or advertising of 
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services to identify the services of one person and distinguish them from the services 
of others and includes, without limitation the marks, names, symbols, titles, designa- 
tions, slogans, character names, and distinctive features of radio or other advertising 
used in commerce.” 


The ground of refusal here presented has been discussed in the companion 
appeal involving the applicant’s copending application, Ser. No. 540,862, decided 
of even date, and the conclusion there reached applies in all respects to the facts 
of the present case in so far as the question of whether the applicant is rendering 
“services” is concerned. As there stated, the processing given the materials sold by 
the applicant and the prompt and reliable transportation which the applicant pro- 
vides for the customers with which the applicant deals is not a service which it 
sells or advertises so as to bring it within Section 45 of the statute. It is my con- 
clusion that the mark here presented is not registrable as a service mark under the 
provisions of Section 45 of the Act of 1946. 

The decision of the Examiner of Trade-Marks is affirmed. 
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DIGEST OF CASES, 1951— PART II 


I. TRADE-MARK ACT OF 1946 (LANHAM ACT) 


Lanham Act 
Section T. M. R. Page 
689, 754, 811 
185, 188, 293, 294, 359, 374, 377, 
461, 476, 496, 498, 499, 635, 644 
731, 741, 758, 878, 1024, 1109, 1123 
Si ris woisas oicas ars a1 nto ISIS nie as iw noe aT oe Sie G onions ON eS alae ate 886, 1128, 1132 


446, 689 
575, 689 


§ 1. Scope or PROTECTION 


Primary function of trade-mark is to identify origin or ownership of article to which 
it is affixed. 

Neither generic name nor name merely descriptive of an article of trade, of its quality, 
ingredients or characteristics, may be employed as a trade-mark and entitled to legal 
protection. 155 


Even weak mark held entitled to some range of protection. 878 


§ 2. REGISTRABILITY 
A. General 
When mark is not considered registrable by Examiner of Trade-Marks because of its 
confusing similarity to previously registered mark, statute forbids its registration, and there 


is no authority for publication for purpose of affording prior registrant opportunity to oppose. 
84 


It is appropriate for Patent Office to call upon applicant for evidence as to how statutory 
requirements are complied with and to determine compliance, as a matter of fact, from 
the showing made rather than to rely solely on averments contained in the application. 86 


Section 46(b) of 1946 Act specifically provides that marks registered under previous 
Acts may also be registered under 1946 Act. 

Registration under 1946 Act held properly refused where the same mark was previously 
registered under the same Act and applicant attempted to combine certain goods listed in 
prior registrations under a new class in which they have not been shown to belong. 89 


It is not only right but also duty of Patent Office to determine ex parte whether mark 
sought to be registered is merely descriptive, and if so, to refuse registration. 
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Marks consisting merely of words or devices descriptive of character or quality of goods 
in connection with which mark is used, held not registrable under 1905 Act. 

There is no prejudicial error in rejecting application for registration on basis of prior 
registration, when applicant is clearly not entitled to register regardless of registration cited. 

Commissioner cannot be compelled to register mark properly rejected on ground of 
descriptiveness, but Commissioner’s decision in such a case is not controlling where court of 
competent jurisdiction has held that the term involved is not descriptive within the meaning 
of the statute. 140 


Sections 1 and 2 of 1946 Act specify that “trade-marks” are registrable on the Principal 
Register. 

While 1946 Act makes available to protection of trade names from unfair competition the 
remedies provided against infringement of registered trade-marks, distinction between trade- 
marks and trade names is preserved and trade names as such are not registrable on the 
Principal Register. 245 

In opposition proceedings, Examiner has duty to determine registrability ex parte, regard- 
less of opposer’s ability to raise question of descriptiveness. 

Fact that another word exists which would also be descriptive, does not avoid defect of 
descriptiveness of applicant’s mark. 

Periodical titles sought to be registered as trade-marks are subject to same requirements 
and same grounds for refusal of registration as are trade-marks for other articles, under 1946 
Act. 

Fact that applicant’s mark was previously registered under 1905 Act held not controlling, 
under 1946 Act. 271 

Fact that registrations containing the prefix “micro” or “micron” have been granted here- 
tofore, held to afford no sound reason for granting registration of mark merely descriptive of 


property or quality of applicant’s goods. 885 


B. Descriptiveness 
Applicant held to have failed to prove that descriptive mark “Speed Flash,” the word 
“flash” being disclaimed, had acquired distinctiveness requisite to registration under section 
2(f) of 1946 Act. 374 
Not only marks which describe characteristics, uses or functions of goods but also marks 
describing class of purchasers for whom goods are intended, must be held descriptive. 738 


C. Surnames 
Purpose of change made by section 2(e) (3), of 1946 Act, was to liberalize practice under 
1905 Act. 
Under 1946 Act, if use of word as surname is relatively unimportant and it has ordinary 
meanings as a word section 2 permits its registration. 
In absence of reliance upon section 2(f), the word “Wayne” held not registrable under 
1946 Act, because of statutory bar in section 2(e). 


Registrations under section 2(f) of 1946 Act and under “ten-year clause” of 1905 Act 
380 


are analogous. 


D. Service Marks 

On facts of record, applicant held to have failed to establish use of service mark in inter- 
state commerce since its automobile painting is done entirely in the State of Pennsylvania. 

Fact that plaintiff’s services relating to painting of automobiles were advertised in news- 
papers having an interstate circulation, held not to establish that applicant’s services were 
rendered in interstate commerce. 

Fact that applicant in Pennsylvania has painted cars bearing New Jersey tags, held not 
to establish that applicant was engaged in interstate commerce. 86 

Trade-mark “Clipper” held property of plaintiff in field of air transportation of passengers 
and cargo; and its registration under 1946 Act for transportation of passengers and freight by 








22 FORTY-ONE TRADE-MARK REPORTER 





airplane, held not to withdraw trade-mark from land haulage of passengers and cargo inci- 
dental to and essential adjunct of such transportation. 

Defendant held chargeable with knowledge of plaintiff's trade-mark and its use and to 
have acquired no rights in derogation of plaintiff's when defendant adopted its corporate 
name and exploited the word “Clipper” in connection with moving van transportation of 
household goods. 

The word “Clipper” used by plaintiff to identify its aircraft transportation service, held a 
figurative appellation and to that extent selective and arbitrary. 

Fact that plaintiff’s registration is on the Principal Register under 1946 Act, and was not 
effected under section 2(f), held some evidence that mark was non-descriptive. 

Plaintiff held entitled to a measure of protection of its trade-mark “Clipper” in con- 
nection with motor haulage required to enable it to maintain its service of transporting pas- 
sengers and cargo by airplane. 

On facts of record, defendant’s conduct, in persisting in use of mark after notice, held 
consistent with purpose to filch and exploit it with intent to invade plaintiff’s field. 

Defendant having chosen to stand on what it conceived to be its legal rights, after notice 
from plaintiff, the results of that decision cannot now be availed of so as to enhance defendant’s 
reputed burden in taking steps effectively to distinguish. 833 


Specimens showing use of phrase in advertising, filed about one year after application, 
held irrelevant since not used before filing of application. 

“Incentive Bank of America” held not descriptive of services of sales promotion 
business. 886 


E. Concurrent Registrations 


Since neither of the applications involved was filed under 1946 Act, nor has either party 
amended to bring its application under the 1946 Act, questions of concurrent use and of 
territorial rights held not properly before Commissioner on appeal in interference pro- 
ceedings. 60 


Suggestion in appeal brief of applicant-registrant that the concurrent registrations be 
permitted cannot be considered in these proceedings, since issue of concurrent registration to 
applicant and restriction to its existing registration has not been raised by the application or 
the pleadings, and sufficient facts have not been developed of record for determination of 
conditions. 

Applicant held not precluded by decision in these proceedings from applying for regis- 
tration under proviso in section 2(d) of 1946 Act. 867 


§ 3. PLEADINGS AND PRACTICE 
A. Section 1 


Ownership is a condition precedent to registration, under Section 1 of 1946 Act. 

Exclusive right to use of mark or device claimed as trade-mark is founded on priority of 
appropriation. 

While evidence of sales of goods bearing the mark is highly persuasive, question of use 
adequate to establish appropriation depends upon facts of each case; and use in a way suf- 
ficiently public to identify or distinguish the marked goods in an appropriate segment of the 
public mind is competent to establish ownership even without evidence of actual sales. 811 

“Use in commerce” is prerequisite to registration, by terms of Section 1 of 1946 Act. 

“Use in commerce” as defined by Section 45 of 1946 Act requires that the mark be 
placed on the goods or their containers or displays associated therewith or on tags and labels 
affixed thereto, and that the goods be sold or transported in commerce. 

Applicant’s mark used on goods sold in intrastate commerce to customers who use such 
goods in connection with manufacture of other goods sold by them in interstate commerce, 
held not registrable. 754 
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Requirement of Section 1(b) of 1920 Act as to bona fide use for not less than one year, 
held to mean exclusive use for at least one year prior to date of application for registration. 
On facts of record plaintiff held not to have had such bona fide use of term “Spindry.” 
689 


B. Section 2 


Trade-mark does not exist apart from goods in connection with which it is used; and 
nature of mark, for purposes of section 2(a) of 1946 Act, may be determined from associa- 
tions conveyed by word used as mark, in connection with the goods on which it is used. 

Under 1946 Act, as under 1905 Act, it is not necessary that word be scandalous per se 
to be unregistrable; if mark is scandalous by reason of goods in connection with which it is 
used, it is unregistrable; and the same interpretation should apply to the provisions of sections 
2(a), covering matter which may disparage or falsely suggest connection with persons, living 
or dead, institutions etc., or bring them into contempt or disrepute. 293 


“Dough-boy,” used on prophylactic preparation for prevention of venereal disease, held 
unregistrable, under section 2(a) of 1946 Act, as consisting of matter which may disparage 
or falsely suggest connection with persons, living or dead, institutions, beliefs, or national 
symbols, or bring them into contempt or disrepute. 294 


Use of mark on goods of one applicant for concurrent registration, subsequent to filing 
date of other applicant for registration cannot be considered because of provisions of section 
2(d) of 1946 Act. 

Concurrent registration denied in view of confusing similarity of marks if used in 
adjacent territories. 359 


Concurrent use proceedings need not be instituted where it is plain from the application 
that registration cannot be granted. 

On facts of record, concurrent registration of identical marks for identical goods refused, 
though the goods also carry the names of different cities, because confusion would be likely 
to result. 496 


Prior use of service mark, beginning before effective date of 1946 Act, held basis for op- 
posing application for registration of trade-mark under that Act. 
Mere dilution of distinctiveness of trade-marks, apart from such dilution as results. 741 


Section 2(d) of 1946 Act requires refusal of registration of trade-mark which so resembles 
a mark registered in the Patent Office * * * by another and not abandoned as to be likely, 
when applied to applicant’s goods, to cause confusion or mistake or to deceive purchasers. 878 

Special concurrent registration proviso in section 2(d) of 1946 Act held to have little or 
no application or value in connection with registrations of the same or similar marks on 
different goods, because general purpose of proviso is to provide for registrations which could 
not be effected under 1905 Act and concurrent registrations on basis of use on different goods 
can be effected under general provisions of new Act as they were under general provisions of 
old Act. 1109 


1946 Act contains no specific general prohibition against registration of names of indi- 
viduals as there was in 1905 Act. 

Section 2(e) of 1946 Act denies registration to marks consisting merely of surnames, but 
does not require refusal of registration of mark consisting of entire name of individual. 

Section 2(c) of 1946 Act merely provides in case of names of individuals that registra- 
tion is to be refused unless the application is accompanied by written consent of the particular 
living individual identified. 

Addition of the initials “J C” to the surname “Higgins,” held not to change the surname 
to a mark which is not primarily merely a surname within the prohibition of Section 2(e) of 
1946 Act. 
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Assuming that the mark “J C Higgins” as a whole is not primarily a surname, held that 
it would be not registrable in the absence of disclaimer of “Higgins.” 185 











(Case 2)—Registration of “Cellini” on Principal Register under 1946 Act, held properly 
refused as primarily a surname. 188 







Examiner held not justified in dissecting applicant’s composite mark and selecting sub- 
ordinate part which is surname as basis for refusal of registration. 

Composite mark, dominated by large letters “B F G,” held registrable on Principal Reg- 
ister, under 1946 Act, and not primarily merely a surname within meaning of Section 2(e) 










of 1946 Act. 
Question whether surname “Goodrich” should be disclaimed has not been raised by 
Examiner and is not considered by Commissioner. 644 











On facts of record, applicant held to have failed to establish that “Krane Kar” has 
acquired trade-mark significance or distinctiveness, within the meaning of section 2(f) of 
1946 Act. 377 










Applicant has burden of proving that descriptive mark has become distinctive so as to 
entitle it to registration, under section 2(f) of 1946 Act. 

While section 2(f) of 1946 Act authorizes Commissioner to accept, as prima facie evi- 
dence of distinctiveness, proof of five years substantially exclusive and continuous use, Com- 
missioner is not required to accept such proof and may require other evidence of distinctiveness. 

Applicant for registration, under section 2(f) of 1946 Act, is free to prove distinctive- 
ness by any competent evidence. 

Where, as here, applicant’s prima facie case of substantially exclusive use is rebutted by 
advertisements cited by Examiner, applicant must submit proof to establish actual extent of 
use of mark by others and unsupported arguments as to sporadic nature of other uses will 
not suffice. 

Evidence of distinctiveness, under section 2(f) of 1946 Act, should be greater in case of 
application to register highly descriptive mark than in ordinary case. 

Question of descriptiveness is material in considering applications for registration, under 
section 2(f) of 1946 Act, since ground of refusal is statutory prohibition contained in section 
2(e) and applicant’s failure to qualify under exception provided under section 2(f). 374 




















Allegation of substantially exclusive use held to be defeated by subsisting registrations 
only in the absence of some showing by applicant that the marks covered by such prior regis- 


trations have been abandoned, or that the use was sporadic or unsubstantial or some similar 
461 
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circumstance. 





On facts of record, applicant’s claim of distinctiveness based on five years of substantially 
exclusive and continuous use, not sustained. 

It is not necessary in order to defeat claim of substantially exclusive use that the same 
or similar mark be used on the same goods by another; it is sufficient if the same mark has 
been used on similar goods which would be likely to cause confusion. 476 










On facts of record, showing held insufficient to bestow trade-mark significance, under 
Section 2(f) of 1946 Act, upon generic term “Trucloader.” 498 










On facts of record, showing submitted held insufficient to bestow trade-mark significance, 
under Section 2(f) of 1946 Act, upon generic term held incapable of becoming distinctive 
of applicant’s goods. 499 





On facts of record, generic name of applicant’s goods held not to have acquired secondary 
meaning identifying only applicant’s specific product. 635 





On facts of record, applicant held to have failed to prove exclusive use for five years next 
preceding filing of application 731 
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Examiner’s action refusing registration of ‘““Wed-Lok,” in absence of disclaimer of “Lok,” 
held not inconsistent with decision in Friend v. Granat Bros., 185 F. 2d 684 (C. A. 9). 

Decision of Court of Appeals in Friend v. Granat Bros. held sufficient to show distinctive- 
ness of “Wed-Lok,” under section 2(f) of 1946 Act, and applicant permitted to amend to 
bring application under that section rather than to disclaim “Lok.” 758 


Descriptive or misdescriptive mark may be registered under Section 2(f) of 1946 Act, 
if it has become distinctive of applicant’s goods. 

On facts of record, held that neither Patent Office nor the parties treated application 
involved as one under Section 2(f); and it cannot be so considered here. 

Mark not registrable because of Section 2(e¢) may still be registrable under Section 2(f), 
but where mark is not registrable because of Section 2(a), the bar is absolute. 

Applicant held not precluded from filing new application for registration of its mark 
under Section 2(f) of 1946 Act. 1024 


On facts of record, applicant held to have failed to sustain burden of overwhelming 
proof required under the circumstances to show that descriptive term “pocket book” has 
acquired distinctiveness indicating applicant’s books to the general public. 

Scope of trade-marks is not co-extensive with domain of unfair competition and it does 
not follow from fact that courts will protect applicant against palming off that applicant has 
a registrable trade-mark. 

Before it can be stated that word which is generic designation of an article can be con- 
sidered as having acquired status of trade-mark of a single concern for that article, the word 
must have become practically obsolete as a generic name and must be recognized by the 
public as a trade-mark rather than as a generic term of the English language. 

Usage, advertising and repetition alone, even with the acquiescence of the trade, held 
insufficient to remove “Pocket Books,” the name of an article, from the category of a generic 
word of the English language to that of a trade-mark for the article. 1123 


C. Section 3 and 45 


1946 Act assimilates service marks to trade-marks; and aside from differences in manner 
of use and display and wider variety of possible marks covered by definition of service marks 
in Section 45, the various provisions of the trade-mark sections of the 1946 Act apply to service 
marks. 886 


Persons may engage in manufacture and sale of goods and also the rendering of services 
and the same mark may be used both as a trade-mark and as a service mark. 

Applicant held to have failed to prove use of mark in connection with information and 
lecture services. 

On facts of record, applicant’s use of mark in advertising held to amount to no more 
than tie-in between the article it sells as its principal business and incidental promotional 
scheme in furtherance of sale of applicant’s goods upon or in connection with which applicant 
uses its mark. 

On facts of record applicant’s mark held essentially a descriptive slogan for its goods and 
not to constitute service mark within the meaning of the statute. 1128 


“Services,” per se, are not defined by 1946 Act, but definition of “service mark,” registrable 
under section 3 appears in section 45. 

Use of applicant’s name on mixing trucks for transportation of ready-mixed concrete, held 
not a service mark use and treatment which applicant gives material which it sells, held not a 
service which it sells or advertises so as to bring it within section 45. 

On facts of record, applicant’s services held purely incidental to selling of goods, and 
applicant’s mark held a trade name identifying applicant’s business rather than a service 
mark, 1132 










FORTY-ONE TRADE-MARK REPORTER 


D. Section 12 
On facts of record, affidavit filed under section 12(c), held to set forth “goods stated in 
the registration,” viz. “self-raising flour”; and registrant held entitled to republication of 1905 
Act registration under 1946 Act, though certain ingredients were changed since 1910 without 
changing the essential nature of the product. 889 


E. Sections 14, 33, 37 and 43 

Trade-Mark Act of 1946 made no change in law regarding status of persons entitled to 
apply to cancel registrations. 

Section 14 of 1946 Act held to govern cancellation of registrations on Principal Register 
and those under 1881 and 1905 Acts. 

Sections 33(a), 37 and 43 of 1946 Act held to have nothing to do with right to bring 
petition for cancellation of registrations in the Patent Office. 

On facts of record, counterclaims for cancellation held not to state facts which would 
entitle applicant to cancel opposer’s registrations. 

Fact that opposer has opposed applicant’s application, held insufficient. 

Fact that opposer’s mark appeared on label, copyright registration for which has expired, 
held not to constitute abandonment. 464 




























F. Section 14 
Section 14 of 1946 Act specifically provides for cancellation of 1905 Act registration at 
any time on ground that it was obtained fraudulently or contrary to similar prohibitory 


provisions of prior act. 
Prohibitions of Section 5 of 1905 Act held similar to provisions of Section 2(a) of 1946 


Act. 

No precedents applying the involved portion of Section 5(b) of 1905 Act in cancellation 
or opposition proceedings have been found. 

On facts of record, held that respondent was not the owner of the trade-mark “Academy 
Award” for any of the specified goods at the time the applications for registration were 
executed or filed, that the claims of ownership and use in commerce were false, that there 
were numerous false statements as to the mode of affixation and that all 17 registrations under 
the 1905 Act were fraudulently and unlawfully obtained. 708 
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G. Section 20 


There is no question as to propriety of appeal from Examiner’s final decision dismissing 







counterclaims for cancellation. 
Since there is no provision for interlocutory appeals, decision striking certain paragraphs 


from answer is not appealable but appeal in such cases may be considered as petition for 
exercise of supervisory authority. 

There is no appeal from reasons for a decision; therefore applicant may not appeal from 
decision in its favor, but to extent necessary questions raised will be considered as on petition 


463 












to Commissioner. 
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H. Sections 21 and 46 
1946 Act held not applicable to 4915 suit by applicant whose application was filed under 
1905 Act prior to effective date of 1946 Act; such applicant being entitled to remedy afforded 


by 1905 Act, which was to sue Commissioner alone. 
Gardel Industries 1. Kingsland, 39 T. M. R. 986 (C. A. D. C. 1949) overruled. 680 
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I. Section 22 


Registrations under 1905 Act held not constructive notice, prior to effective date of 1946 










Act. 





Section 22 of 1946 Act making 1881 and 1905 Act registrations constructive notice of 
registrant’s claim of ownership, held not retroactive. 481 
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J. Sections 35 and 38 


Remedy under Section 38 of 1946 Act for wrongful registration of trade-mark differs 
materially from that under Section 35 for infringement of registered mark. 

Exemplary damages held not recoverable in suit for damages resulting from wrongful 
registration of trade-mark under Section 38 of 1946 Act. 575 


K. Section 37 


Section 37 of 1946 Act in broad terms confers upon the court power to invalidate 


registrations. 
Plaintiff’s 1920 Act registration of “Spin-dry” held invalid and cancelled. 689 


L. Section 38 


Section 38 of 1946 Act held to mean that any person who procures registration of trade- 
mark by false declaration is liable in civil action in federal court to any person injured for 
any damages resulting from use of the mark while falsely registered and not as result of false 
declaration only. 575 


Purpose of Section 38 of 1946 Act, granting civil action for damages to any person 
injured as result of procurement by another of registration by false or fraudulent declaration 
or representation, or any false means, held punitive and intended to be used only upon a 
finding of wilful falsity or misrepresentation. 689 


M. Sections 39 and 44 


Under interpretation of Lanham Act set forth in the Stauffer case (40 T. M. R. 960) 
the most recent Congressional enactment, 28 U. S. C. A. 1338(b), on the subject of federal 
court jurisdiction, is rendered a nullity. 

If Congress had intended the Lanham Act to work so radical a change from the prior 
law, which was precisely the opposite from defendant’s contention, it would have embodied 
that purpose in clear and unmistakable language. 161 


N. Section 45 


Plaintiff’s shipment of machine bearing label marked “Paddy” in interstate commerce to 
his sales office in New York, held to constitute use of the mark “in commerce,” under 
Section 45 of 1946 Act. 

Sale of goods with the mark affixed thereto, held not required for an appropriation of 
mark, under 1946 Act. 811 


O. Section 47 


Section 47(a) of the 1946 Act provides that applications pending on effective date of 
that Act may be amended to bring them under the new Act; and if such amendments are not 
made, prosecution of such applications shall be proceeded with and registrations thereon 
granted in accordance with Acts under which applications were filed. 

Applicant. for registration under 1905 Act, held not to have right to amend, after 
effective date of 1946 Act, so as to transfer application to 1920 Act. 1041 


§ 4. AppEaLs—Scope oF REVIEW 


Question of proper classification of goods in an application for registration held not 
subject to appeal to Commissioner, under 1946 Act, but reviewable by Commissioner on 
petition. 88 
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Applicant’s motion to dismiss notice of opposition, on ground opposer had failed to 
prove title to registrations relied upon, made for first time at hearing on opposer’s appeal, 
denied as not properly to be considered at this time. 173 


Trial Court’s findings or conclusions, consisting of its interpretation and construction of 
notice of opposition, held not binding upon Court of Appeals. 

On facts of record, notice of opposition, filed by defendant, held not to constitute a claim 
of infringement or an assertion that infringement is threatened or has actually occurred. 

Notice of opposition, in proper form, is authorized and required by 1946 Act and should 
not be construed as charge of infringement or threat to proceed to redress past infringements 
or to prevent future infringements. 228 


Patent held invalid for lack of invention, though fully sustained by trial court. 
No issue is before Court of Appeals as to design patent, alleged to have been violated in 
complaint, but upon which the trial court made no decision and plaintiff took no appeal. 333 


§ 5. CoNSTRUCTION OF STATUTES 


When the meaning of a statute is not clear, its interpretation should be determined by 
the spirit of the statute as a whole and the intent of Congress as evidenced by the legislative 
history. 

Spirit and intent of 1946 Act held to indicate that Congress intended to codify law of 
unfair competition regarding use of personal names as it had been developed by the courts. 259 


Legislative intent is best gathered by according language employed its usual and 
ordinary meaning. 697 
As it is clear from language of 1946 Act, that trade-mark used only in intrastate com- 
merce, in no way shown to affect interstate commerce, is not registrable, quotation from dis- 
cussion at congressional hearings is unnecessary. 754 


Legislature’s findings of fact on fairly debatable subject are presumed correct until chal- 
lenged and disproved in appropriate proceedings. 

Legislature’s findings must be as to facts not conclusions; they do not carry presumption 
of correctness if obviously contrary to proven and established truths of which courts take 
judicial notice; and they are always subject to judicial inquiry. 

It is unnecessary here to decide question whether recitations in Section 1, Chapter 
25,204, Laws of Florida, 1949, as to economic policy are actual findings of fact and what effect 
should be given to them. 997 


II. TRADE-MARKS AT COMMON LAW 
§ 1. Nature or Trape-Mark RicHTs 
A. Acquisition—General 
Mere registration of term does not establish validity of trade-mark but raises rebuttable 
presumption of legality. 155 


Party incorporating in New Jersey held not required to search records of all counties 
to ascertain whether name sanctioned by Secretary of State was already in use under a 
filed trade certificate. 164 


More than one mark may be used by owner on his goods without invalidating cither 


mark where both serve same purpose of identifying origin. 
Fact that opposer registered “Admiration” held persuasive that it intended to use that 


word as a trade-mark rather than as a grade mark. 167 


On facts of record, “Lyndale Farm,” used on placard attached to crate for live cattle, in 
conjunction with the words “Floydada, Texas,” held a trade name and not to constitute 
trade-mark use under Section 45 of 1946 Act. 245 
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As between the parties, priority of appropriation and use determines ownership of 
trade-mark. 

Use required is by affixation to goods or their containers and sale of goods so marked. 
Advertising use cannot confer ownership. 

Single instance of use of mark on goods in trade held sufficient to establish ownership, 
where, as here, it is shown that owner intended in good faith to continue its use. 256 


Mere selling agent for petitioner’s merchandise could acquire no independent proprietary 
right in petitioner’s trade-mark. 

Upon misappropriation of petitioner’s mark by former selling agent, purported assignee 
of such agent can stand in no better or different position than its “assignor,” irrespective of 
whether “assignee” had knowledge of petitioner's use of the mark; in such circumstances, 
“assignee” may not obtain any advantage by wrongful conduct of its “assignor.”’ 362 


Suggestive quality of word does not prevent its being a valid trade-mark. 418 


Trade-mark use is not established by advertising but by use of the name on goods to 
identify them as goods of the owner of the mark. 

Fact that name fulfilled office of a grade designation as well as that of a trade-mark does 
not militate against its trade-mark significance. 

On facts of record, applicant held to have established trade-mark rather than grade 
mark use of its mark. 

It is well settled that use of two or more trade-marks on the same goods to indicate 
origin is recognized as proper trade-mark usage. 484 


Irrespective of usage in United Kingdom, usage within territorial jurisdiction of its law- 
making authority governs in determining questions of registrability or nature and extent of 
trade-mark rights in Jamaica. 560 


Trade-mark registrant held not required to search and find all prior interfering registra- 
tions in order to claim use in good faith. 

While registration of confusingly similar mark by later-comer is held such constructive 
notice as to preclude first-user from pleading ignorance in cancellation proceedings brought 
after long delay, contention that the prior registration by the first-user had effect of con- 
structive notice which affected second-comer’s claim of current use in good faith held 
untenable. 

Trade-mark is a right growing out of use; and federal trade-mark statutes did not attempt 
to create exclusive rights in marks, but to protect existing rights. 

Registration under 1905 Act was not such constructive notice as to make it impossible 
for later good faith user to gain rights in a mark in an area into which registrant’s trade 
had not extended. 591 


Producer and distributor of goods may by contract determine ownership of mark used 
on goods, irrespective of who devised mark; and parties could determine who was to be 
owner of trade-marks upon termination of relationship. 

Vicorp held a corporate entity with full power to carry on business, to enter into 
contracts, and to dispose of trade-marks. 602 


Ownership of trade-mark is a prerequisite to registration. 

The statute does not create any trade-mark ownership by registration but merely pro- 
vides for registration of trade-marks already owned by applicants. 

Trade-Mark is not subject of ownership except in connection with existing business. 

Trade-mark rights are acquired by bona fide use of mark on goods in trade to identify 
and distinguish them from those sold by others. 708 


On facts of record, plaintiff held to have failed to show that a secondary meaning has 
become attached to its trade-mark; and held that no such meaning has attached to plaintiff’: 
trade-marks in Rhode Island. 827 
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That applicant was only person making and supplying the article held not to indicate that 
the word was used in a trade-mark sense. 

While question of inventorship of word is not involved in considering trade-mark rights, 
fact that other people coined and used new word for new article before applicant attempted 
to use the word as its trade-mark for the same article bears on absence of trade-mark sig- 
nificance of the word. 

Publications dated prior to applicant’s date of first use and before applicant’s filing date 
held sufficient to show generic nature of the word at these times and subsequent publications, 
held relevant as showing that generic nature of the word continued and still exists. 879 


On facts of record, applicant’s use of phrase “Incentive Bank of America,” held analogous 
to use as a trade name and not as trade-mark or service mark. 

Phrases used as trade names held not registrable as service marks, since trade names are 
not registrable under 1946 Act. 886 


Word which is merely descriptive of ingredients, qualities or characteristics of article of 
trade cannot be appropriated as a trade-mark nor obtain legal protection for its exclusive use. 

Word which is descriptive of one class of goods may be purely arbitrary and fanciful 
when used on goods of another class. 

Word which is merely suggestive may be valid trade-mark; and in many cases it is a 
close and difficult question to decide whether a name is descriptive or suggestive. 965 


On facts of record, held that any concession by defendant as to its use of mark was based 
upon plaintiff’s incorrect statement as to registration and exclusive rights. 969 


Association of two notations “Sheffield” and “Universal,” by applicant on its goods, held 
not to deprive either mark of its capability of indicating origin. 1033 


Mere registration of a trade-mark does not confer any greater rights than existed at com- 
mon law without registration; registration of trade-mark confers only procedural advantages 
and does not enlarge registrant’s substantive rights. 1066 


B. Acquisition—Particular Instances 
The word “Jewel” held not coined or fanciful but a weak and widely used mark, with 
some of the characteristics of a generic or descriptive word. 
If a generic term has acquired a secondary meaning, late users must adopt means to 
avoid public deception. 
Trial court’s finding, that word “Jewel” had acquired secondary meaning, in Chicago 
and suburbs, identifying plaintiff’s grocery business, held not clearly erroneous. 134 


On facts of record, held that petitioner’s claimed right of natural and normal extension 
of use of its fabrics to manufacture of gloves is untenable. 410 


While plaintiff is not required to prove secondary meaning in arbitrary mark, on facts of 
record, held that “Telechron” connotes source of products in plaintiff. 

Trade-mark infringement and unfair competition suit by Telechron, Inc., against Telicon 
Corporation. Judgment for plaintiff granting injunction. 419 


Senior party, Plymold Corporation could have made no use of mark “Plymold” as a 
“trade name,” prior to its date of incorporation. 

On facts of record, held that junior party, Haskelite Manufacturing Corporation has 
established priority of use of its mark “Plymold.” 351 


Fact that mark “Luxury” has been used in juxtaposition to applicant’s name on its 
labels does not detract from the trade-mark significance of the word “Luxury.” 355 


Plaintiff held entitled to appropriate and use the letters “GE” as a trade-mark for elec- 
trical apparatus including electric fans; and beer, explosives, heating, lighting and ventilating 
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apparatus, not electrical, and cigars to which others applied the letters “GE” and “E” and “G” 
held different in kind from plaintiff’s goods. 984 


C. Acquisition—Secondary Meaning 


Test of secondary meaning is whether, as matter of fact, mark has become broadly known 
to the public as denoting origin. 

A merely descriptive name can never become exclusive property of first user, and the 
utmost that first user can insist upon, after mark has acquired secondary meaning, is that no 
one shall use it against him in an unfair way. 

While third party uses do not provide license to defendants to invade plaintiff’s rights, 
testimony as to many other uses of “Bama” in trade-marks and trade names, is significant in 
determining meaning of word and whether it has acquired secondary meaning or is geographi- 
cally descriptive. 

On facts of record, plaintiffs held to have failed to prove secondary meaning in 
“Bama.” 956 


While “Sterling” is descriptive of quality, held it is not directly descriptive of ale, and has 
acquired secondary meaning identifying plaintiff's beer and ale, primarily in the mid-west 
but not in Massachusetts. 990 


§ 2. Wat May Be a Trape-Mark 
A. Words and Marks Capable of 
(1) Exclusive Appropriation—Particular Instances 


“‘Wed-Lok,” used on wedding and engagement ring ensembles mechanically locked or 
fastened together, held a valid trade-mark and not primarily descriptive. 46 


“Shoe King,” the word “Shoe” being disclaimed, held not merely descriptive of foot- 
wear, under 1946 Act. 

Fact that opposer had used the word “King” in its own marks, held not to establish that 
opposer had recognized the capacity of the term to denote origin. 75 


“Fairyland” and “Sugar and Spice” held suggestive at most rather than descriptive and 
therefore valid trade-marks for dolls. 155 


There is no question as to capability of mark “J C Higgins” to function to distinguish 
applicant’s goods nor that it could be registered under Section 2(f) of 1946 Act, but appli- 
cant has not chosen to qualify under that subdivision. 185 


The word “Paddy” held fit subject to be registered as trade-mark for collating machines; 
and registration thereof held valid. 255 


The word “Luxury” held an arbitrary mark, under 1946 Act, and not descriptive as 
applied to mixed and paste paint. 
On facts of record, applicant’s prior use of word “Luxury” held a true trade-mark use to 


denote origin of applicant’s goods. 354 


“Telechron” held a valid arbitrary trade-mark for electric clocks, motors, timing devices, 
selectors, and radios, and neither generic, descriptive nor weak. 418 


“Horizon” held distinctive and wholly arbitrary, as applied to jewelry such as necklaces, 
and not to designate quality per se. 484 


“l’henaphen” held not descriptive of medicinal preparation used as an analgesic and 
antispasmodic. 

The term “phen” held incapable of describing anything of interest or importance to 
prescribing physicians. 610 
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The terms “Ameri” and “Amer” held not geographically descriptive of piece goods. 617 
The word “Master” held in no sense descriptive of mattresses, studio couches or chairs. 620 


The word “Town,” common to the marks of the parties, held not lacking in distinctive- 
ness. 625 


“Academy Award” held to fall within category of a name, distinguishing mark, character, 
or emblem of an institution or an organization, declared unregistrable by Section 5(b) of 
1905 Act. 

That petitioner is not in business, does not sell any goods and does not use the phrase 
as a trade-mark for goods, held immaterial. 708 


Figure of a large claw of a bird, holding baseball in its talons, held suggestive but not 
descriptive of baseball gloves. 759 


“Creamette,” held not generally descriptive of plaintiff’s macaroni. 807 


§ 3. TitLe To A TrapDE-Mark 
A. Assignments 


Assignments made simultaneously to parent, without business and goodwill, and to 
wholly owned subsidiary, with goodwill, held to pass title to trade-mark to subsidiary and 
not to work on abandonment. 

In order to do justice, court of equity does not hesitate to disregard corporate entity and 
recognize that all assets of a solvent wholly owned subsidiary are equitably owned by parent 
corporation. 34 


Trial Court’s findings that transfer was not in gross and that plaintiff acquired good title 
to mark, through purchase of not only capital stock but also going business with its assets 
including trade-mark, held well supported by record. 221 


Trade-marks and good will of business can not be owned in gross, nor sold or transferred 
apart from business. 

Chattel mortgage on all assets of Paddy Company held ineffective to convey any trade- 
mark rights to defendant’s vendor. 256 


In absence of other evidence, presumption is that transfer of a business carries with it the 
right to use of trade-mark employed in connection therewith. 

Right of purchaser of business to use of marks previously used by seller extends only to 
marks and business actually purchased; and seller may reserve from a sale of a business a line 
or lines of merchandise that he wishes to continue to exploit himself. 320 


Transfer of a business carries with it the right to the use of a trade-mark employed in 
connection therewith. 356 


Plaintiff held to have acquired by assignment prior and primary right to use corporate 
name, trade name and trade-mark of predecessor. 
Holtz & Sons, Inc. held confusingly similar to Al S. Holtz, Inc. 608 


B. Abandonment 


On facts of record, trade-mark “Old Charter” held not abandoned during Prohibition. 

Law does not require constant use of trade-mark to prevent its loss. 

On facts of record, apparently divergent instruments of assignment held not to constitute 
abandonment. 34 


On facts of record, opposer’s non-use of trade-mark during war and period following 
cessation of hostilities, held not to constitute abandonment. 167 
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On facts of record, plaintiff's suspension of use of mark, without intent to abandon and 
only until real owner of mark could be determined, held not to constitute abandonment. 256 


On facts of record, plaintiff held to have overcome prima facie evidence of abandonment: 
and though plaintiff discontinued use of mark for more than two years, he did so intending to 
resume its use as soon as circumstances permitted and there was no abandonment. 811 


On facts of record, applicant held to have failed to prove abandonment by prior 
registrant. 

Issue of abandonment can best be settled by appropriate cancellation proceedings rather 
than ex parte as applicant has attempted to do here. 878 


§ 4. INFRINGEMENT 
A. Confusing Similarity 
(1) General 


It is well settled that in determining question of confusing similarity, the marks should 
be considered as a whole, in spite of disclaimers. 84 


In view of identity of the marks, question to be decided is whether there is likelihood 
of confusion as to origin of the goods. 61 


In determining question of confusing similarity, the marks must be considered in their 
entireties and disclaimed portions of the respective marks may not be ignored. 140 


While common descriptive portions may properly be subordinated in considering con- 
fusing similarity of two marks, such portions may not be completely ignored. 365 


In determining question of confusing similarity, marks must be considered in their 
entireties and descriptive parts may not be disregarded though they must obviously carry less 
weight than arbitrary and distinctive parts. 369 


In determining question of likelihood of confusion between competing marks, they must 
be considered in their entireties. 

In construing marks as a whole, descriptive or geographic portions may neither be 
disregarded nor given undue emphasis; more properly less weight should be accorded such 
portions than would be given to wholly arbitrary or distinctive portions. 372 


Similarity of sound alone held sufficient to give rise to likelihood of confusion, when 
marks are applied to identical merchandise. 384 


In determining question of confusing similarity the marks should be considered in their 
entireties. 494 


Side by side comparison of marks is not the test of likelihood of confusion. 560 


Question of confusing similarity is largely one of opinion depending on different circum- 
stances of each case. 

Carmel Wine case did not establish proposition that under no circumstances could entire 
mark of another be appropriated by a newcomer. 

Emphasis placed on environment of sales by applicant held not appropriate because sales 
methods are subject to change at any time. 

While full consideration should be given to prior registrant’s consent to application, it 
cannot confer upon Commissioner power to do what statute prohibits. 588 


Citation of cases in trade-mark registration litigation is of little assistance since question 
of confusing similarity depends upon facts in each case. 599 


Similarity in meaning alone may be sufficient to render two marks confusingly similar. 628 
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In determining question of confusing similarity, marks must be considered in their 
entirety; and in the last analysis the similarity of marks must be determined largely on the 
basis of opinion. 824 


It is well settled that where a conspicuous and essential feature of applicant’s mark is the 
same as opposer’s mark, the inclusion of additional words or features having no trade-mark 
significance is not sufficient to differentiate them. 870 


(Case 1)—In order that there may be likelihood of confusion between marks, 1946 Act 
does not require that the goods be of the same descriptive properties. 1042 


(2) Goods of the same Class—General 


It is important that uniformity be observed in the matter of classification and existing 
lines should not be disregarded in the absence of some compelling reason. 

Boiler water column indicators with or without alarms and boiler water gages and gage 
cocks held not to fall in Class 34, heating, lighting and ventilating apparatus. 88 


In determining question whether goods are of the same class, it is sufficient that the 
ordinary purchaser might conclude that the goods of both parties emanated from a single 
source. 93 


Classification system adopted by Patent Office, pursuant to Section 30 of the 1946 Act, 
for convenience of administration, must be such as to allocate to particular groups those 
goods most likely to be used as a reference from confusion standpoint. 

In construing statutory provision that applicant may register mark in one application 
for goods in one class, held that the ordinary dictionary meaning applies to the word “goods.” 

Where applicant seeks registration in a single class, division should not be required when 
it clearly appears from the description of goods that registration is sought on only a single 
item of merchandise, even though it is marketed bearing a statement of multiple use. 

Single item of commerce sold with several stated uses held not “a plurality of goods” 
though the stated uses may fall into different Patent Office classifications. 

On facts of record, held that the description of the goods in the application should be 
amended to make it clear that only a single product is involved. 182 


Where all goods are drugs, though there are specific differences between them, purchaser 
might assume that they all were made by same pharmaceutical manufacturer, if names have 


to closs a similarity. 285 


Elimination of 1905 Act phrase “merchandise of the same descriptive properties” and 
substitution in 1946 Act of “as to be likely, when applied to goods of the applicant, to cause 
confusion or mistake or to deceive purchasers,” held to have been made to conform to judicial 
construction of Section 5 of 1905 Act and not to change the law. 742 


(Cases 1 and 2)—If the goods to which applicant applies its mark and the registrant’s 
goods are so nearly related that confusion as to origin would be likely, the applications should 
be refused since the only distinction between the two marks, in Case 1, resides in the sur- 
name “Cook’s” and in Case 2, the marks are identical. 761 


Shoes and lingerie held goods which are commonly sold in the same stores and fact that 
goods of the parties are not presently so sold held immaterial since sales policy of either is 
subject to change at will. 870 


Question of relationship of goods involves primarily a consideration of products them- 
selves and uses to which they are put, rather than procedure adopted for promoting their 
sale. 854 


Since “Gold Medal” is a weak mark, held there would be no likelihood of confusion 
between “Gold Medal” used by opposer on coffee and tea and by applicant on rice. 866 
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Mere fact that two commodities may on occasion be purchased in the same stores held 
not sufficient to justify holding that they are goods of the same descriptive properties. 1017 


Nature of petitioner’s goods can only be ascertained from description thereof in petitioner’s 
registration where, as here, petitioner presents no other evidence. 1033 


Lithiated lemon soda and wines, held so related that confusion in trade as to origin of 
the goods would be likely to result from their sale under the same mark. 

It is well known that the usual “mixes” are commonly sold in most liquor stores. 

Evidence of actual confusion is not required. 1120 


(3) Likelihood of Confusion 


Likelihood of confusion need not necessarily arise in the purchase of goods which possess 
identical characteristics, but may also arise in connection with such other goods as possess 
different characteristics, having attached thereto a mark so nearly resembling a registered or 
known mark owned and in use by another as to deceive purchasers as to origin of the goods. 93 


Factors other than the inherent nature of product play important part in determining 
question of likelihood of confusion in cases where single product is capable of several uses. 182 


There is always more likelihood of confusion relative to sale of goods where all of a trade- 
mark is appropriated by another. 278 


On facts of record, opposer’s arguments as to likelihood of confusion held not convincing. 

Appearance and sound held of equal importance with significance in determining the 
question of likelihood of confusion. 

Dictionary definitions held not controlling in determining likelihood of confusion as to 
source. 279 


In certain cases, Court of Customs and Patent Appeals has referred to label or dress of 
goods in determining whether opposition should be sustained. 283 


Fact that actual confusion has not been shown held not to establish that no likelihood of 
confusion exists. 

Factors such as labels held not properly considered here since label is not what is sought 
to be registered. 

Facts that applicant’s goods are sold principally on prescription and at price higher than 
opposer’s goods which are sold over the counter, held not controlling. 286 


Defendant’s neighborhood drug store held so dissimilar to plaintiff’s retail super drug 
stores that confusion has been negligible. 569 


Stipulated evidence that two practicing physicians had no difficulty in distinguishing 
between the marks of the parties held not conclusive or even persuasive that likelihood of 
confusion would not arise, in view of close similarity between the marks and the goods. 610 


When considering question of likelihood of confusion as to origin, existence or absence of 
competition does not rule out consideration of fact that the parties are engaged in business 
with different classes of trade. 1066 


In determining question of likelihood of confusion, substantially 38 years use of marks of 
the parties on identical goods, in the same territory, during which there has been no evidence 
of confusion, held entitled to consideration and while not controlling, it should not be 
ignored. 1116 


Defendant’s use of “Friendship Club” in Baltimore in connection with ballroom held not 
likely to cause confusion in the public’s mind with similar business conducted under the same 
name by plaintiff in New York. 447 
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III. REGISTRATIONS OF TRADE-MARKS 
§ 1. Effect of Registration 


Refusal of registration under particular class would not tend to limit any statutory rights 


of applicant. 88 


Plaintiff’s registration of its name “Lane Bryant” held prima facie evidence of ownership 


of the mark. 251 


“Kimberly Clark” held unregistrable, under section 5 of 1905 Act, as consisting merely 
in combination of two names and not written, printed, impressed or woven in some particular 
or distinctive manner. 

“Kimberly Clark” held unregistrable, under section 2(e)(3) of 1946 Act, as comprising 
merely two surnames, the dominant and only characteristic of which is the surnames. 259 


While consent of earlier user may be given some weight, when there is reasonable doubt as 
to registrability, such contest can not confer registrability on mark otherwise unregistrable. 296 


Senior party’s 1905 Act registration, while not conclusive evidence of ownership and right 
to register, carries presumption of validity which must be overcome by party challenging it. 320 


Disclaimer of prominent words upon which likelihood of confusion is predicated will not 
avoid sustaining of opposition nor endow with registrability a composite mark dominated by 
473 


nonregistrable matter. 


Prior registration under 1920 Act held not binding on Patent Office where mark is in 
fact generic and incapable of distinguishing applicant’s goods. 499 


In view of highly descriptive nature of mark, affidavit alleging substantially exclusive use 
for five years, held inadequate to show distinctiveness. 461 


Neither 1905 nor 1946 Act provides for loss of registration or of any right to maintain 
action because of failure to use registration notice. 

If registrant omitted registration notice in case of registrations under 1905 Act or those 
on the Principal Register under 1946 Act, registrant may not recover profits or damages unless 
defendant had actual notice of the registration. 464 


1905 Act registrations held constructive notice precluding petitioner for cancellation from 
pleading ignorance of existence of particular mark. 591 


Disclaimer held to operate only as acknowledgment that right to use of words disclaimed 
is not claimed to be exclusive, but it does not operate to surrender to a later comer the 
exclusive right therein. 689 


Plaintiff’s 1920 Act registration held to create no presumption of ownership. 689 


Registration under 1905 Act held public record constituting such constructive notice as 
to preclude petitioner for cancellation from pleading ignorance of existence of mark registered 
more than 8 years prior to filing of petition for cancellation, 

Petition for cancellation of 1905 Act registration, republished under 1946 Act, dismissed 
on ground of laches where petitioner had no actual knowledge of use of respondent’s mark 
until shortly before cancellation proceedings were brought, but such proceedings were not 
instituted until more than 8 years after issuance of registration under 1905 Act. 725 


In light of testimony in interference proceedings, indicating that applicant did not in 
fact use mark on majority of items enumerated in application, held that Examiner of Trade- 
Marks should re-examine application to determine propriety of registering applicant’s mark 
on the application as filed. 728 


Situation presented is that of composite mark containing the word “Balgrip” as sub- 
ordinate part which, standing by itself, would be refused registration as being descriptive, but 
which in a composite mark is suitable for application of disclaimer. 759 
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(Cases 1 and 2)—-Where the marks are identical, or substantially so, and the goods are 
closely related, letter of consent by prior registrant may not be accepted as conferring registra- 
bility upon marks held to be excluded by express provisions of section 2(d) of 1946 Act. 761 


Registration under 1946 Act held to give rise to rights of exclusive use cognizable in 
federal courts. 811 


Red, white and blue oval design bearing the word “Esso,” held a valid trade-mark identify- 
ing petroleum and similar products as coming from plaintiff, and service stations in connec- 
tion with which it is displayed as dealing in plaintiff’s products. 839 


Upon remand of opposition proceedings from Court of Customs and Patent Appeals, 
Examiner’s statement that applicant is entitled to registration vacated. 

Application rejected ex parte by Commissioner, no remand of opposition proceedings to 
Patent Office, where name clause of 1905 Act was not pleaded by opposer in this opposition 
but was pleaded in companion proceedings between same parties in which application was 
rejected on basis of name clause. 

Application also rejected ex parte by Commissioner, on remand of proceedings from 
Court of Customs and Patent Appeals, in view of false statements shown to have been 
included in application filed as to goods upon which mark is used. 

On facts of record, held that amendment of application should not be considered in 
absence of complete and adequate explanation of false statements therein. 858 


Under 1946 Act, Principal Register registrations constitute constructive notice of regis- 
trant’s claim of ownership and prima facie evidence of registrant’s exclusive right to use 
registered mark; and defendant has burden of demonstrating legal or equitable defenses or 
defects. 951 


Although rebuttable, 1905 Act registration furnishes strong presumption of validity. 965 


On facts of record applicant held to have established use of its mark since 1931; and 
it is not necessary that a different catalog be issued each year to show continuous use of mark. 
Opposer’s British certificate held not competent evidence to prove that its mark was 
actually used anywhere on stoves and ranges. 1033 


Distinctiveness of mark, under section 2(f) of 1946 Act, may be established by sub- 
stantially exclusive and continuous use, in commerce, as a trade-mark for five years next 
preceding date of application for registration. 

Examiner of trade-marks may consider whether further evidence of distinctiveness is 
required in addition to five years of such use. 

Where word has at least one meaning which is clearly descriptive of respondent’s goods, 
fact that it may have other unrelated meanings is wholly immaterial to question of respondent’s 
right to registration; and it is also immaterial that there are other words which others may 
use, which may be equally descriptive of the product. 1033 


(Case 1)—-Where two words composing a mark are clearly descriptive, combination of 
the two into single expression which is descriptive of the goods cannot make them registrable. 
(Case 2)—Prior registration or use of “Angora Taffeta,” the word “Taffeta” being dis- 
claimed, held to establish no common law rights to “‘Angora”’ as trade-mark for textile. 1118 


Purported showing of registrability under section 2(f) not considered where applicant has 
not amended application to seek registration thereunder and other grounds of rejection render 
such consideration futile. 1133 


§ 2. Registrable Marks 
A. Registrability in General 


“Chrom-Ever” held not deceptively misdescriptive as applied to electric fans first pro- 
duced in chrome-plated steel but due to shortages of steel, now made of aluminum with brush 
finish to simulate the original chrome-plating. 171 
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Commissioner not only has right but also the duty, in an opposition, to determine ex 
parte and without reference to issue raised by notice of opposition, whether applicant’s 
mark is entitled to registration. 234 


Use in commerce which may lawfully be regulated by Congress, is statutory prerequisite 
to registration, but use in local trade is sufficient basis for trade-mark rights at common law. 
Transportation in commerce held sufficient basis to support registration provided applicant 
has previously acquired trade-mark rights by sale of goods under the mark. 256 


Under “name clause” of 1905 Act, where appropriation of corporate name was com- 
plete, rule of the statute was absolute that proposed mark must be denied registration. 

Where, as here, less than the whole name of corporation is sought to be registered by 
another, the question of likelihood of confusion arises and must be considered. 328 


“Name clause” as it appeared in 1905 Act, as a bar to registration, has been omitted 
from 1946 Act. 351 


The existence of other words to describe article or a special feature of it held no answer 
to charge that notation under consideration is descriptive. 

Fact that applicant long used or advertised mark is of no significance, if words are merely 
descriptive of qualities or characteristics of the goods. 884 


Section 2(d) of 1946 lists various prerequisites to grant of concurrent registrations; 
and question here presented is determined by condition precedent that confusion or mis- 
take or deceit of purchasers must not be likely to result from continued use of marks, 
under appropriate conditions and limitations. 

Registration of same or similar marks should be avoided whenever possible and 
should be resorted to only in most unusual situations. 358 


While neither section 1 of 1946 Act nor Rule 7 requires that application state date 
of use of mark on each item recited, the application should be so written as to avoid 
being misleading. 379 


Concurrent use proceeding pursuant to Section 2(d) of 1946 Act held inappropriate 
because application filed under 1905 Act has not been converted to 1946 Act application nor 


restricted as required by Rule 8. 1021 
Typography of mark sought to be registered deemed inconsequential and presence or 
absence of space between ‘“‘pocket” and “book” immaterial. 1122 
Trade name, used as such, is not registrable either as trade-mark or service mark. 1132 


B. Descriptive and Generic Terms 


The word “Cold,” used in connection with refrigerators, held descriptive and in common 
use as a part of trade-marks for refrigerators and similar goods. 78 


“Sightmirror” held merely descriptive of mirrors having semi-transparent reflecting sur- 
face primarily designed for use as screens with television receivers, under 1946 Act. 81 


“Flex-Weave,” held descriptive of metal link ornamental bracelets and bracelets for 
wrist watches, under 1905 Act. 92 


The term “Nu” held a slight and not unusual variation of the adjective “new.” 
The meaning, “new,” ascribed by applicant to the prefix “Nu,” in its mark “Nu-Die,” 
would require refusal of registration under 1905 Act on ground of descriptiveness. 140 


The words “Remembrance” and “Remembrance Advertising” held, on facts of 


record. 342 
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“The Shooters’ Bible,” the word “Bible” being disclaimed, held plainly and clearly de- 
scriptive and completely lacking in arbitrary significance as applied to catalogue advertising 
various items of arms and equipment and also including a small number of articles of interest 
to users of the catalogue, under 1946 Act. 272 


The term “Lustr,” an abbreviation of the word “lustre,” held descriptive as applied to 
hair treating materials, under 1946 Act. 

Mere fact that same initial term “Lustr” is common to marks of both parties is not 
sufficient to justify refusal of applicant’s mark. 369 


“Speed Flash,” the word “flash” being disclaimed, held highly descriptive of camera 
attachments and accessories, under 1946 Act. 374 


Whether mark applied to patented product becomes generic and passes into public 
domain depends upon facts. 

Arbitrary term applied to whole line of products cannot be generic; and “Singer doctrine” 
held not applicable. 419 


“Friendship Club” held descriptive of dance hall or ballroom business. 447 


“CheeSliceR” held a slight phonetic misspelling of the words “cheese slicer” and descrip- 
tive of hand operated utensil for cutting and serving materials such as butter, ice-cream, 
cheese, etc. 461 


“Trucloader” held phonetic misspelling of generic term which is name of the goods 
and therefore incapable of identifying or becoming distinctive of power operated industrial 
material handling trucks. 498 


“Carloader” held generic name of industrial power operated fork trucks, incapable of 
becoming distinctive and incapable of functioning as a trade-mark for such goods. 

Use of distinctive lettering cannot obviate fact that mark is generic term for the goods 
and incapable of functioning as a trade-mark. 

Fact that words are used in combination not found as single word in dictionary or else- 
where does not relieve mark of generic nature where it is in fact merely the name of 
the goods. 499 


The word “alloy,” which forms the last two syllables of applicant’s mark “Nercalloy,” 
and the expression “oloy,” held descriptive of metals, metal goods and castings, under 1905 


Act. 599 


On facts of record, “Electrical Center is Television Center,” held a purely descriptive 
term connoting that the store, Electrical Center, is the center for television needs, and as such 
is incapable of exclusive appropriation as a trade name. 568 


“Carillonic Bells’ held generically descriptive of applicant’s goods and incapable of 
acquiring any meaning other than that products under consideration have tone qualities, 
instrumental limitations and adaptability for rendering certain types of musical compositions 
ordinarily played on bells. 

“Carillonic Bells’ held not deceptively misdescriptive but generic term characterizing 


goods to which it is applied and incapable of functioning as a trade-mark to indicate 


origin. 635 


“Spin-dry” held not fanciful or unique but a general term, in common use, descriptive 
of laundry equipment and incapable of exclusive appropriation. 689 


“YuLiTe” held descriptive of electric Christmas tree lighting sets, under 1946 Act. 
Descriptiveness is not necessarily precluded by the fact that applicant’s mark does 
not consist of two separate words “Yule” and “Lite,” but is a mere contraction of two well 


646 


known words. 
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“Block Seal” and “Blok-Seal” held descriptive of chemical compounds for repairing 
and sealing cylinder blocks, water jackets and cylinder heads. 

Mere misspelling of descriptive words “block seal” held not in itself sufficient to bestow 
trade-mark significance upon otherwise unregistrable term. 703 


“Plus 30” held merely descriptive of face creams primarily for women over thirty. 738 

“Perfect” and ‘“‘Perfect Circle” held descriptive of oil seals and oil sealing rings. 

The word “Perfect” held such a common, laudatory expression that it is difficult to 
believe that it can be a trade-mark for anything. 756 


The word “Lok,” a slight misspelling of “lock,” in hyphenated mark “Wed-Lok,” held 
descriptive of engagement and wedding ring ensembles which have a locking device. 758 


“Balgrip” held phonetic misspelling of words “ball grip” and descriptive of baseball 
gloves. 759 


“Creamette,” held descriptive of defendant’s frozen dessert not made from customary 
ice cream mix but similar to it. 807 


“Jato” held a generic word of the English language designating or used in connection with 
jet motors, and not capable of functioning as a trade-mark to distinguish applicant’s goods. 879 


“Balloon Seat” held merely descriptive of pajamas and of any garment having full wide 
seat; and being thus descriptive is incapable of identifying source and therefore incapable 
of functioning as a trade-mark, under section 2(f) of 1946 Act. 884 


“Micro-Milled” held merely descriptive of an insecticidal composition for use on plants, 


under 1905 Act. 885 


“Super-Maid” held merely descriptive of synthetic rubber mats for drainboards, baths, 
floors, showers and sinks and therefore not registrable, under 1905 Act. 

Since the word “super” is clearly descriptive and the word “maid” is but the phonetic 
equivalent of the descriptive word “made,” held that neither alone, nor both together 
could have any significance in identifying the goods of applicant as to source. 

Words descriptive of quality of an article may not be registered as a trade-mark since 
they do not function to distinguish either by their meaning or association the origin or 


ownership of goods to which they are applied. 875 
Dictionary definitions held not always to indicate lack of trade-mark significance of 
a word. 879 
“Rainbow” held descriptive of table glassware and not a valid technical trade-mark 
therefor. 965 
“Bracer” held descriptive of plaintiff’s hair tonic. 999 


“Glass Wax” held not registrable as technical trade-mark on Principal Register under 
1946 Act because descriptive or misdescriptive of applicant’s product; therefore Section 2(e) 
requires refusal of registration where, as here, application is not filed under Section 2(f). 

Applicant’s explanation of alleged misuse of registration notice held to emphasize argument 
that “Glass Wax’ is not used as a trade-mark but only in descriptive sense. 1024 


“Solid” held primarily descriptive of stick cologne and obviously misdescriptive of liquid 


cologne and registration thereof cancelled. 
Since “solid” is merely descriptive of form of product which the parties sell, petitioner 


with others has right to apply that notation to its goods. 1033 


The word “Confidential” in book titles “New York Confidential,” “Chicago Confidential” 
and “Washington Confidential,” held descriptive connoting, in common parlance, the inside 
story; and plaintiffs held to have failed to prove secondary meaning. 
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Since the purpose of a trade-mark is to identify source, the use of a common descriptive 
word as a mark has uniformly been held to be insufficient. 1083 


(Case 1) “Twistpoint” held descriptive of characteristic of piece goods of cotton, mohair 
and wool or combinations thereof, under 1946 Act. 

(Case 2) “Angora Satin,” the word “Satin” being disclaimed, held descriptive of piece 
goods of cotton, mohair, wool and combinations thereof, under 1946 Act. 1118 


Word which describes character, quality or purpose of goods is descriptive. 

The word “Derrick” applied to steel measuring tapes intended for use for derricks, held 
obviously descriptive and unregistrable on Principal Register, under 1946 Act. 1121 

The word “pocket book” held a word of the English language meaning a small book 
adapted for carrying in the pocket. 1122 


Use of word in title of book can only be characterized as use in generic or descriptive 


manner. 
Particular meaning of a word which has several meanings is to be determined from context 
in which it is used. 1122 


C. Geographic Terms 


The word “Chypre” held a geographical term when capitalized and generically descrip- 
tive of perfumes when used as a common noun. 349 


The word “Bama” held a nickname for the State of Alabama which through long general 
use, by numerous concerns, has lost all elements of originality and distinctiveness and not to 
have acquired secondary meaning denoting origin in any particular concern. 956 


‘Pacific Coast” held primarily geographically descriptive of any enterprise operating there. 

The word “aggregates” clearly denotes certain of the goods in which applicant deals. 

It is well settled that mark comprising words which are nonregistrable separately, is not 
endowed with registrability by combining such words. 1133 


D. Landatory Marks 


Marks capable of distinguishing applicant’s goods or services but not registrable on the 
Principal Register are registrable on the Supplemental Register, under 1946 Act. 

Slogan consisting of the words “The Public Appreciates Quality” held a laudatory state- 
ment, designed to suggest quality of applicant’s goods, which is equally available to any 
dealer desiring to use it for similar purposes, and as such is inherently incapable of dis- 
tinguishing applicant’s goods or of indicating origin thereof, and therefore is not registrable 
on Supplemental Register under 1946 Act. 

Widespread advertising or long continued use of slogan cannot confer registrability under 
Section 23 of 1946 Act unless applicant’s mark is capable of distinguishing. 191 


The word ‘“Mother’s” held incapable of exclusive commercial use by anyone because it 
has become so attached to everything connected with the home as to be universal in use and 


in meaning. 
The word “best” held a well recognized superlative, universally denoting the highest 


grade of material and exclusive rights may not be acquired in it. 
The word “pride,” as used in the flour trade, held to signify high grade and nothing 
more. 969 


E. Confusing Similarity 
(1) General 


When the marks are identical and there is likelihood of confusion as to origin of the 
goods, proof of actual confusion is not required. 
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Whether suggestive mark is lacking in distinctiveness held not controlling, where both 
parties use identical mark on goods commonly used by same class of customers and sold 
through same trade outlets. 752 


Similarity in appearance with identical suffixes held sufficient to render the marks 
involved confusingly similar. 629 


General rule is that it must be assumed that the public will use reasonable intelligence 
and discrimination with reference to names of corporations with which they deal or attempt 
to deal, the same as with individuals having the same or similar names. 701 


The issue of confusing similarity must be resolved by comparing appearance, sound and 
meaning of the respective marks and evaluating those three factors in their entirety as assem- 
bled in each contested mark. 

Sound factor alone has often been the cause of rejection of new-comer’s application for 
registration. 

By decapitating two marks of worldwide distinction, “Cheramy” and “L’Origan,” and 
by transplanting the head of one upon the body of the other, applicant held to have derived 
a device design to trap the unwary. 

Mark of new-comer must be such as to clearly avoid not only confusion in trade under 
law of trade-marks, but also under law of unfair competition. 

Rights to be considered in opposition proceedings are not only private rights of the 
parties but also the paramount right of the public. 

Prestige of a famous trade-mark may not be relied upon by new-comer as license under 
which courts may authorize registration of a confusingly similar mark for similar goods. 945 


(2) Particular Instances 


“The House That Alligator Built,” held a colorable variation of ““The House of Alligator 
Leather” and “The House of Alligator Leather Accessories.” 53 


“Valet Kit,” the word “Kit” being disclaimed, used on comb and finger nail file sold 
together in a leather case, held likely to suggest a connection in trade between applicant 
and opposer who owns registered trade-mark “Valet” covering files, under 1946 Act. 64 


“‘Abbolene” held confusingly similar to “Albolene,”’ under 1946 Act. 73 


“Lipstick Four-Cast,” the words “Lipstick” and “Four” being disclaimed, held confusingly 
similar to “Bright Forecast,” used on similar goods, under 1946 Act. 84 


Representation of four marching guardsmen, encircled by heavy oval band bearing the 
words “Flame Foil Guardsmen,” held confusingly similar to “Guardsman” and to pictorial 
representation of a man in medieval garb holding a down turned sword in his right hand 
and an upraised flag in his left, followed by the word “Guard,” used on similar goods, under 
1946 Act. 82 


“Tridine” held confusingly similar to “T-R-I D-Y-N-E” and to “Tridione,’ used on 
medicinal preparations, under 1946 Act. 93 


“Nu-Die” held confusingly similar to ““Uni-Die,” the word “Die” being disclaimed in each 
instance, and the marks being used on similar goods, under 1905 Act. 140 


Composite mark consisting of the words “Season” and “Aire” separated by palm tree 
bending in the breeze, held confusingly similar to “Season Skipper,” used on similar goods, 
under 1946 Act. 176 


“Restwell” held confusingly similar to “Rest Right,’ used on similar goods, under 
1905 Act. 180 


(Case 1)—“Palm Wave,” associated with representation of an ocean scene, held likely 
to cause confusion with “Ocean Wave,” used on similar goods, under 1946 Act. 
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(Case 2)—“Cellini” held confusingly similar to “Cellene,” used on similar goods under 
1946 Act. 188 


“Cellulac” held confusingly similar to “Cellu,” used on same class of goods, under 
1946 Act. 278 


Since pictorial representation of an angel forms prominent and material part of regis- 
tration, covering the words “Heaven-Sent” with picture of stars and an angel used on perfume, 
toilet water and face powder, mark has same effect that it would have had if the word 
“Angel” had been incorporated therein. 

“Angel Choir,” used on perfume, held confusingly similar to “Heaven-Sent” with picture 
of stars and an angel used on perfume, toilet water and face powder. 281 


“Riasol” held confusingly similar to “Lysol,” used on similar goods, under 1905 Act. 
“Natco” held confusingly similar to “Atco,” used on similar goods. 296 


While no one has right to incorporate mark of another as an essential feature of his mark, 
that rule is not applicable unless the contesting marks are likely to cause confusion or deceive 
purchasers. 328 


“Sportsmaster” held confusingly similar to “Sportmaster,” used on similar goods. 341 


The term “Kypre” held confusingly similar to descriptive term “chypre,” used on similar 
goods, under 1905 Act. 349 


“Amicide” held confusingly similar to “Akticide,’ used on similar goods, under 1946 
Act. 359 


“Fresh-Air-Maker” held confusingly similar to “Fresh’nd-Aire,” used on closely related 
goods, under 1946 Act. 365 


’ 


“Fashion Plate” held confusingly similar to “Fashion,” used on similar goods. 
Applicant’s addition of the word “plate” to the entire mark of opposer held not to 
create a mark so different that confusion would not be likely to result. 367 


“Handie Walkie,” the word “Handie” being disclaimed, held confusingly similar to 
“Handie Talkie,” used in connection with similar goods, under 1905 Act. 368 


“E-Z Walk” held confusingly similar to “Justin Easy Walker,” used on identical goods, 
under 1946 Act. 383 


“Telicon” held an infringement of “Telechron” used on similar goods. 
Defendant’s use of “Telicon,” in corporate name, held unfair competition. 418 


The words “Gold Seal,” appearing on unserrated seal with the words “Goodyear Welts” 
appearing below, between concentric circles within the seal, used on leather work shoes, held 
an infringement of plaintiff’s trade-mark “Gold Seal,” appearing on representation of a 
serrated seal bearing the word “Goodyear” at the top and the words “Rubber Company” 
at the bottom, used on rubber boots, shoes, over-shoes, rubbers, etc. 

“Gold Award,” used by defendants since the institution of this suit, in the same type of 
lettering on the same seal, also held an infringement of plaintiff’s mark. 452 


The words “Gold Medal’ above picture of a medal on which the letter “K” appears and 
“Kaplan’s Gold Medal,” held confusingly similar to “Gold Medal,” used on closely related 
goods. 458 


“Topps” held confusingly similar to “Tops for your trousers,” used on identical goods, 
under 1946 Act. 411 


Composite mark consisting of oval shaped panel bearing the word “Better” in large 
letters, with the words “Mouse Trap” across the word “Better” in small letters, the words 
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“better” and “mouse trap” being disclaimed apart from the mark, held confusingly similar 
to the word “Better” beneath which appears in smaller letters “4 Way Mouse Trap” and 
having a large letter ‘‘B” beneath this, used on identical goods, under 1905 Act. 










“Lightnin’”’ held confusingly similar to “Blitz,’ which in German means “lightning,” 
used on similar goods, under 1946 Act. 480 






“Salad of the Sea” held confusingly similar to “Chicken of the Sea,” used on identical 
goods, under 1946 Act. 494 










“Karsote Vapour Rub” held an infringement of plaintiff's registered trade-marks “Vapo- 
Rub” and composite mark consisting of “Vicks VapoRub Salve,” triangle device and “Vicks 
Chemical Company,” used on similar goods in Jamaica. 

Use of “Karsote” prefaced to “Vapour Rub” held insufficient to avoid confusion. 560 









“Fleet-Wing” held confusingly similar to “Fleet” and to “Wing,” used on identical 
goods, under 1905 Act. 588 







“Grafo” and “Grafolube,” used on lubricating oil compounds, held confusingly similar 
to “Graphol,” used on rust solvent and penetrating lubricant. 591 





“Vanaphen” held confusingly similar to “Phenaphen,” used on closely related goods, 


under 1946 Act. 610 







“Aamer-Mill,” the initial capital letter “A” being larger than the remaining letters 
and having representation of a swatch of cloth intertwined therewith, the word ‘Mill’ and ‘ 
the representation of the swatch of cloth being disclaimed, held confusingly similar to “A 
Ameritex,” the capital letter “B’ being larger than and above the word “Ameritex,” used on 
similar goods, under 1946 Act. 617 








“Restmaster” held confusingly similar to “Sleepmaster,” used on similar goods under 


1946 Act. 620 





The word ‘‘Town” held the dominant part of the words “Townley” and “Townster.” 
“Zip=Townster” held confusingly similar to “Townley,” used on identical goods. 624 













“Equavis” held confusingly similar to “Univis,” used on identical goods, under 1905 


628 









“Sunvis” held confusingly similar to “Univis,” used on identical goods, under 1905 


629 






Act. 







“Waytrol” held confusingly similar to ‘“‘Weytone,” used on similar goods, under 1946 
Act. 

Special purpose food in powder and water form containing as principal ingredients dried 
brewers’ yeast, minerals, dried milk, etc., for use as confection or as an addition to low 
calorie diets to control human body weight, and concentrated milk whey containing added 
milk whey, minerals, adapted for use in food beverages or for sprinkling over foods, held 
closely related in character, being dietary supplements, and held that confusion is almost 
inevitable when such goods are sold under similar marks. 643 














“YuLiTe” held confusingly similar to “Yule-Glo,” used on similar goods, under 1946 


Act. 646 















Composite mark, consisting of word ‘“Sure-Rite,’ with strokes of lightning arranged 
above it, and dominated by the term “Blok-Seal” in large black letters underneath. 703 








Test of confusing similarity between words or phrases in a trade-mark sense is whether 
confusion or mistake as to origin of goods would be likely to arise in mind of average pur- 
chaser considering the marks as a whole when applied to same type of goods. 
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In determining question of confusing similarity, differences which clearly distinguish 


the marks may not be ignored. 
Whether word common to two marks is descriptive or whether it emphasizes superior 
quality of goods and is hence in the public domain, held not material. 724 


“Lingusorbs” held confusingly similar to “Linquets,”’ used on similar goods, under 1946 


Act. 729 


“Bond Street” held confusingly similar to “Bond,” used on similar goods, under 1946 
Act. 734 


Picture of a running dog, while probably not a greyhound, held so close in appearance to 
symbol of a running greyhound that they are considered practically identical for trade- 
mark purposes. 741 


(Case 1) ‘“Cook’s Early American,” used on wine, held confusingly similar to “Early 
American,” used on whiskey, under 1946 Act. 761 


In determining question of confusing similarity of marks, holdings are rarely based upon 
precedents. 822 


Defendants’ red, white and blue oval design, bearing the word “Duel,” held confusingly 
similar to plaintiff's “Esso Oval”; and defendants’ gasoline pumps and station building, held 
confusingly similar to plaintiff’s pumps and to stations of plaintiff’s dealers. 839 


“Scheherazade” held confusingly similar to “Sheerazair’” and to “Sheer-Az-Air,” used on 
similar goods, under 1946 Act. 851 


held confusingly similar to “Spray-Cote,” used on similar goods, under 


860 


“Spraykote,” 
1946 Act. 


“Medaglia D’Oro,” Italian translation of the words ‘“‘Gold Medal,” held confusingly 
similar to ‘““Gold Medal,” used on identical goods, under 1946 Act. 866 












“Another Miss Connie Original,” the word “Original” being disclaimed, held confusingly 
similar to “Connie,” used on similar goods, under 1946 Act. 870 


“Vel Rez,” held confusingly similar to “Rez,” “White Rez’ and “Hi-Gloss-Rez,” used on 
similar goods, under 1946 Act. 873 


(Case 1) Composite mark consisting of box frame or outline within which the word 
“Chance” is printed above small pictorial representation of head and shoulders of man and 
woman facing each other, and having beneath this design in printed script the word “Cheri- 
gan,” held confusingly similar to “Lorigan’” and to “L’Origan,” alone and in combination 
with representation of a leaf, used on similar goods, under 1905 Act. 

(Case 2) Composite mark consisting of box frame or outline within which the words 
“fleurs de” are printed above representation of two leaves and having the word “Cherigan” 
in printed script thereunder, held confusingly similar to “Lorigan” and to “L’Origan” alone 
and in combination with representation af a leaf, used on similar goods, under 1905 Act. 945 


“Owls Club of McKees Rocks, Pennsylvania” and “Great Horned Owls Association,” 
held confusingly similar to “Order of Owls.” 

Sign consisting of single owl with the letters “C-L-U-B” in a vertical line upon its breast, 
held confusingly similar to plaintiff's emblem consisting of three owls each bearing the 
letter “O” on its breast. 

Emblem, motto and greeting adopted by defendant “Great Horned Owls Association” 
held deceptively similar to emblem, motto and greeting of plaintiff. 915 


“Hacker’s Sterling Ale,” held confusingly similar to “Sterling,” used on same goods. 
Mere use of name “Hacker’s” in connection with plaintiff's trade-mark held insufficient 
to obviate misappropriation. 990 
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“Lumilite” held confusingly similar to “Lumiline,’ used on similar goods, under 
1905 Act. 1010 


“Prince Vézy” superimposed upon representation of a crown, held confusingly similar 
to the word “Crown” and to representation of a crown, used on similar goods, under 1946 
Act. 1013 


“Chee @ tos” held confusingly similar to “Cheerios,” under 1946 Act. 1019 


“Sleepwonder” held confusingly similar to “Sleepmaster,” used on similar goods, under 
1946 Act. 1106 
(3) Not Confusingly Similar—Particular Instances 


“Feature Lock” held not confusingly similar to “Wed-Lok,” used on similar goods. 46 


’ 


“Crazy Stuff” held not confusingly similar to “Silly Putty,” used on the same goods. 56 


“Distrex Inhalator,”’ the word “Inhalator’” being disclaimed, used on medicinal prepara- 
tion for treatment of hay-fever, head-colds, etc., and “Dextrettes” used on medicinal compo- 
sition for treatment of obesity, circulatory and digestive disturbances, held not likely to cause 
confusion or mistake or deception of purchasers when used concurrently, under 1946 Act. 72 


“Coldblast” held not confusingly similar to “Coldspot,”’ used on similar goods, under 
1946 Act. 78 


Defendant's use of “Frosted” on nail enamels, in package dominated by “Revlon,” held 
not to constitute infringement of or unfair competition with plaintiff’s mark “Frosty Red,” 
the word “Red” being disclaimed, used on lipstick, in package dominated by “Drezma.” 152 


“June Bride” held not an infringement of “June Girl” nor, on facts of record, to con- 
stitute an unfair use of the word “June,” as applied to dolls. 155 


“Chrom-Ever,” the term “Chrom” being disclaimed, held not confusingly similar to 
“Chromalox,” used on similar goods, under 1905 Act. 171 


“Ascrin,” used on ointment applied to the skin, held not confusingly similar to “Anacin,” 
used on preparation for internal use for relief of pain, under 1946 Act. 173 


**Acousti-Booth” held not confusingly similar to “Acousti-Celotex,” under 1946 Act. 275 


“Surge” held not confusingly similar to “Surf” used on goods of identical nature, under 
1946 Act. 279 


The word “dial,” used on soap, held not confusingly similar to marks consisting of the 
words “All Day” and “5 Day,” used on various cosmetics, under 1946 Act. 

The word “dial,” used on soap, held not confusingly similar to marks consisting of pic- 
torial representation of face of a time piece bearing notation “All Day,” used on cosmetics, 
under 1946 Act. 

Applicant’s soap labels bearing the word “dial,” in rectangular block overlapping clock 
face, and also bearing words “round the clock protection,” held not confusingly similar to 
opposer’s mark, if it is proper to consider label. 283 


“Papranin” held not confusingly similar to “Proctamin” or to “Paredrine,” used on 
drugs, under 1946 Act. 285 


“Trim-Set” held not confusingly similar to “Trimz,” used on goods of different class, 
under 1946 Act. 288 


Composite mark consisting of girl, in bathing suit, seated on a cloud, with arms out- 
stretched and hair blown by the wind, together with representation of mattress, and the word 
“Aeromatic,” appearing in script, across center of picture, held not confusingly similar to 
either petitioner’s slogan, “Sleeping on a Sealy is like sleeping on a cloud,” or to petitioner’s 
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composite mark consisting of the word “Sealy” plus the representation of a girl in a night- 
gown, sleeping on a cloud. 291 


“Cromvella” held not confusingly similar to the word “Crown” and pictorial representa- 
tions of a crown, used on goods of the same descriptive properties, under 1905 Act. 318 


Pictorial design of grotesque or fanciful figures having body and wings of bee, wearing 
a dress, and having fanciful head of doll or little girl, topped with feelers, between which 
appears a small crown, held not confusingly similar to the word “Crown” or to the symbol 


thereof, used on similar goods, under 1905 Act. 328 
“Lustrasilk” held not confusingly similar to ““Lustron,” used on similar and closely related 
goods, under 1946 Act. 369 
“Scotsbrier” held not confusingly similar to ‘“Scotchmoor,” ‘“Scotchmoors,” or to 
“Scotch Mist,”’ used on closely related goods, under 1946 Act. 372 


“Krane Kar” held not confusingly similar to “Lift-a-Kar,”’ used on similar goods, in 
view of high prices of the machines and highly discriminating customers who make selections 
on basis of written specifications designed to fill a particular need. 377 


“Palmtex” held not confusingly similar to “Palm Beach,’ used on radically different 
goods, under 1905 Act. 410 


Composite mark consisting of word “Tykor,” displayed within a panel, above which is 
representation of receptacles of type used in chemical laboratories. 413 


In view of cumulative differences between the marks and the goods, held that their is no 
likelihood of confusion between ‘“Amcobond,” used on asbestos brake lining, and “Amoco,” 


used on gasoline, motor fuels, and lubricating oils. 455 
“Tobruk” held not confusingly similar to “Tabu,” used on identical goods. 479 
“Life-Line” held not confusingly similar to “B-Line,” used on the same goods, under 

1946 Act. 491 
“Nercalloy” held not confusingly similar to “Oroloy,’ used on similar goods, under 

1905 Act. 599 


Composite mark in which the notation “Dixie Leader” is the dominant feature held not 
confusingly similar to “Dixie Weave,” the word “Weave” being disclaimed, used on goods 
of the same class, but having specific differences, under 1946 Act. 623 


“Hotomatic” held not confusingly similar to “Oil-O-Matic,” used on similar goods, under 
1946 Act. 631 


“Pow-R-Matic” held not confusingly similar to “Oil-O-Matic” or to “Air-O-Matic,” used 
on similar goods, under 1946 Act. 633 


“Home Beautiful,” the word “Beautiful” being disclaimed, held not confusingly similar to 
nor an embodiment of opposer’s corporate name, “Home Curtain Corporation.” 640 


“Murray Lee” held not confusingly similar to “Buddy Lee,” used on similar goods. 701 


“Royal Punch” held not confusingly similar to “Royal Crown,” used on similar goods, 
under 1946 Act. 724 


“Surfalloy” held not confusingly similar to “Oroloy,” used on similar goods. 740 


Running dog used as trade-mark on machinery for grinding and polishing eyeglass 
lenses and the name “Greyhound” and symbol of a running greyhound used as service mark 
for bus transportation, held not likely to cause confusion as to origin, under 1946 Act. 742 
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“Kanmak” held not confusingly similar to “Carnac,” used on similar goods, under 1905 
Act. 822 


Mark consisting of black disc surrounded by circular line, spaced from the disc a dis- 
tance approximately twice the thickness of the circular line and from which two groups of 
horizontal lines extend tangentially in opposite directions from the upper and lower parts 
of the circular line, held not confusingly similar to marks composed of representation of a 
dot symbol, the word “Dot” and the phrase “The Dot Line of Fasteners,’ used on similar 
goods. 824 


“Debutanset” held not confusingly similar to “Debutante,” in view of differences in the 
marks and the goods, under 1905 Act. 854 


“Peter Piper,’ used on boys’ wash suits, held not confusingly similar to “Peter Pan,” 
used on boys’ shirts and waists, under 1946 Act. 864 


“Sun Pure,” the word “Pure” being disclaimed, held not confusingly similar to “Sunny,” 
used on similar goods, under 1946 Act. 868 


“Mother’s Pride’ held not confusingly similar to ‘“Mother’s Best,” used on the same 
goods. 

On facts of record, design of defendant’s flour bags held not so similar to plaintiff’s as to 
be likely to deceive purchasers. 969 


“Skin-Bracer” held not confusingly similar to “Brace For The Hair’ or “A Real Bracer 
for the Hair,” used on similar goods. 999 


Pictorial representation of a small crown as part of composite mark, held not to consti- 
tute appropriation of opposer’s corporate name, under 1905 Act. 

Composite mark, consisting of the words “Royal Chamberlain” above and the notation 
“Chamberlain” below, a large fanciful design bearing representation of a lion’s head on 
bulb-shaped latticed background surrounded by ornamental foliage, and having at its upper 
part a small crown flanked by two helmet-like figures, held not confusingly smilar to the 
word “Crown” or to representation of a crown, used on similar goods, under 1905 Act. 1015 


“Command Performance,” used on permanent hair waving kits and supplies, held not 
confusingly similar to “Gala Performance,” used on perfume and cologne. 1021 


On facts of record, “Be B” used on plaintiff’s ball point pens sold principally to retailers 
who in turn sell to the public, held not confusingly similar to “B & B” as used by de- 
fendant. 1066 


“Gold Seal,” used on liquid for polishing glass, held not confusingly similar to “Gold 
Dust,” used on washing powder, under 1905 Act. 1080 


“Blue Point” held not confusingly similar to “Blue Ridge,” used on identical goods under 

1946 Act. 1116 
(4) Goods—Same Descriptive Properties 

Asphaltic material used for waterproofing, sealing, damp-proofing and priming in 

repairing cracked concrete roofs, silos, floors and similar structures, held goods of the same 


descriptive properties as mineral adhesive, waterproofing, surfacing material sold in powdered 
form for use only on masonry materials, under 1905 Act. 60 


Brassieres and bandeaux held goods of the same descriptive properties as lace piece goods, 
under 1905 Act. 66 


Electric fans held goods of the same descriptive properties as electrical apparatus including 
blower heaters, under 1905 Act. 171 


Pajamas held goods of the same descriptive properties as underwaists for boys and girls 
and infants’ and children’s sleeping garments, under 1905 Act. 180 
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Preparation for treatment of psoriasis held goods of same descriptive properties as prep- 
aration for treatment of skin diseases, infections, etc., including athlete’s foot, under 1905 
Act. 286 


Radio receiving sets held goods of the same descriptive properties as portable radio 
receiving and transmitting sets, under 1905 Act. 368 


Textile fabrics used in manufacture of lightweight clothing and heavy napped textile 
treated and coated so as to serve as leather substitute for palm of work gloves held so 
different in quality, texture, appearance and use, though broadly they may be held to pos- 
sess same descriptive properties, that it would not be good sense to state they possess such 
common properties as to bring them within the liberal interpretation which the courts have 
given to the phrase “goods of the same descriptive properties.” 410 


Fact that goods of the parties are sold through the same channels of trade to the same 
class of purchasers and may be used together, held not to endow such goods with the same 
descriptive properties. 487 


Metal castings and forgings held goods of the same descriptive properties as manganese, 
steel, rough and partly finished manganese and steel castings and metal products, parts and 
castings, under 1905 Act. 599 


Display signs, not including cardboard signs, namely electrically illuminated signs, held 
goods of the same descriptive properties as electric lamps, under 1905 Act. 1010 


Ice-cream held not of the same descriptive properties as dairy products such as butter, 
cheese, milk and cream. 134 


High pressure metal gaskets held not goods of the same descriptive properties as adhesive 
tape, masking paper, electrical insulating film, bonding film, sound-recording tape and related 
products, under 1905 Act. 487 


Hair brushes, hair brush sets and hair brush handles held goods of different descriptive 
properties from face powder, preparations for treating the skin, toilet, cleansing, vanishing 
and cold creams, beauty lotion, skin freshener, deodorant cologne, rouge and lipstick, though 
all fall within broad classification of toilet goods, under 1905 Act. 854 


Fresh citrus fruit and citrus juices held goods of different descriptive properties from 
candy, under 1946 Act. 1017 


(5) Goods—Same Class 


Liquid preparation for the treatment of dandruff held to possess sufficiently close 
descriptive properties to medicinal preparation for internal administration in the treatment 
of dogs, to lead to likelihood of confusion as to origin, under 1946 Act. 62 


Use of the same mark on rubber and synthetic rubber goods, including sheets in rolls 
and rubber separators in sheet form for storage batteries, rubber and rubberized fabric belts, 
rubber floor mats, running-board mats and flat sheet diaphragms of synthetic rubber coated 
fabric, held likely to cause confusion as to the origin of the goods, under 1946 Act. 69 


Refrigerated locker units and electric, kerosene and gas home refrigerators held too 
closely related for the same or confusingly similar marks to be used on each. 78 


Fire-resistant cotton fabrics held closely related to shade cloth made of pyroxylin coated 
fabrics and to textile fabrics of various kinds, under 1946 Act. 82 


Combination of four lipsticks sold as a unit, held goods of the same class and to possess 
the same descriptive properties as ordinary lipstick, under 1946 Act. 84 


Ladies’ coats and suits held goods of the same class as men’s, boys’, women’s and girls’ 
overcoats and topcoats, under 1946 Act. 176 
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Pharmaceutical preparation for treatment of constipation held substantially identical 
to mineral oil for internal human use, under 1946 Act. 278 


While grinding machines of general application and thread-cutting machines may not be 
competitive items, they are both machine tools and use of the same name on both types of 
machines would be likely to cause confusion. 476 


Bowl cleaner held goods of the same descriptive properties as cleanser in powder form 
for general household purposes. 480 


Chairs for indoor and outdoor use held similar goods to studio couch beds, being articles 
of household furniture adapted for the same general use. 619 


Preparation in liquid form used as a sedative in treatment of nervous disorders and 
medicinal preparation used as an analgesic and antispasmodic, held goods having similar prop- 
erties or effects and closely related goods, whether dispensed as pills or solutions. 610 


Automatic gas water heaters and liquid fuel burning devices and automatic electrically 
controlled and operated fuel heating systems, held such that the use of the same or confusingly 
similar marks on them would be likely to cause confusion. 631 


Belts and braces held closely related articles of wearing apparel to men’s and boys’ suits, 
trousers, coats, vests, negligee, work and dress shirts, collars, sweaters, raincoat, underwear 


and hats. 734 


(Cases 1 and 2) Wine and whiskey held closely related goods and confusion would be 
likely to result from the use of the same or confusingly similar marks thereon. 761 


Goods of the parties, admitted in the pleadings to be goods of the same descriptive 
properties, held closely related. 860 


Ladies’, misses’ and children’s slips, sleeping and lounging pajamas, sleeping and lounging 
gowns, housecoats, negligees, lounging robes, brunch coats, bed jackets, panties and brassieres 
held goods of the same general class as ladies’ and misses’ shoes and women’s and misses’ 
shoes, boots, overshoes and house slippers, under 1946 Act. 870 


Resin emulsion paint held closely related to and in the same class of merchandise as 
opposer’s surface coating products. 873 


Topical liquid preparation for treatment of dandruff, held goods of sufficiently close 
descriptive properties as to lead to likelihood of confusion as to origin with capsules and 
liquid preparation for dogs, sold under the same mark. 876 


Preparation in the nature of sealing cement for repairing of leaks in automobile engines, 
etc., held so closely related to anti-freeze solution that use of the same mark on them would 
be likely to cause confusion as to origin, under 1946 Act. ; 878 


Cheese flavored corn product in puffed form held closely related to ready-to-eat cereal 
and crackers. 1019 


(Case 1) Piece goods entirely of nylon or nylon, cotton, mohair, wool and synthetic 
fibers combined in one fabric or combinations of any of such component parts made in one 
fabric, held closely related to threads used for sewing, knitting and weaving, under 1946 Act. 

(Case 2) Piece goods entirely of nylon or nylon, cotton, mohair, wool and synthetic 
fibers combined in one fabric or combinations of any of such component parts, held closely 
related to yarn of wool and nylon having a wool plating and a nylon core, under 1946 


Act. 1042 
(6) Goods—Different Classes 


Synthetic detergent for glass, chrome, automobile bodies, woodwork, painted and highly 
lacquered surfaces, and for general cleaning, held not likely to be confused as to origin with 
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baby powder and products of petroleum used as a medicinal agent and as a cleansing cream, 
though sold under confusingly similar marks. 73 


Electric lighting fixtures of the type mounted on the ceiling held not likely to cause 
confusion of purchasers when sold under the same mark as storage batteries, automobile and 
household light bulbs, distilled water for storage batteries, household electrical fuses, plugs, 
sockets, extension cords, etc., under 1946 Act. 178 


Doorless telephone booths lined with acoustic materials, held totally different from sound 
absorbing or acoustical correction materials principally comprising board-form units, except 
that one possesses characteristics adapting it for use in the other, and not likely to be confused 
as to origin. 275 


On facts of record, metal windows, window frames and doors held not sufficiently closely 
related in character to decorative paper specialties, including wall paper and paper draperies, 
as to lead to likelihood of confusion as to origin. 288 


Leather and women’s textile aprons held goods of different classification, different in 
nature, non-competitive and not of such character that any reasonable inferences of likelihood 
of confusion can be drawn from the mere naming of the goods themselves. 290 


Prophylactic preparation for prevention of venereal diseases held not likely to be con- 
fused as to origin with wheat flour or animal feed, sold under same mark, in view of manifest 
dissimilarity between the products. 293 


Asbestos brake linings held specifically different in character and use from gasoline, 
motor fuels, and lubricating oils; and not ordinarily manufactured by the same companies. 455 


Candy and oleomargarine held to relate to different classifications of merchandise, one 
being a confection and the other essentially a staple grocery item. 1033 


(7) Dominant Features 


The word “Forecast,” regardless of spelling and despite applicant’s disclaimer, held the 
dominant portion of opposer’s mark “Bright Forecast” and applicant’s mark “Lipstick Four- 
Cast,” the words “Lipstick” and “Four” being disclaimed. 84 


Applicants goods sold under composite mark consisting of the words “Season” and 
“Aire” separated by a palm tree, would be ordered by the words “Season Aire.” 176 


(Case 1)—Pictorial design representing ocean waves held dominant feature of appli- 
cant’s mark; and the word “Wave” held dominant part of both marks. 188 


The word “Crown” and symbol thereof held dominant feature of only one of opposer’s 
registered marks here involved. 

Symbol of crown in applicant’s mark held neither an essential feature nor the dominant 
feature thereof. 328 


The word “Line” in the combination “B-Line,” held cither of equal or of less significance 
than the letter “B” but not the dominant portion of the mark. 491 


The notation “Dixie Leader” held dominant feature of composite mark in which those 
words appear at the top, and below which is scene depicting race track on which there are 
several running horses and in the center of which a horse’s head is shown in a circle, above 
which in small letters is the slogan “A Sure Bet,” which is disclaimed. 623 


Large letters “B F G” appearing in center of medallion, in composite mark consisting 
of circular medallion bearing date “1870” in the upper portion, and the name “B. F. Goodrich” 
in the lower portion thereof, and having a smaller solid concentric disc located within the 
medallion bearing large capital letter “G,” and having representation of a ribbon extending 
to the left bearing capital letters “B F,” held dominant feature of composite mark. 644 
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The word “Bond” held the initial and essential feature of respondent’s mark “Bond 
Street.” 734 


In a mark comprising words and fanciful designs, the words are ordinarily considered 


the dominant portion. 
The words “Chamberlain” and “Royal Chamberlain,” held dominant feature of appli- 


cant’s composite mark. 1015 


Registration Procedure 
A. Application 
B. Inter Partes Proceedings 
(1) Interferences 


In interference proceedings between identical marks, used on goods of the same descrip- 
tive properties, right to registration is determined by priority. 66 


Junior party alleging transfer of rights from senior party has burden of establishing the 
acquisition of the rights so claimed in the mark “Lucky Seven” here involved. 

Primary question for determination here is one of fact, viz., what was included in sale 
by McCane to Mims 320 


On facts of record, junior party, Mims, held to have failed to establish his claim as to 
what McCane sold to him under the written agreement and to have failed to overcome pre- 
sumption attaching to McCane’s registration and to have failed to establish prima facie case 
sufficient to shift burden of proof to McCane. 

On facts of record, McCane held to have established that reservation of “Lucky-Seven” 
mark, used on hair straightener and certain cosmetics, was in fact made. 320 


Sole question on this appeal is one of priority of use of the marks, as between the 
parties. 351 


On facts of record, applicant held to have overcome prima facie nature of use by regis- 
trant established by registration and to have substantiated claim of five years substantially 
exclusive use, for purposes of continuing interference. 461 


Testimony of junior party held sufficient if it establishes prior use of mark with respect 
to some items listed in application which are goods of the same descriptive properties as 
those of senior party; it is not material to interference that jurior party claims use of mark 
on other items in application. 

On facts of record, testimony by persons who actually sold goods held to establish prior 
use of mark on applicant’s goods; fact that persons who attach labels bearing the mark did 
not testify, held immaterial. 484 


Documentary evidence is unnecessary where oral testimony presented is sufficient to 
establish proof of use of mark. 

Whether or not sale of applicant’s goods was in interstate commerce held immaterial 
in proving priority. 

If proof of prior use of mark on only one of items mentioned in description of goods in 
application is satisfactorily established, proof of prior use on all items listed held not required 
to establish applicant’s priority where goods on which applicant did establish priority were 
goods of the same descriptive properties as those of senior party. 727 


Applicant’s prior use of “Gala Performance” cannot confer priority upon applicant in 
interference proceedings involving mark “Command Performance.” 1021 


Concurrent use proceeding is but a species of interference. 
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In view of special circumstances here, including pendency of prior opposition between 
the parties involving same marks and issues, Examiner’s decision dissolving present proceeding 
reversed to permit simultaneous determination, though institution of this concurrent use pro- 
ceeding is believed to have been erroneous. 

Examiner’s action holding Hall’s mark unregistrable in concurrent use proceeding vacated; 
since the same application is involved in pending opposition between the parties, Examiner 
should not have ruled ex parte on question of registrability here. 1109 








(2) Opposition 






Sole question presented on appeal to Commissioner herein is whether or not the goods 
of the parties possess the same descriptive properties; and question as to balance of conven- 
ience is immaterial. 






a. General 






Whether or not applicant knew of the existence of opposer’s lace sold under its trade- 
mark “Goddess” prior to time of institution of opposition is of no importance to a finding of 
likelihood of confusion as to origin of goods of the same descriptive character. 66 






Goods of the parties do not have to be alike, i.e. identical in the ordinary sense in order 
to give rise to likelihood of confusion where marks are identical. 

Fact that no witness testified that there was or would be confusion, held not determina- 
tive of question of likelihood of confusion where the goods are similar and the marks are 
identical. 

Whether or not opposer is entitled to exclusive use of his mark as a trade-mark is imma- 
terial to the question of applicant’s right to registration, and therefore, third party registra- 
tions of opposer’s mark for a wide variety of goods are not considered. 69 









In determining question as to likelihood of confusion, the character of the goods and 
mode of distribution are factors to be considered, under 1946 Act. 73 






Patent Office opposition proceedings are administrative in nature. 
Opposer does not become involved in private litigation with applicant by filing notice 
; of opposition. 
Right to use mark is not involved in opposition proceeding; and in opposition based 
; on confusion in trade clause, the likelihood of damage, or of the public being deceived is the 
228 







matter considered. 














The Trade-Mark Act allows an opposition only to one who believes he would be damaged 
by the registration. 228 


ac 





The term “Kypre” held unregistrable, as confusingly similar to descriptive word “chypre,” 
used by opposer and which other perfume manufacturers might decide to use, as they have 
a right to do. 350 






In absence of counterclaim for cancellation, validity of opposer’s registration is not in 
issue in opposition proceeding. 365 






It is well settled that the right to oppose need not rest upon exclusive right to use 


the mark. 
Damage to opposer is presumed from the registration of a confusingly similar mark to 
365 










another. 








It is not necessary for opposer to establish strict trade-mark use prior to applicant’s date 
to prevail in opposition. 

Prior use analogous to trade-mark use or descriptive use of confusingly similar term 
may be sufficient grounds for opposer to prevail in opposition. 
Opposer’s prior use of words “Handie Talkie” in advertising held so analogous to trade- 
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mark use that registration by applicant of substantially identical term for similar goods may 
properly be opposed. 368 


While Commissioner of Patents has statutory duty to collect fees promptly, Section 13 
of 1946 Act held not to impose invariable “jurisdictional” rule that every notice of opposition 
must carry $25 fee, paid within 30 day period after publication of protested mark. 

Patent Office Rules, issued under 1946 Act, held not to contain clear indication as to 
when fees should be paid in connection with filing of unverified notice of opposition. 

Opposition proceedings ordered instituted where timely unverified notice of opposition 
was filed with $15 fee, balance of $25 was paid as soon as notification was given, though 
after expiration of 30 days from publication of application opposed, and verified notice of 
opposition was filed within time limit set by statute and rules. 

Clarification of Patent Office Rules required if Commissioner desires to avoid this result 
in future cases. 406 


Opposition instituted in 1949 to application filed under 1905 Act and not brought under 
1946 Act, held governed by 1905 Act except that by its terms, where applicable, defenses 
under Section 19 of 1946 Act are available and govern. 463 


Opposer does not necessarily need to have exclusive right to a mark to maintain an 
opposition; one using a descriptive term in connection with his goods may oppose registration 
of confusingly similar mark for same goods. 

Fact that opposer uses another mark in conjunction with slogan relied upon in notice 
of opposition, held immaterial since it is well recognized that several marks may be used in 
connection with the same goods. 

Opposer’s use of slogan held analogous to trade-mark use if not completely a trade- 
mark use and sufficient basis for opposition. 471 


Descriptiveness of opposer’s mark held immaterial since opposer’s right to oppose need 
not depend upon exclusive ownership of mark. 473 


Contention that opposer’s use of name was tortious cannot be considered in opposition 
proceedings. 

Opposition is concerned solely with right to register under the statute, and competing 
rights of the parties to use family name “Landis,” held not involved in this proceeding. 476 


Opposition held properly dismissed where goods upon which the parties used similar 
marks were not of the same descriptive properties and where the marks used on similar goods 
sold by the parties were not confusingly similar. 

Doctrine of extension of mark and expansion of business held inapplicable. 487 


Actual confusion need not be proved where the marks are so similar as to be likely to 
cause confusion. 

In determining question of confusing similarity, the marks should not be dissected but 
should be considered as a whole. 616 


Opposer’s use of descriptive words held sufficient to support opposition to registration of 
slight misspelling of same words used in substantially exactly the same way. 703 


Opposer which used its mark in Cuba but not in this country until after applicant’s 
filing date, held to have no standing to contest applicant’s right to registration of its mark 
on alleged ground of priority. 738 


For purposes of opposition proceedings, opposer need not be the exclusive owner of 
terms relied upon by it. 873 


It is not necessary that opposer use words “Glass Wax” on any of its goods or that 
opposer’s products be identical with applicant’s goods if words are merely descriptive of 
applicant’s goods. 1024 
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While third party registrations may be considered as indicating ordinary usage of 
words contained therein, such registrations may not be considered for the purpose of limiting 
scope of protection afforded mark of prior user or in determining question of likelihood of 


1106 








confusion. 





b. Pleading and Practice 









It is well settled that the broad description of the goods contained in the application, 
rather than specific products which applicant sells, is controlling in an opposition pro- 
ceeding. 69 










Statement in brief, on appeal to Commissioner, that opposer owns various registra- 
tions, held not proper matter for consideration at this time since it should have been intro- 
duced in evidence during the time for taking testimony. 73 







Notice of opposition dismissed for failure to plead use prior to applicant’s use, where 
application, under 1946 Act, claimed use from 1905 and opposer alleged use “for many 
years,” reciting registration issued in 1921. 

Fact that opposer established use prior to filing date of application involved, held imma- 
terial since priority of use is not in issue because of opposer’s failure to include allegation 
in notice of opposition. 75 










Specific differences in goods of the parties cannot be considered since no testimony has 
been submitted by either party. 

Where the goods specified in the application are so broadly stated as to cover opposer’s 
goods, held that the specific goods sold by applicant is not a controlling factor. 176 








Stipulated evidence as to use of opposer’s mark on goods other than those alleged in 
: notice of opposition cannot be considered. 178 






Question of descriptiveness of applicant’s mark held not properly raised by opposer 


where not pleaded in notice of opposition. 
On facts of record, opposer’s contention as to no trade-mark use by applicant 


271 







dismissed. 
































: ——— , 
On facts of record, confusion in trade clause of section 5, of 1905 Act, held not sole statu- 
tory ground asserted in notice of opposition to negative to registration. 349 
Applicant having established prior trade-mark use of its mark, on similar goods, notice 
of opposition was properly dismissed. 355 
It is well settled that the validity of an opposer’s registered mark may not be attacked in 
an opposition proceeding except by counterclaim for cancellation of opposer’s registration. 367 
While registrations of third parties may not be considered for purpose of limiting or 
restricting scope of opposer's mark, such registrations may be considered in opposition pro- 
i ceeding for purpose of indicating the meaning of conflicting portions of the marks involved. 369 
Paragraph one of opposer’s notice of opposition held a sufficient pleading of use of word 
“Turco” standing alone. 413 
| Use of opposer’s mark on goods not included in notice of opposition cannot be con- 
: sidered. 455 
Testimony and arguments involving marks not relied on in notice of opposition held 
improper. 
Applicant having taken no testimony, held limited to its filing date but only in connec- 
tion with allegations of priority contained in notice of opposition. 
Opposer has burden of proving priority. 491 





Regardless of the showing made, third party registrations may not be used to attack 
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validity of opposer’s mark or cited as having any bearing on question of confusing similarity 
between opposer's and applicant’s marks. 617 






It is well settled that registrations of third parties may not be considered in an opposi- 
tion proceeding in determining question of probability of confusion in trade. 620 






Notice of opposition alleging that opposer manufactures and sells carillons, that “Carillonic 
Bells” cannot function as a trade-mark, is a misnomer and not proper designation of appli- 
cant’s product, held sufficient and probability of damage to opposer and other manufacturers 
of carillons, held established if application were allowed. 635 







Opposer’s allegations in notice of opposition that applicant has not used mark for which it 
seeks registration not considered because not urged before Examiner or Commissioner. 640 





Notice of opposition held fatally defective and dismissed for failure to allege any facts 
from which damage to opposer might be inferred. 

Mere conclusion in notice of opposition that opposer will be damaged by registration 
sought, held not sufficient to comply with statute. 702 








If opposer consents to amendment of application desired by applicant, proceeding will 
be re-opened at opposer’s request, if made before expiration of limit of appeal, for purpose 
of adding any additional grounds of opposition and producing any testimony bearing on any 
such new grounds. 731 












General rule is that amendments affecting the issues are not permitted at late stage in 
proceeding. 

Granting of permission to amend application so as to cancel reference to Section 2(f), 
at final hearing over opposer’s objection, held error and vacated. 

Notice of opposition sustained without prejudice to applicant’s filing new application not 
requesting registration on basis of Section 2(f), or seeking amendment of present application 
before Examiner of Trade-Marks. 731 









Dismissal of notice of opposition on motion before answer, under Rule 12(b)(6) of 
Federal Rules of Civil Procedure, held proper where goods and services are as far apart as 
machinery for grinding eyeglass lenses and bus transportation, though marks are regarded 
as identical. 742 













Motion to reopen held properly denied, where evidence sought to be introduced was 
not shown to be newly discovered or not available to opposer at the outset through exercise 
of reasonable diligence. 854 












Validity of opposer’s mark will not be considered in a trade-mark opposition pro- 
ceeding. 945 










Applicant’s prior registration not pleaded in notice of opposition, held irrelevant. 
Issue in opposition proceedings is whether applicant’s mark sought to be registered so 
resembles opposer’s mark that, when applied to applicant’s goods, there would be likelihood 
of confusion as to origin. 1010 















Where only issue presented is whether applicant’s mark sought to be registered is con- 
fusingly similar to opposer’s mark, opposer held not called upon to prove ownership of its 
prior registrations. 1013 







Striking of paragraphs of answer, alleging lack of trade-mark significance of opposer’s 
crown marks due to prior use by others, and listing over 150 registrations in the clothing 
field containing the mark, held proper because irrelevant and involving collateral attack on 
opposer’s registrations. 

Question of likelihood of confusion cannot be properly decided by determining number 
of persons now using the mark on their goods. 
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Exhibit to applicant’s brief consisting of page of telephone directory listing number of 
names including the word “Crown,” held irrelevant and improper as coming too late. 1013 


Opposition must be determined solely upon issues raised by the pleadings. 
Effect of applicant’s prior use of another mark, not covered by the pleadings, held 
entitled to consideration ex parte. 1021 


On facts of record, opposer held to have alleged and shown sufficient interest to warrant 
bringing opposition. 

Notice of opposition held sufficiently to allege damage through probable adverse effect 
on opposer’s good will as dealer in a wax products, and descriptive or misdescriptive nature 
of words “Glass Wax,” registration of which would exclude opposer from use of common- 
place words used extensively in the wax business. 1024 


c. Evidence 


Certified copy of opposer’s 1905 Act registration filed by opposer, held prima facie 
evidence establishing opposer’s priority. 176 


While opposer has burden of proof in showing damage, held that opposer is not required 
to take testimony since likelihood of confusion is sufficient showing to support notice of opposi- 
tion where opposer alleges priority, the marks are confusingly similar and the goods are of 
the same descriptive properties. 180 


On facts of record, opposer held to have established priority of use of its registered 
marks on insecticides as well as cleaning compounds but to have failed to establish trade- 
mark use of “Turco,” for either product, except in association with other features of the 
registered marks of opposer. 413 


Evidence of use of opposer’s marks on cleaning compounds held not relevant to issue 
whether concurrent use of marks of the parties as trade-marks for insecticides would be likely 
to cause confusion or mistake in the mind of the public. 413 


On facts of record, applicant held to have proved use of its mark on brake lining 
since 1931. 455 


Judicial notice taken of existence of Emerson’s proverb relating to “better mouse trap.” 473 


Circular used jointly by two concerns using the name “Landis” held adequate to show 
likelihood of confusion. 476 


On facts of record, opposer held to have failed to sustain burden of proving likeli- 
hood of confusion. 491 


On facts of record, opposer held to have failed to establish priority or use of mark on 
automotive bearings. 

Since the opposed application was filed prior to the application for opposer’s registra- 
tion, applicant held to have established priority. 613 


Opposer has burden of proof to establish that applicant is not entitled to registration. 

While 1946 Act does not specifically provide that a mere trade-mark application shall 
be prima facie evidence of anything, a regularly allowed application constitutes evidence of 
applicant’s right to register as of the filing date theerof and burden of establishing contrary 
facts rests upon anyone who may challenge that right. 613 


Opposer’s registrations held ineffective to overcome applicant’s date of use since filing 
dates thereof are subsequent to applicant’s first use. 

On facts of record, opposer held to have proved use of “Sleepmaster” prior to appli- 
cant’s use of “Restmaster.” 619 
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Opposer’s registrations covering domestic hot water heaters and electric motors cannot 
be relied upon since the dates are later than those established by applicant. 

On facts of record, held that no date of first use with respect to opposer’s hot water 
heaters can be inferred from the stipulated evidence. 631 










On facts of record, opposer held to have failed to prove that the parties are in similar 
lines of business or that there is likelihood of confusion. 

Articles of incorporation of opposer held incompetent as evidence to establish that 
opposer was engaged in any business on the date of its incorporation or that opposer has 
manufactured and sold goods similar to those of applicant. 640 













On facts of record, opposer held to have established priority in use of its mark. 
On facts of record, held that there is no evidence that the word “Townley” is a 
surname. 625 


Applicant held to have failed to establish that opposer’s mark had lost trade-mark sig- 
nificance through use in conjunction with other marks of opposer. 

Applicant held to have failed to establish that the term “lingu” is one in common use 
to indicate the manner of use of goods of the parties. 729 






























On facts of record, opposer held to have failed to prove extension of use of its mark to 
hair brushes or to mascara with brush applicator, prior to applicant’s use of its mark. 854 


Priority may be established by oral evidence; and use in commerce that may be regu- 
lated by Congress, held not required. 866 
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Opposer’s 1905 Act registration held prima facie evidence of use by opposer of its mark 
on goods named in registration. 

On facts of record, applicant held to have failed to overcome prima facie evidence of 
opposer’s use of its registered mark. 870 


Mere listing of trade-marks or terms found in trade directory, held no evidence of 
actual use of marks in trade. 873 


Opposer’s prior 1905 Act registration held prima facie evidence of its ownership of 
mark shown therein. 1012 


On facts of record, Roper poll or survey, placed in record by opposer held clearly and 
completely biased, entitled to no weight and its evidentiary effect has been disregarded. 1024 








Opposer having introduced no testimony in support of allegations in notice of opposition, 
which were denied in the answer, opposer’s record consists solely of its United States regis- 
tration covering goods not related to applicant’s. 

Opposer’s British registration held no effect in present proceeding. 

Opposer held to have failed to sustain burden of proving charge of alleged deceptive 
character of applicant’s mark. 1033 


Opposer’s right to oppose registration of applicant’s mark is not dependent upon exclusive 
ownership of its mark. 

In comparison of marks, they must be considered in their entireties including any 
descriptive portions thereof. 1106 


Certified copy of opposer’s registration constitutes evidence of use of mark on the 
goods disclosed therein. 

Abstract of title held not an official record and incompetent as evidence to establish 
opposer’s title to registration. 1106 








d. Defenses—Laches, Estoppel and Acquiescence 





On facts of record opposer held not estopped from contending herein that the respective 
marks of the parties are confusingly similar. 
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Fact that at the time opposer applied to register there were of record third party 
registrations of the same marks as are here involved, held not to estop opposer since applicant 
claims no rights thereunder and the prior registrations are no longer of record. 180 


In answer to notice of opposition applicant may not attack validity of opposer's 
registrations. 463 


Mere lapse of time in bringing opposition held not sufficient to sustain charges of laches. 
On facts of record, applicant held to have failed to prove defense of laches. 620 


Fact that opposer sells its garments through dealers whose names appear on label with 
opposer’s mark but without opposer’s name, held not to contsitute deception of the con- 
suming public and, without more, dealers selling opposer’s garments so labeled could not 
acquire rights in opposer’s trade-mark. 626 


On facts of record, held that opposition filed within prescribed statutory period, not 
barred by laches. 864 


Prior registrations of third parties may not be considered in an opposition, for purpose 
of attacking validity of opposer’s mark. 873 


(3) Cancellation 
a. General 


Petitioner for cancellation held not entitled to urge abandonment and non-use as a ground 
for cancellation where the marks involved are held not confusingly similar. 78 


“Red Riding Hood,” “Little Bo-Peep,” “Little Miss Muffett,” “Mistress Mary,” “Little 
Miss Donnett,” “Curly Locks” and “Goldilocks” held descriptive of dolls portraying these 
fictional characters. 

“June Girl” held descriptive of doll clothed in a light summery dress. 

“Story,” “Story Book” and “Dolls With a Story” held descriptive of class of dolls and 
not valid trade-marks. 155 


On facts of record, held that petitioner has established priority on basis of its own use 
and therefore consideration of sufficiency of evidence supporting assignment is unnecessary. 
Examiner’s decision sustaining petition for cancellation held correct, where the marks 
and the goods were identical and petitioner proved priority. 356 


Petition for cancellation sustained, where registration here is based upon Cuban registra- 
tion effected by petitioner’s former selling agent who misappropriated petitioner’s trade- 
mark, following involuntary discontinuance of shipments during the war. 

Petitioner, legal owner of trade-mark, is injured by existence of registration thereof 
in name of “assignee” from former sales agent of petitioner who misappropriated mark. 363 


Where petitioner for cancellation relies upon respondent’s use of the words “Gold Medal,” 
held that respondent’s dropping of the name “Kaplan” from the mark “Kaplan’s Gold 
Medal” can be a matter of no concern to petitioner. 458 


Counterclaims filed in 1949 for cancellation of opposer’s 1881 and 1905 Act registra- 
tions held governed by 1946 Act; fact that petitions for cancellation are brought as counter- 
claims in opposition proceedings governed by 1905 Act, held immaterial. 464 


Cancellation of 1920 Act of registration of “June Arden” refused and notice of opposition 
to registration thereof, under section 2(f) of 1946 Act, dismissed, though opposer-petitioner 
had priority in use of “Elizabeth Arden,” because applicant’s successful business has been 
in existence for fifteen years without protest by opposer and without any actual instance 
of confusion occurring, and in view of lack of substantial use of opposer’s mark “Elizabeth 
Arden” on women’s dresses. 748 
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b. Pleading and Practice 


Examiner’s decision that matters not pleaded in petition may not be considered held 
proper. 281 


Prior registration of junior party, cancelled in prior cancellation proceeding, under name 
clause of 1905 Act, is not involved here; and Haskelite is at liberty to submit evidence to 
support its earliest date of use, in this proceeding. 352 


Uncontradicted testimony of opposer’s president that opposer purchased all assets of 
prior concern including equipment and trade name is adequate to establish transfer of 
predecessor’s business to opposer. 356 


General request for leave to amend counterclaims for cancellation not granted. 464 


Patent Office practice permits joinder of 17 registrations in one petition for cancellation, 
but grounds for cancellation of each must be established and fee for each cancellation must 
accompany petition. 

In view of the fact that case was tried on the fraud issue, though it was not raised in 
the petition, actual amendment of pleadings held not necessary under Rule 15(b) of 
Federal Rules of Civil Procedure. 708 


In view of expiration of opposer’s registration before applicant filed answer containing 
counterclaim for cancellation thereof, held that applicant’s counterclaim was properly 
dismissed. 738 


Motion to amend petition for cancellation by adding paragraph alleging that respondent 
used mark only as service mark and not as trade-mark, filed by petitioner after appeal by 
respondent from Examiner’s decision sustaining petition for cancellation, held properly 
denied. 860 

c. Evidence 


Fact that petitioner failed to prove that confusion had resulted, while persuasive, held 
not controlling. 61 


On facts of record, petitioner held to have established use of the pleaded notation prior 
to earliest date alleged in respondent’s registration. 

Petitioner’s registration, copy of which accompanied petition and was served on 
respondent by Patent Office, held to satisfy requirement of Rule 282 and to constitute 
evidence establishing prima facie ownership of the mark shown therein. 281 


Actual confusion need not exist nor need it be proved by petitioner in cancellation pro- 
ceeding to show injury to petitioner if the marks are confusingly similar and confusion 
as to origin is likely to result. 481 


On facts of record, held that appellee (petitioner) had no actual notice of existence of 
appellant’s marks or registration thereof, resulting from appellant’s advertising. 591 


Official copy of petitioner’s 1905 Act registration held acceptable as constituting prima 
facie evidence of petitioner’s ownership of its mark as applied to goods mentioned therein. 
Use of mark must be presumed where ownership is shown. 734 


Petitioner for cancellation is not required to establish actual confusion but has burden 
of proving that there is reasonable likelihood of confusion between the involved marks. 

Likelihood of confusion will be presumed where confusingly similar marks are applied to 
goods possessing the same descriptive properties. 824 


On facts of record, petitioner held to have established priority of use of term “Sheerazair” 
both as a trade-mark and as salient feature of trade name. 851 





On facts of record, petitioner held to have established priority of use of its mark. 860 
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d. Defenses—Laches, Estoppel and Acquiescence 


Under Rule 8 of Federal Rules of Civil Procedure, it is proper to plead inconsistent 
defenses, whether based on legal or equitable grounds or both, therefore respondent is not 
now estopped to deny that marks are confusingly similar after having counterclaimed for 
cancellation of petitioner’s mark. 410 


On facts of record, respondent held to have failed to sustain burden of proving defense 
of laches or to show that petitioner had notice of respondent’s use of its mark. 481 


Section 19 of 1946 Act, making available equitable defense of laches, removed 1905 Act 
statutory impediment to consideration of an old defense rather than creating a new defense. 

On facts of record, appellee (petitioner), having had constructive notice of appellant's 
registrations, held barred by laches from obtaining cancellation thereof. 591 


Constructive notice to petitioner of respondent’s use of its mark is presumed because of 
respondent’s 1905 Act registration. 

Respondent’s 1905 Act registration being a public record, held to constitute such con- 
structive notice as will preclude petitioner from pleading ignorance of existence of respondent’s 
mark, after waiting about 12 years to petition for cancellation. 734 


On facts of record, petitioner’s misuse of legend ““Trade-Mark Reg.” or “Reg. U. S. Pat. 
Off” held not to bar relief because such use was occasioned by misunderstanding and ignorance 
rather than by any fraudulent intent. 851 


On facts of record, held that respondent has failed to prove that petitioner had either 
actual or constructive notice of respondent’s use of its mark at any time before respondent's 
registration was cited as a reference against petitioner’s application for registration. 

Fact that advertisements of petitioner and respondent appeared in 1947-1949 Sweet's 
catalogs, held not to constitute notice to petitioner. 860 


Since appeal, by applicant herein, to Court of Customs and Patent Appeals from Com- 
missioner’s decision is still pending, in cancellation proceeding involving same mark and same 
parties, question of res judicata cannot be considered at this time. 876 


Examiner’s decision reversed, insofar as it holds defense of laches inapplicable to present 
case; and petition for cancellation of 1905 Act registration, issued in 1940, held barred by 
laches though there was no evidence that petitioner had knowledge of respondent’s use or 
registration of mark. 1033 


Allegation of champertous contract between party and his attorney or some other person 
with relation to prosecution of proceeding, held no defense. 1114 


(4) Appeals 
a. To Commissioner 


Appeal from award of priority to Beyer dismissed where decision was based on stipulated 
facts, no errors were alleged or argued and appellant denied neither priority nor right to regis- 
tration of Beyer. 

Appeal from denial of motion to dissolve interference dismissed as an inter partes appeal 
where appellee, Beyer, admittedly has priority and has consented to appellant’s obtaining 
registration. 296 


On facts of record, held applicant should be permitted to disclaim words “ball” and 
“grip” apart from composite mark and with such disclaimer refusal of registration on Principal 
Register would be reversed. 

Examiner’s decision refusing registration affirmed, in absence of disclaimer of descriptive 
portion of composite mark. 760 
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While court suggested that it would be better practice for Patent Office to suspend action 
on second case pending final decision in first case, Commissioner, upon applicant’s petition, 
expedited second appeal so that both could be considered by the court at the same itme. 876 


b. RS. 4915 


Defeated party in cancellation proceeding under 1905 Act, may elect to appeal to Court 
of Customs and Patent Appeals or employ alternative remedy of equity suit under R.S. 4915 
and an unsuccessful appeal is not a prerequisite to right to sue Commissioner. 34 


4915 suit by unsuccessful applicant under 1905 Act to compel issuance of registration, held 
proper practice because of assimilation of trade-mark practice to that in securing patents. 680 


Under the assimilated practice, defeated applicant for registration of trade-mark under 
1905 Act could maintain suit in equity against Commissioner of Patents alone. 

By terms of 1946 Act, Commissioner of Patents could no longer be made sole defendant 
in 4915 suit where there was an opposing party. 680 


If District Court is convinced that action of Patent Office is erroneous, it must not hesitate 
to set it aside, though Patent Office action is entitled to great weight and if evidence is evenly 
balanced Patent Office decision should be sustained. 1079 


Question to be determined in 4915 suit, involving refusal of registration, is whether the 
use of the two trade-marks is likely to cause confusion. 1080 


c. Court of Customs and Patent Appeals 


Baxter Laboratories, Inc., the successful opposer, had right to elect to have all further 
proceedings in the opposition conducted in District Court, after applicant filed its notice of 
appeal to Court of Customs and Patent Appeals, from Commissioner’s decision. 

Notice of election, filed by opposer held to require Court of Customs and Patent Appeals 
to dismiss appeal from Commissioner’s decision in the inter partes proceeding but to retain 
jurisdiction of the appeal in ex parte denial of registration to applicant, Don Baxter, Inc., 
under 1946 Act. 234 


Opposer is without standing to affect a dissatisfied applicant’s appeal to Court of Customs 
and Patent Appeals from an ex parte decision of the Commissioner denying registration. 234 


On facts of record, reversal by Court of Customs and Patent Appeals of decision dis- 
missing opposition held pro forma; and upon remand, Examiner’s dismissal of notice of oppo- 
sition again affirmed by Commissioner, in view of lack of likelihood of confusion due to differ- 
ence in nature of goods and court’s agreement with reasons for dismissing notice of opposition. 

Upon remand from Court of Customs and Patent Appeals, application rejected ex parte 
by Commissioner. 857 


IV. UNFAIR COMPETITION 
1. Trade Mark Infringement and Unfair Competition 
A. Basis of Relief—General 


Notices of infringement sent in good faith, by plaintiff to defendant’s customers, held 
not to constitute unfair competition where suit was seasonably brought. 46 


Neither actual nor current damage nor present confusion or deception need be shown to 
entitle plaintiff to equitable relief where there is likelihood of confusion flowing from use of 
similar names. 

“Unfairness” of defendant’s conduct rather than mere existence of “competition” is basis 
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for this equitable relief. Such relief may be granted to prevent continuance of injurious act 
already begun and also to protect against prospective injuries. 58 


Facts of each case determine whether claim based upon unfair competition exists. 

Common law of trade-marks is but a part of broader field of unfair competition. 

Defendant’s practice of establishing stores in vicinity of plaintiff's stores held sufficient 
to show that defendant did not take reasonable precautions to avoid confusion. 134 


Right of defendant’s president to use own name, Oscar T. Cook, held not to include 
right in defendant corporation to use name “Cook” in way resulting in confusion of public. 

Persons who bear the family name as well as others who do not may be enjoined from 
infringing or misusing trade name. 

Trial court finding, that defendant’s use of name “Cook” caused confusion in plaintiff’s 
trade area, held in accordance with the evidence. 

Plaintiff was required to show only probability or likelihood of confusion. 143 


Plaintiff held to have failed to sustain burden of proving either infringement or unfair 
competition where goods and markings thereon were held not similar. 

Where less than the whole of the plaintiff's mark is taken, it must appear that the part 
taken identifies plaintiff without the rest in order to sustain charge of infringement. 

Essence of the wrong in unfair competition cases lies in sale of goods of one for those ot 
another or under conditions which may lead purchasers to think they are goods of another. 

Defendant held not required to insure plaintiff against confusion by careless purchasers. 
152 


Normally where parties are in direct competition in the same business and confusion exists, 
injunction restraining use of similar mark is granted. 162 


It is not a prerequisite to relief that someone has in fact been deceived or that plaintiff 
has sustained actual loss or damage. 

Likelihood of confusion is sufficient to support injunction. 

Where actual confusion has occurred, it is strong evidence that confusion is likely to 
continue in the future. 251 


Whether defendants’ lamp was an imitation of plaintiff's held immaterial in absence of 
a valid patent, where there was neither claim nor proof of palming off, deceit, misappropria- 
tion of plaintiff’s name or goodwill and no proof that the form of plaintiff’s lamp had acquired 
a secondary meaning. 333 


Plaintiff held entitled to injunction restraining defendant’s use of confusingly similar 
name. 

Accounting denied where defendant’s conduct held unfair competition but not malicious 
nor intentionally deceptive and plaintiff failed to show loss of sales or damage in any 
quantitative sense. 

Costs not granted to either party. 341 


merely descriptive of the character and purpose of business in which plaintiff, defendants and 
many other firms in New York and throughout the country are engaged. 

“Basic Advertising Ideas Through Remembrance Advertising” and “Remembrance Ad- 
vertising, Basic Advertising Idea” held descriptive of plaintiff’s business. 343 


State courts have jurisdiction to enjoin unfair competition as distinguished from trade- 
mark infringement, even though act complained of consists of infringement of federally 
registered trade-mark. 

As a general rule, trade-mark registrations only confer procedural advantages and do not 
enlarge the registrant’s substantive rights. 

Words in common use, which by nature are descriptive and characterize the business or 
trade to which they pertain, rather than origin or proprietorship, are not subject to 
exclusive appropriation. 
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Equity will not restrain defendants’ use of “Camp Navajo,” for children’s camp in 
Dutchess County, N. Y., at suit of prior user of same name, in same business, at Honesdale, 
Pa., where there is no proof of passing off, Indian names are generally used for such camps 
and plaintiff failed to etablish secondary meaning. 342 


On facts of record, held that ordinarily injunction should be granted in case such as this 
but damages will be awarded because of peculiarity that within six months after expiration of 
lease to one defendant, its alter ego becomes owner of the fee. 

Defendants who, in deliberate violation of express provisions of sublease, made substantial 
alterations to premises, which defendants purchased subject to lease to plaintiff, and which 
lease expires within six months of expiration of defendants’ sublease, held liable to plaintiff 
in damages measured by cost of restoration. 345 


Maryland law held in accord with the general law of unfair competition regarding trade 
names. 

Decision in unfair competition cases depends upon particular facts. 

Tests to be applied are to determine from the facts whether adoption of same or similar 
trade name was (1) by unfair, fraudulent or deceptive action or intent of defendant; (2) 
whether the parties are in competition; (3) whether there is reasonable likelihood of con- 
fusion; (4) whether defendant’s acts tend to injure plaintiff’s business reputation or impair 
his patronage. 

Plaintiff held to have failed to prove secondary meaning in the term “Friendship 
Club.” 447 


Generally, ordinary words used for ordinary characterizations in a trade-mark cannot 
result in complete preemption of the field; but even geographic or descriptive terms may be 
enjoined, if used on labels which in writing and setup imitate another’s mark. 452 


On facts of record, complaint held fatally defective as containing no allegation that 
defendant is doing anything or threatening to do anything with marks and names which might 
be construed as wrongful. 602 


Proof of intent to deceive, actual confusion or damage held not required in unfair com- 
petition suit. 

While every man has natural right to use his own name in his own business, an outgoing 
stockholder of corporation, bearing a name the most distinctive part of which is stockholder’s 
name, held to have no right to compete with original corporation under new corporate name 
so similar to the first as to mislead and confuse. 608 


Even though a mark is descriptive and hence not a good common law trade-mark, it will 
be protected in an unfair competition suit where secondary meaning is established. 

On facts of record, plaintiff held to have failed to sustain burden of proof to establish 
that the mark “Spin-dry” had acquired secondary meaning so as to afford basis for finding 
of ownership of mark in plaintiff either upon theory of trade-mark infringement or unfair 
competition. 689 


Nature of remedy, a permanent injunction, obtainable under Section 964 of New York 
Penal Law, on affidavits alone and without trial, require that it be invoked only where right 
thereto is established in clear and convincing manner. 

Summary relief may be denied where basic facts as to violation are controverted. 

Section 964 of New York Penal Law held declaratory of common law in granting remedy 
for misuse of name in unfair competition not confined to commercial disputes. 

Summary relief authorized by Section 964 of New York Penal Law should be invoked only 
where there is conclusive evidence of intent to deceive and mislead the public. 697 


Since defendant’s use of mark is confined to intrastate business of selling frozen dessert 
locally and on the premises where it is manufactured, held that there is no infringement of reg- 
istered trade-mark and case remains one based solely upon claim of unfair competition. 807 
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Use by one organization of the name of another for purpose of appropriating standing and 
good will built up by the other, held unfair competition which equity courts restrain. 

Source, reputation and good will are as important to eleemosynary institutions as they 
are to business organizations. 

Gist of unfair competition action is confusion and deception. 815 


Likelihood of confusion as to source governs granting of relief. 

Interests of plaintiff in protecting its good will and reputation of its mark and interests 
of shoppers in relying upon trade-marks and brand names, must be taken into consideration 
in granting equitable relief. 

Actual competition, while an important factor, is not a prerequisite to relief; but in the 
absence of market competition, likelihood of confusion in the mind of the buyer decreases. 818 


Anyone has a legal right to make a motion picture based on Lewis Carroll’s book and 
entitled “Alice in Wonderland,” which is in the public domain. 

On facts of record, plaintiffs held not to have acquired any right to exclude others from 
producing or showing simultaneously and in the same neighborhood a rival portrayal of “Alice 
in Wonderland.” 826 


Where plaintiff, having sold soft drinks in Rhode Island, discontinued sales promotional 
efforts in New England around 1932 and made its last sale in Rhode Island in 1933, under 
the trade-marks “Cloverdale” and pictorial representation of four leaf clover, and defendant's 
predecessor began to use the words “Clover Club” together with pictorial representation of 
four leaf clover, on soft drinks in Rhode Island in 1943, with no knowledge of plaintiff’s 
existence, held, on facts of record, there was no fraud or conscious infringement on defendant’s 
part, no evidence of palming off, no evidence of confusion, and no probability that there will be. 

Defendant’s local intrastate sales, except for a few sporadic interstate sales, held to have 
no effect on interstate commerce. 827 


Section 32 of 1946 Act provides that unauthorized reproduction of registered trade-mark 
in connection with services in connection with which such use is likely to cause confusion shall 
give rise to civil action. 

Trade-mark cases have held that actual confusion need not be shown. 

Question to be considered is what damage to first-user will the second do by use of first- 
user’s mark, and what burden will it impose upon second-user effectively to distinguish. 832 


On facts of record, held that there is sufficient appearance of deliberate purpose on 
defendants’ part to suggest to the motoring public a possible connection with or relation to 
plaintiff’s business, which has no basis in fact. 839 


One aspect of unfair competition is whether defendant is reaping benefits to which it is 
not entitled; another aspect is whether there is confusion as to origin of products of plaintiff 
and defendant but confusion must exist in the mind of the public generally. 

On facts of record, plaintiffs held to have failed to prove likelihood of confusion or any 
element of bad faith or unfair competition. 956 


Use of name of legitimate benevolent, fraternal or social organization will be protected 
by restraining others from using confusingly similar names. 

On facts of record, plaintiff’s right to use “Owls,” the distinctive part of its name, held 
fully established 

Question is whether defendants’ names are deceptively similar to plaintiff’s and will tend 
to cause confusion in the public mind. 975 


On facts of record, held that defendant wilfully and consciously passed off products of 
others as those of plaintiff to gain an unfair advantage and deceive the buying public. 

Plaintiff held entitled to protection against use of “GE” as part of scheme to pass off as 
plaintiff’s product fans which were manufactured or assembled by others, even though in some 
instances defendant used plaintiff’s parts in fans which he distributed. 
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Defendant’s use of legend in small letters specifying authentic components used, held 
insufficient to avoid confusion of buying public. 

Defendant’s use of legend with respect to desk fans to the effect that plaintiff’s motor 
was used, held a false representation. 985 


General rule is that infringement and unfair competition exist where similarity is such 
as to be likely to deceive purchasers exercising ordinary caution into buying goods of one for 
those of another. 999 


It is the casual customer who is entitled to protection from the calculated deceptive prac- 
tices of a producer. 

The test of imitation in unfair competition cases is general impression of similarity and 
not detailed side by side comparison. 

Proof of actual deception or confusion is not required, but such proof cannot be dis- 


regarded. 
On facts of record, plaintiff held to have sustained burden of proving that the ordinarily 
prudent person is likely to be confused and deceived by dress of defendant’s package. 1004 


Law of trade-marks and trade-mark infringement is but a part of the law of unfair 
competition. 

Unfair competition is a question of fact. 

Most common form of unfair competition is simulation of name, symbol or device 
employed by business rival so as to induce purchase of goods under false impression as to their 
origin or ownership. 

Use of common initials to indicate name and address of maker would only be entitled to 
very narrow protection. 

Lack of direct competition between the parties is not decisive in trade-mark infringement 
and unfair competition suit. 1066 


One of the best established forms of relief against unfair competition is that against one 
palming off his goods as those of another. 

Trade-mark of manufacturer may be used by repackager so long as he does not deceive 
public. 

Trade-mark of maker may be used by dealer in second-hand goods so long as he clearly 
indicates that the goods are “used.” 

Trade-mark may be used in advertising to show use of trade-marked material as com- 
ponent of manufactured article. 1066 


Inference of probability of deception may be drawn from similarity of sound and spelling 
of coined names. 

It is not essential for plaintiff to establish actual damage by virtue of diversion of 
trade. 1082 


In dealing with books, as distinguished from ordinary products in trade, purchasers buy 
as much from knowledge of the authors as from title and subject matter; and differences 
in appearance of jacket must also be considered in determining question of likelihood of 
confusion. 1083 


Right to use family name is not absolute; and where fraud and deception exist, injunction 
will issue against deceptive practices, though such injunction deprives person of use of own 
name. 

All that is required is reasonable likelihood of confusion of purchasers of ordinary 
intelligence. 

Neither proof of fraudulent intent nor of actual confusion is required. 1084 


Intent to trade upon good will of another may be sufficient to justify inference of con- 
fusing similarity in comparing trade names. 
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When defendant’s intent is in issue, degree of similarity in appearance, pronunciation or 
suggestion is a determining factor. 

Non-profit corporation has legal right to exclusive use of its name and reputation; and 
when use of deceptively similar name by another would be injurious to its charitable enter- 
prises, injunctive relief will issue without showing of pecuniary damage. 

In order to have court enjoin use of trade name, competition need not exist in Penn- 
sylvania. 

Right to injunctive relief against use of deceptively similar name depends upon whether 
there is likelihood of confusion as to identity of the organizations or their businesses or 
merchandise. 

Law of unfair competition is not for the protection of experts but the general public. 1091 


B. Scope of Relief—Particular Instances 


On facts of record, plaintiff held entitled to injunction restraining defendant from using 
the word “Dynamic” in its corporate name, particularly in absence of plausible explanation 
for adoption of plaintiff's name by former employee who is defendant’s president, and where 
defendant’s business is substantially the same as plaintiff’s. 58 


On facts of record, trial court held justified in granting injunction restraining defendant 
from using the word “Jewel” in his trade name, in Chicago and its suburbs. 

In view of defendant’s priority of use of “Jewel” in trade-mark sense, on ice-cream as 
distinguished from other dairy products, held that injunction will be modified to preserve to 
defendant right to sell ice-cream marked “Jewel Fine Ice Cream,” but without referring to 
“Jewel” as any part of defendant’s trade name. 

Costs assessed to be paid two-thirds by defendant and one-third by plaintiff. 134 


Injunction issued by trial court held carefully limited to relief to which plaintiff is 
entitled in its trade area comprising states listed in judgment. 

Any doubt as to scope of prohibition of judgment can be disposed of by modifying provi- 
sion (b) in accordance with this court’s opinion. 143 


Ultimate object of courts is to mould relief adequate to satisfy the equities of each 
situation. 

It is well settled that wrongdoer will be required to account for and disgorge profits 
acquired through unfair competition upon principle analagous to that which charges trustees 
with profits acquired by wrongful use of property of cestui que trust. 

Burden of demonstrating apportionment of profits is upon defendant, and where defend- 
ant fails to sustain its burden, equity prefers to allow windfall to plaintiff rather than coddle 
wrongdoer. 149 


Registrations of marks held descriptive, as listed in opinion, ordered cancelled. 

Injunction granted to defendant restraining plaintiffs from infringing “Sugar and Spice” 
and “Fairyland,” names held valid trade-marks for dolls. 

Injunction granted restraining defendant from interfering with plaintiffs’ use of descrip- 
tive names for dolls, the registrations of which are here ordered cancelled. 155 


By stipulation, on argument of preliminary injunction motion, parties agreed to waive 
trial and submit cause for final judgment on affidavits. 

Costs, profits and damages denied to plaintiff, where defendants innocently adopted 
plaintiff’s trade name and upon notice agreed to discontinue and submitted to judgment con- 
taining permanent restraint against their use of trade name. 

Plaintiff held entitled to injunction restraining defendants’ use of word “Parker” in any 
form, in New Jersey, except that for sixty days defendants will be permitted to collect receiv- 
ables now outstanding in New Jersey under present name, provided that all literature used 
in such endeavor shall plainly state that name has been changed to new name not containing 
word “Parker.” 164 
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Plaintiff held entitled to injunction against defendants’ use of “Maternalane” or any 
other similar or colorable combination of the two words “Maternity” and “Lane.” 

Plaintiff held not entitled to an accounting. 

Defendants’ use of “Maternalane” held to constitute trade-mark infringement and unfair 
competition with plaintiff’s rights in combinations of “Lane” and “Maternity,” in connection 
with similar goods. 251 


Plaintiff held entitled to injunction restraining defendant’s use of name “Paddy” in either 
intrastate or interstate commerce. 256 


Plaintiff held entitled to judgment for damages, to be computed now, measured by cost of 
restoration of store because of unauthorized alterations, except for sidewalk elevator. 

Plaintiff held entitled to injunction against future sales of products bearing plaintiff’s 
trade-mark at premises other than those subleased to defendants, but no damages awarded for 
past violations held infrequent and unsubstantial. 

Under terms of sublease from plaintiff, defendants held entitled to sell at wholesale from 
leased premises and to use plaintiff’s trade name “Sussman Volk” at such premises but not 
elsewhere. 346 


Injunction against defendant’s use of the word “Jewel,” as modified, though couched in 
general terms, held not aimed at defendant’s handling in the ordinary course of business 
products of other concerns which use “Jewel” as part of their trade name on their products, 
where the wrappers containing such products give appropriate notice of the origin of such 


goods. 409 


Plaintiff held entitled to injunction restraining defendants from selling goods bearing the 
words “Gold Seal” or the representation of a seal or the word “Goodyear” in connection 
therewith or any other words or devices likely to cause prospective purchasers to confuse 
defendants’ goods with those of plaintiff. 

Plaintiff held not entitled to damages, since the exclusive right to distribute plaintiff’s 
goods has been transferred to another: and any damages from competitive sales of defendants 
would accrue to the distributing agency and not to plaintiff. 

Plaintiff held entitled to costs. 453 


Plaintiffs held entitled to injunction restraining defendants from using corporate name 
Holtz & Son, Inc. and trade names and trade-mark of Beacon Wire Products and Beacon 
Products. 

Matter of taking and stating account of profits referred to official referee to hear and 
report. 609 


Name may be arbitrary or fanciful as applied to one or more products, but yet not be 
entitled to unlimited protection as against its use in good faith upon a product of which it is 
accurately descriptive. 

Plaintiff having used its mark in Florida on only macaroni and spaghetti, held not entitled 
to injunction restraining defendant’s local use thereof on a frozen dessert of which it is 
descriptive. 807 


On facts of record, held that injunction against defendant’s use of “Sunbeam” on its 
lamps was proper. 

Injunction against defendant’s use of corporate name “Sunbeam Furniture Corporation,” 
held erroneous. 819 


Defendants restrained pending final hearing, from using in advertising or sale of gasoline 
or petroleum products the “Duel Oval’ and gasoline pumps shown in the exhibits, and gasoline 
service stations painted white with a broad red band at the bottom, or in any other way to 
imitate plaintiff's pumps and stations; and from infringing plaintiff’s registered trade-mark 
covering its “Esso Oval” and from otherwise competing unfairly with plaintiff. 839 
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Plaintiff, hosiery manufacturer, held entitled to injunction restraining defendant’s use 
of orchid design on lingerie and to order directing delivery up for destruction of all printed 
matter bearing defendant’s orchid design. 

Plaintiff held not entitled to profits, damages or to provision restraining defendant forever 
“from engaging in any unfair competition with the plaintiff herein.” 951 







Plaintiff held not entitled to injunctive relief nor to recover anything from defendants. 

Defendants held entitled to costs. 

To minimize chance of future confusion and avoid future litigation, defendants required 
in advertising matter and on labels, in addition to stating that defendants’ wine is “bottled 
by the Alabama Growers Association, Box 990, Montgomery, Alabama,” to plainly show in 
advertisements and on labels that the wine is ‘BOTTLED AND SOLD BY THE ALABAMA 
GROWERS ASSOCIATION, INCORPORATED, BOX 990, Montgomery, Alabama or by 
Ben R. Goltsman and Company.” 956 












Plaintiff held entitled to injunction restraining defendants’ use of the word “Owl” or 
“Owls” in names, signs, emblems, paraphernalia, ritual printed matter, etc. 

Injunction will not apply to individual present or future members of Order of Owls. 
Defendants’ counterclaim dismissed. 










975 








Plaintiff held entitled to judgment with costs and injunctive relief sufficiently broad to 
protect it against defendant’s use of its monogram or signature on any kind of electrical 
apparatus, including fans, which plaintiff manufactures or distributes. 985 






Plaintiff’s common law rights held governed by Massachusetts law, under which plaintiff’s 

j rights are not protected beyond territory where plaintiff’s goods are sold. 
Massachusetts statute, permitting injunctive relief in trade-mark infringement and unfair 
competition cases, in absence of competition between the parties, held not to enlarge rights of 
plaintiff in mark which had not acquired secondary meaning in Massachusetts. 990 







Plaintiff held entitled to injunction restraining defendant from simulating plaintiff’s pack- 
age, from infringing plaintiff’s state and federal registrations and ordering destruction of 
infringing labels. 

Plaintiff held entitled to accounting of damages and profits and to costs and disburse- 
ments. 1004 













On basis of rights, as defined by contract between the parties, plaintiff held entitled to 
injunction restraining defendant from using his name, voice or likeness in commercial adver- 
tising not connected with advertising motion pictures previously made by defendant. 

On facts of record, plaintiff held not entitled to judgment for damages. 1074 







Defendants enjoined from use of name “Tarantino’s,” or any name, phrase or device 
similar thereto, in connection with marketing of cocktail sauce. 
Use of family name in connection with other activities of defendant corporation not 


enjoined. 1084 

Plaintiff, charitable corporation, held entitled to injunction restraining defendant from 
using the words “Golden Slipper’ in its corporate title and in connection with its restaurant 
and catering business activies. 1091 










C. Scope of Protection—General 






Injunction to protect exclusive enjoinment of trade name must be limited in regard to 
territory. 

On facts of record, plaintiff held not entitled to injunction against use of family name in 
St. Louis by one having the same family name who applied it to neighborhood drug store in 
St. Louis before plaintiff established a store or acquired secondary meaning in St. Louis. 

On facts of record, plaintiff having priority in the State but being a second comer in local 
market, held not entitled to require defendant to use full name instead of surname. 570 
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Use of a distinctive or fanciful mark will be broadly protected but non-fanciful words 
used by numerous concerns for a large variety of products ordinarily will be only narrowly 
protected. 

Section 32 of 1946 Act does not stifle all excursions into adjacent markets. 

There is no possibility of defining a line on one side of which protection will be applied 
and on the other side of which protection will be denied, because in every case the decision 
must depend upon the circumstances obtaining. 818 


Unfairness In Competition 
A. Unfair Use of Trade Name 
(1) General 


Trade-mark infringement and unfair competition are related because the common law 
of trade-marks is but a part of the broader law of unfair competition. 

Where there is “colorable imitation” of registered mark, upon or in connection with sale 
of merchandise of substantially the same descriptive properties as those covered by registra- 
tion, there is statutory infringement and plaintiff is entitled to injunction, accounting and 
other relief. 

Facts which support suit for infringement and those forming basis for unfair compe- 
tition are substantially the same; but circumstances may justify equitable relief where therc 
is no statutory trade-mark infringement. 

Simulation which may induce ordinary purchaser to buy goods to which mark is affixed 
as product of owner of the mark infringes and equitable relief will be granted. 

“Instrument of fraud” rule applies to trade-mark infringement. 

Relief may be had when goods, though different, are so related as to fall within mischief 
which equity should prevent. 

Each decision in this type of litigation is controlled by its own particular facts. 

Intent to deceive is not a prerequisite of statutory infringement. 418 


Manufacturer who places in hands of another, goods which he knows may cause decep- 
tion, is liable for unfair competition. 

Where complaint alleged that individual defendants participated in fraud held that they 
may not avoid consequences of their conduct by hiding behind corporation of which they are 
officers, directors, stockholders or employees. 445 


Two elements must be present to constitute unfair competition in respect to a trade 
name, viz., the name must have acquired a secondary meaning identifying plaintiff; and 
defendant must have unfairly used the name or a simulation of it. 568 


Infringement of trade name and unfair competition may be enjoined where it is resorted 
to in order to forestall or unfairly profit from naturally expected expansion of established 
business into new market areas where its reputation has preceded it. 569 


(2) Secondary Meaning 


On facts of record, trial court’s finding that plaintiff and its predecessors had acquired 
rights in “Cook” and “Cook’s Paint,” as trade names, in its trade area, held amply supported 
by convincing evidence. 143 


On facts of record, “Frosty Red,” held not to have acquired secondary meaning within 
the trade or purchasing public as identifying plaintiff's lipstick. 152 


On facts of record, defendant counterclaimant held to have failed to sustain burden of 
proof necessary to establish secondary meaning in doll names as identifying it. 155 


“Fire Hardened” held capable of indicating origin of wooden tool handles and therefore 
registrable under Section 2(f) of 1946 Act. 190 
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While long continued use may indicate that a mark has acquired secondary meaning in 
a proper case, on facts of record, affidavits filed by applicant to show secondary meaning 
held unconvincing and of little value in establishing trade-mark significance of applicant’s 
notation. 191 


Trade-Mark and trade name rights may be acquired by long and extensive promotion 
and use thereof in connection with the sale or distribution of goods and merchandise. 

On facts of record, plaintiff held to have obtained ownership and established secondary 
meaning of “Lane Bryant” for maternity wear and also in the words “Lane” and “Maternity,” 
in combination, in connection with the sale of maternity wear. 251 


“Kimberly Clark” held to have acquired secondary meaning identifying plaintiff and 
to be qualified for registration, under section 2(f) of 1946 Act, which registration plaintiff, 
for purposes of this suit, has refused to accept. 259 


On facts of record, use of Indian names for children’s camps held general and extensive 
with many instances of duplications; and plaintiff held to have failed to prove that “Camp 
Navajo” had acquired secondary meaning identifying plaintiff. 342 


Descriptive words in combination may acquire secondary meaning identifying source 
but such words do not attain such meaning unless they are used to indicate origin of the goods. 
Plaintiff held to have failed to establish contention that “Remembrance” and “Remem- 
brance Advertising” had acquired secondary meaning identifying plaintiff. 343 


On facts of record “VapoRub” held not merely descriptive but to have come to be used 
in Jamaica as distinctive name of plaintiff’s product. 

On facts of record “Vicks” alone and “VapoRub” alone held synonymous with “Vicks 
VapoRub” and in common use by trade and public in Jamaica as identifying plaintiff’s 
product. 560 


Some words or phrases, though descriptive, are capable of appropriation as trade name 
by first user. 

On facts of record, plaintiff held to have failed to sustain burden of proving acquisition 
of secondary meaning in “Television Center.” 568 


Judgment of trial court held to recognize fully that plaintiff's trade name has now 
acquired secondary meaning in St. Louis identifying super drug stores operated there by 
plaintiff except in the local neighborhood of the store operated by defendant. 570 


There is no inflexible rule for determining existence of secondary meaning as each case 
must depend upon its own facts. 

To acquire secondary meaning, evidence must show that term has been used in such 
manner over such period of time and to such extent that purchasing public associates term 
with goods of particular manufacturer. 689 


In view of nationwide common usage of “Association of Contracting Plumbers’’ and “Con- 
tracting Plumbers Association,” no secondary meaning may be acquired in such phrases. 697 


(3) Defenses 


Fact that misuse of trade name of another is in respect to noncompetitive merchandise 
held no defense against issuance of injunction. 143 


Mere laches of itself held insufficient to bar plaintiff from injunctive relief against trade- 
mark infringement. 

On facts of record, plaintiff held barred by its course of conduct, during which defendant 
changed its position, from injunctive relief to which it would normally be entitled. 162 


Continued use of mark after challenge may block defense against deliberate imitation. 418 
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Where plaintiff discontinued sales of soft drinks under its trade-marks in Rhode Island 
for 17 years, held that such long nonuse tends to indicate that plaintiff did not intend to 
re-enter Rhode Island with its products, if it does not show abandonment. 

Where plaintiff and its predecessors since 1887 had used “Cloverdale” and representation 
of four leaf clover on soft drinks sold in territory covering 2 to 17 states, but discontinued use 
of its trade-marks in Rhode Island for about 17 years prior to suit, held that plaintiff was 
not entitled to injunction against defendant’s use of “Clover Club” and representation of four 
leaf clover on soft drinks in local commerce in Rhode Island, after defendant and its prede- 
cessors had built up business thereunder for about 7 years. 828 











Plaintiff held not barred from invoking Feld-Crawford Act with respect to long playing 
records because it did not enter into fair trade contracts relating it to other records. 

Fact that plaintiff contributed toward advertisements of shellac records at cut prices held 
immaterial. 

Right to invoke Feld-Crawford Act held not lost by abandonment, acquiescence or 
estoppel because plaintiff did not make fair trade contracts for over two years after it began 
to sell long playing records under its trade-marks. 

On facts of record, defendant held to have failed to establish unfair discrimination by 
plaintiff. 846 












On facts of record held there is no evidence upon which to base finding of invalidity 
growing out of uses subsequent to plaintiff’s. 

Evidence of prior use of plaintiff's mark by third parties held not to constitute defense to 
injunction against unfair competition by defendant. 951 








Where, as here, the words “Owl” and “Owls Club” had no significance or meaning in 
relation to men prior to their use by plaintiff, defendants’ contention that they are schismatic 
groups entitled to use the word “Owls,” is without merit. 975 






1946 Act held to negative defense of “territorial limitation” of protection accorded regis- 
tered mark, irrespective of plaintiff's “expansion situation.” 990 







B. Design Patents 


Statute grants protection only to person who has invented a new, original and ornamental 
design for article of commerce. 

“Invention” required in design patent cases, means the same exceptional talent required 
for a mechanical patent. 

Unstartling regrouping of old elements not rising above the commonplace nor demon- 
strating originality may not be called “invention” for purposes of patent validity. 

High sales and continued consumer demand may tip scales when case is otherwise evenly 
balanced, but fact that product has enjoyed considerable commercial success does not render 
patent valid. 












Design patent covering toy duck design held invalid as lacking in originality when 
compared with Walt Disney’s Donald Duck and Donald’s three nephews Dewey, Huey and 
Louie. 42 










C. Contracts 







Contract providing for concurrent use of the mark “Esquire” by both parties, specifying 
particular uses to which each party might put mark and providing for joint protection of mark 
at expense of one party, held valid and not contrary to public policy, nor invalid as a con- 
tract to deceive the Patent Office, nor void for champerty or maintenance. 








Counterclaim should not have been dismissed since relief granted to defendant was 
obtainable under it. 
Judgment modified to sustain counterclaim to extent relief has been granted to defendant, 
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viz. requiring plaintiff to indicate source of its products when it advertises them, as provided 
by the contract. 
Denial of profits and damages held proper. 222 


Contract between the parties held to have provided clearly and unequivocally in unam- 
biguous language that brand and trade-marks shall be property of defendant and may be 
registered in its name. 

Construction of contract and determination of rights of the parties held governed by same 
principles whether or not the Government is directly concerned. 

If specific language of contract is to be varied by special circumstances, such circum- 
stances must be pleaded. 601 


Contracts must be construed as a whole; and every provision of contract must be given 
effect if possible. 

On facts of record, contract held to grant to producer perpetual right to photograph and 
exhibit motion pictures and to use name, voice and likeness of plaintiff in advertising and 
exploiting of motion pictures and right limited to term of contract to use name, voice and 
likeness in commercial advertising. 1073 


D. Trade Libel 


Defendants’ letter sent to jewelry dealers held not libelous or defamatory per se; and in 
such cases right of action exists only when, as necessary and proximate consequence, special 
damage ensued. 575 


E. Dress of Goods 


Gasoline pumps painted blue with white panels front and rear, and gasoline pumps 
painted red with white panels front and rear, and white walled service stations having broad 
red band at the bottom, held to identify plaintiff’s dealers. 839 


“Miller High Life” package, in which plaintiff’s beer is sold, held to have acquired 
secondary meaning, indicating origin in plaintiff. 1004 


F. Foreign Trade Mark Law 


“VapoRub” held not an “invented word” within meaning of Jamaica trade-mark law. 

“VapoRub” held “adapted to distinguish” and discretion exercised by Court of Appeal 
in refusing to expunge, because of omission of formalities, held proper. 

If a word forming part of a registered mark has come to be used to identify the goods 
of the owner of the mark, it is infringement of mark itself to use that word as mark or 
part of mark of another. 560 


3. Suits for Unfair Competition 
A. Pleading and Practice 


Special damages only may be recovered in unfair competition suit and must always be 
claimed explicitly and particulars must be given in the pleadings. 

On facts of record, allegations of complaint held insufficient and plaintiffs given oppor- 
tunity to amend and to prove special damages on new trial. 576 


Plaintiff held to have failed to prove any attempt at “palming off” by defendants or that 
plaintiff has been damaged by use of words in defendant’s corporate name. 

Plaintiff held to have failed to prove likelihood of deception of the public would result 
from defendants’ use of “Remembrance” and “Remembrance Advertising.” 

Plaintiff held to have failed to prove that individual defendant engaged in any unfair 
competitive practices or used plaintiff's trade secrets to plaintiff's detriment. 343 
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Plaintiff’s burden of proof held fully discharged where adoption and use of a registered 
arbitrary trade-mark has been established and confusing similarity of dctentant's mark on 
goods of the same class has been demonstrated. 

Proof of intent to deceive is not required where mark is validly registered. 418 


On facts of record, complaint held to fail to state a cause of action. 

One principal defect in complaint is failure to allege plaintiff’s priority of use of mark 
alleged to be infringed. 

General allegations in a bill are controlled by the specific allegations; and where the 
latter show that mark is not used in distinctive but in descriptive sense, complaint will be 
dismissed even though there may be general allegations to the contrary. 999 


B. Jurisdiction 
C. Evidence 


Filing of certificate of doing business under assumed name, by plaintiff, in New Jersey, 
held not to constitute constructive notice to defendants of plaintiff’s rights in “Parker.” 164 


On facts of record, past transactions and prior suit between the parties held irrelevant to 
question of plaintiff’s right to injunction here. 570 


Defendant’s course of conduct held to refute inference that he had intended to engage 
in unfair competition with plaintiff. 569 


On facts of record, petitioner held to have failed to prove violation of Section 964 of 
New York Penal Law which requires use with intent to deceive or mislead the public. 697 


On facts of record, plaintiff held to have failed to prove bad faith or fraudulent intent 
upon the part of defendants. 
On facts of record, plaintiff held to have failed to prove actual confusion as to source 


or likelihood of it. 807 


Public opinion survey conducted for plaintiff held to indicate likelihood of confusion 
resulting from defendant’s use of “Sunbeam” on lamps. 

Plaintiff held to have failed to prove market competition or confusion as to source, 
resulting from defendant’s use of its corporate name “Sunbeam Furniture Corp.” 818 


On facts of record, plaintiff held to have failed to prove priority since there was no 
satisfactory evidence of actual use of ‘“Mother’s Best” by plaintiff or its predecessor before 
1920 and the evidence supports finding that defendant and its predecessors had used “Mother’s 
Pride” since about 1909. 969 


It is not essential to prove fraudulent intent. 

Findings of deliberate adoption of name and simulation of script, to capitalize on plain- 
tiff’s good will and attempt to create impression that defendants’ product was sponsored by 
plaintiff, held amply supported by record. 1084 


On facts of record, defendant held to have changed to name confusingly similar to plain- 
tiff’s with intent to trade upon plaintiff’s good will and reputation. 1091 


V. COURTS—PLEADING AND PRACTICE 
1. Jurisdiction 


Commissioner of Patents held proper party in 4915 suit by registrant defeated in cancel- 
lation proceeding. 

Statute (35 U. S. C. A. 72a) authorizing extraterritorial service of process held applicable 
in 4915 suit by registrant against Commissioner and petitioner for cancellation, residing in 
Delaware where it was served. 
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Fact that parent or another wholly owned subsidiary or affiliate has invoiced goods sold 
under “Old Charter” mark and that parent has financed operation of registrant, its wholly 
owned subsidiary, held not enough to justify dismissal of equity suit, under R. S. 4915, on 
ground that such wholly owned subsidiary plaintiff was not the real party in interest. 34 


Question of trial court’s jurisdiction of subject matter is open on appeal and parties are 
not estopped by positions taken in court below. 

Distinction to be observed, under Hurn v. Oursler rule, is between case where two 
distinct grounds in support of single cause of action are alleged, only one of which presents 
a federal question, and case where two separate and distinct causes of action are alleged, 
only one of which is federal in character. 

On facts of record, court below held in error in entering judgment upon non federal 
cause of action based on trade-mark infringement and unfair competition, which is separate 
and distinct from federal cause of action for alleged patent infringement. 47 


Where two cases between the same parties involving the same subject matter and same 
issues are commenced in two different federal courts, the one commenced first is to be allowed 
to proceed to conclusion first; and a preliminary injunction to accomplish this is proper. 216 


Defendant, New York corporation, held to be doing business in Illinois and subject to 
suit in that jurisdiction, where defendant made Mount Morris, Ill. its place of publication to 
qualify for second class mailing permit there, and defendant contracted with Kable, at Mount 
Morris, to print, address and mail its magazine “Taboo,” and defendant stored with Kable, 
paper and other materials to be used in printing the magazines. 

On facts of record, Kable corporation held endowed with authority as agent for service 
of process on non-resident defendant. 

Defendant’s agent for service of process being a corporation, service on one of its officers 
held sufficient under Illinois statute governing service of process. 218 


Federal courts have no jurisdiction over registration proceedings except appellate juris- 
diction given by Trade-Mark Act. 

Since notice of opposition, filed by defendant in Patent Office, did not constitute charge 
of infringement, there was no justifiable controversy and federal court had no jurisdiction 
of declaratory judgment suit. 228 


Infringement of federally registered trade-mark is cognizable in federal court. 

Federal court having original jurisdiction because of infringement of federally registered 
trade-mark, assuming claim is not without substance, has derivative jurisdiction of related 
unfair competition counts regardless of lack of diversity of citizenship. 

1946 Act gives original federal jurisdiction of unfair competition claims affecting com- 
merce, regardless of any federal registration and regardless of citizenship of parties or amount 
in controversy. 

In present case there is diversity of citizenship and requisite amount involved as basis 
of jurisdiction. 251 


Jurisdiction of unfair competition claim joined with substantial and related claim under 
the patent laws held clear under recent revision of Judicial Code [28 U. S. C. §1338(b)]. 333 


On facts of record, plaintiffs’ affidavits, filed in opposition to motion to dismiss, held to 
establish that value of exclusive right to use “Kelvinator” and “Leonard,” in Los Angeles area, 
which is the “matter in controversy,” in the claim for relief, far exceeds the sum or value 
of $3,000, exclusive of interest and costs, though plaintiffs failed to show actual or threatened 
damage of $3,000 or more from defendant’s acts. 340 


Federal court held to have jurisdiction of common law claim for unfair competition 
joined with suit between citizens of same state, under 1946 Act, for damages resulting from 
wrongful registration of trade-mark. 575 


Fact that Vicorp was created to promote welfare of inhabitants of Virgin Islands through 
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economic development, held not to entitle political entity, “The People of the Virgin Islands,” 
to become party plaintiff in business dispute over registered trade-marks which it does not 
claim to own. 602 


Allegation of infringement of 1920 Act registration, unless plainly unsubstantial, held 
sufficient to confer jurisdiction upon federal court in trade-mark infringement and unfair com- 
petition suit between citizens of same state, since both causes of action rest upon substantially 
the same grounds. 689 











In suit between citizens of the same state, federal court held to have jurisdiction to 
determine issue of unfair competition even if plaintiff’s registrations were invalid, since, on 
facts of record, there is only one cause of action pleaded with relief requested on two 
grounds, viz. federal registration and unfair competition and the proof to support both 
claims is identical. 985 





9 


2. Pleading 








Decree in prior suit on same patent but against third parties held not res judicata. 48 





No restraining order could properly issue against defendant not served with complaint. 
Where plaintiff initiated proceedings in Patent Office by filing application for registra- 
tion of certain trade-marks, held it would be an abuse of discretion to grant to plaintiff an 
injunction pendente lite to restrain defendants from prosecuting oppositions. 227 


Complaint under R. S. 4915 dismissed, where plaintiff, having established secondary 
meaning, which prima facie entitled it to register “Kimberly Clark,” under section 2(f) of 
1946 Act, declined such registration, refused to amend complaint and insisted upon registra- 
tion under section 2(e) of 1946 Act, which was refused on ground mark is dominated by the 
surnames of which it is composed. 260 


In view of holding of invalidity of plaintiff's claimed copyright, plaintiff’s motion for 
preliminary injunction is denied; and defendant’s motion to dismiss cause of action for copy- 
right infringement is granted; but defendant is required to answer cause of action based on 
alleged unfair competition. 337 





Petition for re-hearing denied with order that modified injunction be further modified 
to include express exemptions from restrictions which defendant contends are too broad but 
which the Court holds cannot be reasonably so interpreted. 409 


Complaint held to fail to state facts upon which claim for assignment of registration by 
defendant to plaintiff, Vicorp, may be founded. 

Allegation that ““Government House” name, picture, label and trade-marks are in law and 
equity property of plaintiff and that defendant registrant was agent and trustee held mere 
conclusions unsupported by facts. 

Complaint held to fail to allege any basis for recission or reformation of contract. 

Complaint held to show on its face that The People of the Virgin Islands is not real 
party in interest. : 601 























Judgment dismissing complaint reversed and cause remanded for reconsideration in ac- 
cordance with opinion herein and since additional proof is necessary to determine to what 
extent, if any, this cause is governed by Schwegmann Bros. v. Calvert Distillers Corp., 341 
U. S. 384 [51 T. M. R. 545]. 


Judgment dismissing action as to two defendants not served with complaint set aside; 
and judgment in favor of other defendants affirmed. 


a 





Evidence 


It was proper to show by plaintiffs’ salesmen that they learned from their customers that 
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such customers had received or seen defendants’ letter and refused to renew their orders, 
and that plaintiffs’ salesmen met with sales resistance from those who read it. 

Impressions made by defendants’ letter on minds of third persons not jewelry dealers, 
held incompetent. 575 







Affidavits couched in substantially the same language and typewritten with blanks to be 
filled in by affiants, held to amount to no more than mere testimonials of no particular 
probative value. 757 








4. Findings 






On facts of record, trial court’s opinion held to meet requirements of Rule 52(a) of 
Federal Rules of Civil Procedure and findings held not “clearly erroneous.” 672 







Trial court’s finding that there is little likelihood of purchasers who exercise ordinary care 
being confused to extent of purchasing plaintiff’s pen believing it to be defendant's is binding 
on Court of Appeals unless shown to be clearly erroneous; and on facts of record, finding of 
trial court as to lack of actual or likely confusion, held amply supported by the evidence. 1066 












Motion Practice 


2 


While Rule 12(b) of the Federal Rules of Civil Procedure permits raising of affirmative 
defenses by motion to dismiss and vests court with discretion to treat such motion as one for 
summary judgment, disputed issues of fact cannot be resolved by affidavits, nor may affidavits 
be treated, for purposes of motion for summary judgment, as proof contrary to facts pleaded 











in complaint. 

Summary judgment is authorized only where no genuine issue remains for trial. 

Questions of intent, unfair competition and perfidious dealings should not be disposed of 
without trial on the merits. 

On facts of record held that basis of lower court's opinion was not that there were no 
genuine issues to be tried, but rather that there were such issues which it erroneously pro- 
ceeded to decide adversely to appellants. 129 













Appeal docketed and dismissed after considering motion and affidavit of opposition. 148 





Plaintiff’s motion to remand to state court granted where unfair competition suit lacks 
diversity of citizenship. 

Lanham Act held not to have expanded federal jurisdiction to include purely unfair 
competition claims between citizens of same state, when not joined with substantial and related 
claim under copyright, patent or trade-mark law. 161 









Defendant held not to have waived lack of service by joining motion to dismiss com- 
plaint with motion to quash service. 227 







Counterclaim, alleging merely that plaintiff “has copied designs original with the de- 
fendant,” dismissed for failure to state a cause of action, where designs copied were not 





covered by design patents nor copyrighted. 

On facts of record, held there is nothing unlawful in copying designs not covered by 
design patents or copyrights. 

Motion to strike defense of “unclean hands” granted in view of holding that plaintiff 
had done nothing wrong in copying defendant’s unpatented and uncopyrighted designs. 339 















Motion to dismiss based on lack of jurisdictional amount, casts burden on plaintiffs to 
come forward with proof of facts as to jurisdiction. 

Upon motion to dismiss for lack of jurisdiction over subject matter, court need not treat 
motion as one for summary judgment but may receive and weigh affidavits as evidence. 340 






Motion for summary judgment is method by which litigants may test issues of law raised 
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by facts which are not in issue; and facts may be established by pleadings, depositions, affi- 
davits or admissions. 

Motion to dismiss, by individual defendants, treated as one for summary judgment since 
they rely on depositions taken by plaintiff. 

On facts of record, motions for summary judgment denied since there are genuine issues as 
to material facts which proscribe the granting of motion for summary judgment. 444 


Upon defendants’ motion for directed verdict trial court was required to view evidence 
and all inferences reasonably to be drawn therefrom in light most favorable to plaintiffs. 576 


Motions to dismiss for failure to state a claim and for misjoinder granted as to The 
People of the Virgin Islands. 

Motion to dismiss for failure to state a claim granted as to The Virgin Islands Corpora- 
tion, with leave to amend complaint. 

Suit by The People of the Virgin Islands and The Virgin Islands Corporation against 
W. A. Taylor & Company to recover title to and right to use registered trade-marks and 
name “Government House.” Defendant’s motions to dismiss granted with leave to The Virgin 
Islands Corporation to amend. 602 


Since case was decided below on motion to dismiss, Court of Appeals must determine 
validity of District Court’s decision upon assumption that allegations of fact contained in com- 
plaint are true. 

Complaint alleging deliberate attempt by second comer to confuse and deceive potential 
members, contributors and others, with attendant injury to plaintiff, held to state cause of 
action. 

Since gist of action is confusion and deception, plaintiff-appellant held entitled to present 
its proof; and it does not suffice for the trial court, on motion to dismiss, to merely compare 
the names of the two organizations involved. 815 


Defendant restrained from use of the word “Clipper” and picture of airplane in flight 
on moving vans, as constituting unfair competition with plaintiff and infringement of its mark, 
used on its aircraft and on trucks and coaches used by plaintiff to carry passengers and freight 
to its airfields. 

On the papers now before the Court, held that no award of specific sum as damages can 
be made as that would require proof to be established before a commissioner, as the result 
of an accounting. 833 


6. Preliminary Injunction 


Motion for preliminary injunction denied where plaintiffs failed to prove that their 
product and the container in which it is sold had acquired a secondary meaning; and plain- 
tiffs failed to show likelihood of irreparable damage justifying injunctive relief before trial. 56 


Where two cases, in different federal courts, are pending between the same parties, on 
the same cause of action, practice is for court in which suit was first brought to grant 
preliminary injunction restraining party from proceeding with second suit pending completion 
of case in court granting the injunction. 

Doctrine of res judicata affords full protection against relitigation of all issues properly 
included in any judgment; therefore no reason exists for allowing injunction against prosecu- 
tion of subsequent suit between the parties to continue beyond period required for final 
determination by federal court in which suit was first begun. 216 


On facts of record, contention that plaintiff used “‘Esquire” in corporate title held not 


established. 
Pickwickian figure held not part of “Esquire” trade-mark; its use was not required by 


contract and plaintiff’s failure to use it held of no legal significance. 222 


Preliminary injunction is an extraordinary remedy which should be granted only in 
cases clearly demanding it. 
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Sufficient facts to warrant finding that irreparable injury, during pendency of action, 
will result from refusal of preliminary injunction, should appear in the moving papers. 

On facts of record, plaintiff held to have failed to establish that irreparable injury will 
result from defendants’ use of name “North American Airlines.” 255 


While willful violation of property rights is never lightly viewed by courts, equity 
balances severity of injunction against possibility of compensation in damages. 
Injunction must issue if injury is serious and irreparable. 345 


Motion for preliminary injunction denied in view of important issues of fact raised 
by pleadings and affidavits, resolution of which must await trial, and in absence of showing 
of irreparable injury. 

To justify granting of temporary injunctive relief, court must be able to determine 
on facts revealed that plaintiffs will ultimately prevail. 607 


Preliminary injunction held a very drastic remedy ordinarily not granted except to 
maintain the status quo, and then only on very substantial showing. 

Grant of preliminary injunction awarding practically all relief to which party would 
be entitled if it were to prevail at a trial on the merits, held limited to unusual situations. 826 


Plaintiff, publishers and authors of books entitled “New York Confidential” etc., held 
to have failed to show requisite clear right to preliminary injunctive relief against use of 
title “Baseball Confidential.” 1083 


7. Contempt Proceedings 


“The Only Alligator Belt Specialist in America,” held to violate injunction restraining 
defendant from using or displaying the word “Alligator” in connection with advertising and 
sale of various articles. 

The phrases “Handsome Alligator Belt” and “Alligator Belts,” held violations of the 
same paragraph (a) of the injunction. 

“The House That Alligator Leather Built,” held a violation of injunction restraining 
defendant from using the designations “The House of Alligator” and “The House of 
Alligator Leather Accessories.” 

On facts of record, defendant’s use of “Styligator” and “Quoth The Alligator, ‘I’d Give 
My Life To Be A Styligator’,” held not to violate consent judgment or injunction. 

No compensation awarded plaintiff, but defendant ordered to discontinue use of 
designations and phrases held to violate injunction previously issued. 53 


Appellant having consented to decree, held that proceedings were beyond the stage of 
trial on issue of infringement and court below properly determined that appellant’s mark 
was colorable imitation of enjoined mark without hearing testimony as to nature of the 
businesses. 585 


Where defendants have been found guilty of infringement they should thereafter be 
required to keep a safe distance from dividing line between violation of and compliance 
with injunction. 

“Enkay” held colorable imitation of plaintiff’s trade-mark “Eskay” and defendant's use 
thereof held to constitute violation of consent decree. 

It is sufficient if defendants use a mark so like plaintiff's in form, spelling or sound that 
confusion is likely; use of the identical word is not required to invade plaintiff’s rights. 586 


8. Appellate Procedure 


Judgment on mandate modified, on appeal therefrom, by adding further injunctive 
provision requiring notice of lack of guaranty by plaintiff to be attached to defendants’ 
packages. 147 
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While an excessive number of assignments of error, unduly repetitious and some 
frivolous in nature, justifies dismissal of appeal, such action is not taken since the few real 
objections raised are sufficiently spelled out in appellant’s brief opposing the Government's 
motion to dismiss the appeal. 672 


9. Conflict of Laws 


In unfair competition suit, based upon diversity of citizenship, federal court here must 
follow law of State of Illinois. 134 


New York law with respect to unfair competition held controlling in federal court. 149 


Federal rather than state law held controlling in determination of issues as to infringe- 
ment of trade-mark registered under 1946 Act. 

Both 1946 Act itself and legislative history manifest intent to regulate trade-marks, 
used in interstate commerce, along uniform national lines. 255 


Maryland law held controlling in unfair competition case in federal court where 
jurisdiction is based only on diversity of citizenship. 447 


Federal law held controlling in suit between citizens of same state, under 1946 Act, for 
damages resulting from wrongful registration of trade-mark and for unfair competition. 575 


Florida law governing unfair competition suit in federal court between citizens of 
different states, held to conform to prevailing American jurisprudence generally. 807 


Unfair competition charges involved are governed by local law. 819 


10. Costs 


Judgment awarding attorney’s fees set aside where, on facts of record, court based its 
conclusions as to reasonableness of amount upon time expended by defendant’s counsel on 
trade-mark and unfair competition action as well as patent infringement. 

Court does not decide whether award of reasonable attorney’s fees, made in case in 
which an action on a patent has been properly joined with another cause of action, must 
be based solely on work done in connection with patent infringement. 

Either unreasonable prolongation of trial in patent infringement suit or fraud practiced 
upon the Patent Office in obtaining patent would justify allowance of attorney’s fees, under 
the statute, but trial court must make plain the precise basis for its conclusion. 

Duty of reviewing court with respect to trial court’s award of attorney’s fees is limited 
to correcting abuse of discretion amounting to caprice or errors of law. 

On facts of record, amount of fees allowed by trial court held excessive. 

Mere licensee, not connected with prosecution of patent application or otherwise with 
alleged fraud of co-plaintiff, may not be held liable for attorney’s fees granted to defendant 
on the basis of fraud upon the Patent Office committed by patentee. 47 


Costs on this appeal taxed one-half to each party. 147 


VI. FEDERAL ANTI-TRUST LAWS 


Agreements providing for an aggregation of trade restraints including allocation of trade 
territories, price-fixing, elimination of outside competition, and participation in cartels restrict- 
ing imports to and exports from the United States held to violate Sherman Act. 672 


On facts of record, decree enjoining continuation or repetition of conduct found illegal 
held correct. 

Other restraining provisions held within trial court’s discretion because relief, to be 
effective, must go beyond narrow limits of the proven violation. 

Divestiture is a remedy to restore competition and not to punish those who restrain trade; 
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‘t is not to be used indiscriminately, without regard to type of violation or whether other 
effective methods, less harsh, are available. 

Provisions requiring defendant to divest itself of stock and other financial interests in 
British and French concerns ordered stricken from decree. 672 


Fact that there is common ownership and control of or joint venture by contracting 
corporations held not to liberate them from impact of anti-trust laws. 

Trade-mark cannot be legally used as a device for Sherman Act violation. 

Agreements in question held to have gone far beyond protection of trade-mark “Timken” 
and provided for control of manufacture and sale of anti-friction bearings whether carrying 
mark or not. 

Current foreign trade conditions held not to justify failure to enforce Sherman Act, 
since its provisions against restraints on foreign trade are based on assumption and reflect 
policy that export and import trade in commodities is both possible and desirable. 672 


VII. COPYRIGHTS 


Statuettes, identified in certificates of copyright registration as sculptured figures of male 
and female Balinese dancers, held not copyrightable subject matter, where the models sub- 
mitted to the Copyright Office were in the form of lamp bases, having threaded mounting 
stub for lamp socket attached to each statuette. 

A thing intended solely for practical use can not be copyrighted. 

Plaintiff’s submission to Copyright Office of statuettes with lamp mounting stubs attached 
held evidence of practical use to which they were intended to be put. 337 


Owner is protected only in his method of expressing idea contined in his copyrighted 
work and not in use of idea itself. 

There is no overlapping territory in design patent and copyright protection. 

Subsequent practical use of properly copyrighted subject matter would not remove it 
from scope of copyright protection. 337 


To constitute copyright infringement there must be some appropriation of property of 


copyright owner. 
Plaintiff held to have failed to show that defendant made any use of plaintiff’s copy- 


righted label in creating alleged infringing design. 951 


VIII. FAIR TRADE ACT 


Miller-Tydings Enabling Act removed from interdict of federal anti-trust and unfair 
competition laws, resale price maintenance agreements valid in state of resale. 

Validity of state fair trade laws as against constitutional objections is founded upon 
protection afforded trae-mark owner. 264 


Trade-mark owning manufacturer may set and enforce minimum resale price; and 
statutory protection encompasses nonsignatory retailers. 

Fair trade law does not prevent purchaser from reselling the commodity alone at any 
price; it interferes only when he sells with aid of vendor’s good will by selling under vendor’s 


trade-mark. 
Fair trade law unqualifiedly provides that price cutting fair trade articles is unfair 


competition per se. 264 


Issuance of cash register receipts, redeemable in merchandise at 2%2% of purchase 
price, in conjunction with sale of plaintiff’s fair-traded products, held to constitute price 
cutting and violation of New York Fair Trade Law. 264 


Fixing minimum prices, like other types of price fixing is illegal per se. 
Fact that state authorizes price fixing does not give immunity to interstate price fixing 
scheme, absent approval by Congress. 
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Miller-Tydings Act, amending Sherman Act, expressly continues prohibitions of Sherman 
Act against horizontal price fixing by those in competition with each other at.same 
functional level. 

All that are exempted by Miller-Tydings Act are consensual agreements preséribing 
minimum prices for resale of trade-marked articles; and price fixing by compulsion is 
not covered. 545 


Elimination of price competition at retail level may lawfully result if a distributor 
successfully negotiates individual vertical agreements with all of his retailers. 

Legislative history of Miller-Tydings Act held to support construction that Méiiller- 
Tydings Act exempts, from operation of the Sherman Act, only contracts or agreements 
prescribing minimum resale prices for trade-marked articles when such contracts or agree- 
ments are permitted by local law, and that Miller-Tydings Act does not sanction coercion 
of persons refusing to sign agreements. 545 


Two articles may be competing in same general class, though one or both has unique or 
distinctive characteristics which can not be exactly reproduced by competitor. 

On facts of record, held that plaintiff's long playing records are in fair and open 
competition with records of same general class produced by others, within meaning of 
Feld-Crawford Act. 

Use of trade-mark and name of producer is sole condition necessary to render Fair 
Trade Law applicable. 

Manufacturer or producer, invoking aid of statute, need not apply it to all commodities 
bearing same trade-mark, nor do so as soon as commodity is placed upon market, nor take 
steps to deprive price cutting retailer of a supply of the commodity. 

Willfully and knowingly selling any commodity at less than prices stipulated in any con- 
tract made pursuant to Feld-Crawford Act constitutes unfair competition. 846 


Dismissal of complaints, alleging violation of Florida fair trade law, by “non-signer” of 
fair trade contract, affirmed upon authority of Schwegmann case (51 T.M.R. 545). 997 


One who does not sign a price maintenance contract cannot be subjected to non-signer 
provisions of state fair trade law where interstate commerce is involved; plaintiff held 
entitled to no protection at all against defendant non-signer. 

Fair trade law does not prevent purchaser of cOmmodity bearing the mark from selling 
the commodity alone at any price he pleases. ; 

Contract to maintain prices was unlawful prior to Méiller-Tydings amendment to 
Sherman Act. 

While patentee may fix by contract the price at which licensee may sell the patented 
article, in absence of compliance with fair trade law, neither patentee nor trade-mark owner 
can control price at which others may sell to consumers. 1066 
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